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Part | 
TRADEMARK INSTITUTE 


University of California 


The following two papers by two former presidents of U.S.T.A. 
were among those delivered during the Trademark Symposium held at the 
University of California School of Law at Berkeley, April 19 to 21, 1956 
(see 46 TMR 287). Permission to publish them in The Trademark Reporter 
was given by the University of California. 

We have learned that the July 1956 issue of the California Law Review 
will be devoted entirely to the major papers offered at The Trademark 
Institute.—Eb. 


THE TRADEMARK ACT OF 1946 
FROM THE POINT OF VIEW OF INDUSTRY 


By Kenneth Perry* 


Some eighteen years ago, in 1938, a bill was introduced in 
Congress to rewrite the trademark law. Similar attempts in the 
late twenties had failed. Businessmen and the bar recognized 
the need for legislation, but Congress showed little interest. 


The basic legislation in effect at that time was based on the 
economy of the late nineteenth century. The effects of the in- 
dustrial and commercial evolution of the first half of our century 
were not anticipated. In the years that followed the Act of 1905, 
the nation was put on wheels, so to speak, by developments in 
the automotive industry. New products came on the market. 
New advertising media appeared. New merchandising methods 
developed. New modes of distribution opened up national mar- 
kets. Businesses diversified their production. New processes 
developed new markets as well as new channels of distribution. 
Foreign markets became increasingly more important and ac- 
cessible as a result of improved transportation. In short, the 
industrial and commercial developments made quite inappro- 
priate the legislative regulations of an economy of an earlier 
day. These regulations placed an undue burden on the trade- 
mark owner. 

The bill introduced in 1938 was the first of a series which 
finally culminated in the Trademark Act of 1946 that became 
effective on July 5, 1947. 


* Vice-President and special counsel, Johnson & Johnson, New Brunswick, N. J., 
president of U.S.T.A. 1950-52, past president of Tax Institute, member of New York 


and New Jersey bars. 
§11 





THE TRADEMARK REPORTER Vol. 46 T. M. R. 


After nearly ten years, an evaluation of what it has meant 
to the business community and suggestions for improving it in 
the future seem in order. To avoid excessive length, this paper 
will discuss only the more significant changes in the law and 
in its administration, and only three suggestions for the future. 


I. Merchandise of the Same Descriptive Properties 


The old law provided that a mark could not be registered if 
the same or a similar mark had been registered by someone else 
for ‘‘merchandise of the same descriptive properties’’; and that 
infringement would be established if the challenged mark was 
used on ‘‘merchandise of the same descriptive properties.’’ For 
a long time both the Patent Office and the courts interpreted the 
language to mean that if the products of the parties were not of 
the same descriptive properties, relief would not be given. 


Careful analysis reveals that the phrase was capable of sev- 
eral different meanings, or no meaning at all. Sometimes the 
determination was made on the basis of what the goods were 
made of;' sometimes on the basis of what they were used for;? 
sometimes on the basis of who purchased them;* sometimes on 
the basis of the channels of trade through which the products 
moved ;* sometimes it was reasoned backward that if confusion 
would result the products were ‘‘merchandise’’ of the same de- 
scriptive properties;’ and sometimes the basis for making the. 
determination did not appear.*® 

It was next to impossible for a businessman, in selecting a 
mark, to guess which test might be applied, and to avoid diffi- 
culties in obtaining a registration. For example, paints and 
enamels were held to have the same descriptive properties as 
shingles because they are sold in the same stores; razor blades 
and fountain pens were held to be of the same descriptive prop- 
erties for the same reason; yet oil sold to industrial users as 


1. California Packing Corp. v. Tillman & Bendel, Inc., 40 F.2d 108, 20 TMR 238 
(C.C.P.A.) ; Pittsburgh Plate Glass v. Moyer, 46 USPQ 530, 30 TMR 677 (Com’r Pats.). 

2. Southern Cotton Oil Co. v. Globe Grain g Milling Co., 4 USPQ 146, 20 TMR 143 
(Com’r Pats.). 

3. Duplex Printing Press Co. v. Addressograph-Multigraph Co., 68 USPQ 97 
(Com’r Pats.). 

4. Barber Asphalt Corp. v. Mobile Paint Mfg. Co., 57 USPQ 412, 33 TMR 363 
(Com’r Pats.) ; De Pree Co. v. Belcano Co., 81 USPQ 540, 39 TMR 619 (Com’r Pats.). 

5. L. BE. Waterman Co. v. Gordon, 72 F.2d 272, 24 TMR 343; B. F. Goodrich Co. 
v. Zip-on Mfg. Co., 40 F.2d 99, 20 TMR 205 (C.C.P.A.). 

6. Technicolor vy. Columbia Broadcasting System, Inc., 69 USPQ 260 (Com’r Pats.). 
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an ingredient of paint was held to possess the same descriptive 
properties as floor wax, even though the products were not sold 
through the same trade channels to the same purchasers or for 
the same use.’ 

The Courts moved away from attempting precise formulas 
for making the determination after the decision of the Second 
Circuit in the Yale case.* There the products were locks and keys 
on one hand and flashlights and batteries on the other. Judge 
Learned Hand said: 

‘¢ ... it has of recent years been recognized that a mer- 
chant may have a sufficient economic interest in the use of 
his mark outside the field of his own exploitation to justify 
interposition of a court. His mark is his authentic seal; by 
it he vouches for the goods which bear it; it carries his name 
for good or ill. If another uses it, he borrows the owner’s 
reputation, whose quality no longer lies within his control. 
This is an injury, even though the borrower does not tarnish 
it, or divert any sales by its use; for a reputation, like a 
face, is the symbol of its possessor and creator, and another 
can use it only as a mark. And so it has come to be recog- 
nized that, unless the borrower’s use is so foreign to the 
owner’s as to insure against any identification of the two, 
it is unlawful.’’ 

With that language it was thought for a time that the 
matter had been more or less put to rest. Unfortunately, it was 
seldom followed in registration cases, and not too often in in- 
fringement cases. The only solution seemed to be to get rid of 
the phrase in the statute. 

This was done. The 1946 Act made likelihood of confusion, 
mistake or deception the sole test, irrespective of the goods in- 
volved. In administering the new law, however, both the Patent 
Office and the courts, relying on published decisions, continued 
for a time to use the phrase and to grant relief only if the goods 
were found to be of the same descriptive properties. 

In recent years the more realistic approach, one which the 
businessman can interpret for himself, has been followed. Briefly 
stated, it is: 

Are the products of the parties such that, when purchased 

under ordinary conditions and circumstances in the usual sales 


7. Pittsburgh Plate Glass v. Moyer, 46 USPQ 530, 30 TMR 677 (Com’r Pats.). 
8. Yale Electric Corp. v. Robertson, 26 F.2d 972, 18 TMR 321 (1928). 





THE TRADEMARK REPORTER Vol. 46 T. M. R. 


outlets, the average purchaser would be likely to believe that 
they come from a single producer? 


The average businessman may not know much about the law of 
trademarks, but he probably knows as much, or more, about the 
psychology of his customers and those of other industries as 
does the lawyer. It is apparent, then, that business benefits from 
this businessman’s approach. ‘‘Guessing’’ and uncertainty have 
been replaced by a practical test which permits industry to select 
its marks with greater assurance as to registrability. This is an 
important effect of the revised law. 


II. Importance of Weighing Equities 


For years before enactment of the 1946 law, litigation in the 
Patent Office was in the nature of a ‘‘sham battle’’ in which the 
property right in a trademark was not actually established. The 
cases were more often than not decided without facts and always 
without any consideration of the equitable rights which might 
exist. The Court of Customs and Patent Appeals and the Patent 
Office were so restrictive in their interpretation of the language 
of the statute that they consistently held that the equities of the 
parties could not be considered. Business was never able to under- 
stand this position, since a brand name or symbol exists only as 
long as it is used on products; and substantial investments are 
represented in the packages containing the goods and in advertis- 
ing the goods under the mark to increase the consumer demand. 
It is these things which are, in reality, the property to be recog- 
nized and protected. They are not tangible, but they are equitable 
rights. But apparently the Court of Customs and Patent Appeals 
and the Patent Office considered only the word or symbol without 
regard to the investment in and the impact of such word or 
symbol in trade channels and markets. 


The 1946 Act provided statutory authority for considering 
equitable rights and made the principles of equity applicable to 
Patent Office proceedings. It is only in recent years, however, that 
the decisions give full effect to those principles. It seems clear 
now that where the facts in a given case show extensive and 
continuous use and advertising and expansion of trade under a 
mark, these facts will be given earnest consideration in deter- 
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mining the rights of the parties.° Not only does this practice 
bring litigation in registration and cancellation proceedings into 
conformity with court proceedings, it permits a businessman to 
go forward in the development of his trade under his mark with 
some confidence; and it tends to remove such litigation from the 
categories of ‘‘sham battles’’ and ‘‘paper lawsuits.’’ 


III. Freedom from Delayed Attack 

To the businessman, one of the most baffling situations which 
existed under the old law was that which permitted a petition to 
cancel a registration to be filed at any time. Even though a mark 
might have been continuously used and registered for fifteen or 
more years, it could be attacked on any ground which might have 
been asserted prior to its registration.” And more importantly, 
the petitioner was sometimes successful. 

One of the situations which demonstrated the injustice of such 
a provision in the law was the cuHrpso—cuHAsE-0 cases.’ Prescott 
owned a registration which issued in 1913 for cHasg-o. In 1920 
Procter & Gamble filed an application to register curpso for soap 
chips. The cHasze-o owner did not object to this registration of 
cHipso, and the registration issued in 1921. Ten years later, in 
1931, the owner of the registered mark cHasgE-o requested cancella- 
tion of the cuipso registration on the ground that confusion in 
trade was likely. The Patent Office tribunals ruled in favor of 
CHASE-0 and recommended cancellation. On appeal to the Court of 
Customs and Patent Appeals, although it was found that in 1924 
Prescott had changed the display of cHasz-o to make it much 
more similar in appearance to P&G’s cureso and that it was fairly 
established that confusion did exist to a certain extent in the 
minds of purchasers as between these packages, nevertheless the 
Court held that Prescott’s laches and simulation of the P&G 
packages could not be considered, and ordered cancellation of the 
curpso registration on the theory that ‘‘the marks at the time of 
registration so nearly resembled each other that likelihood of 
confusion would result.’’ 


9. Willson v. Graphol, 188 F.2d 498, 41 TMR 591 (C.C.P.A.); Salem Commodities, 
Inc. v. The Miami Margarine Co., 106 USPQ 411, 45 TMR 1389 (Com’r Pats.). 
10. Cluett, Peabody ¢ Co. Inc. v. Hartogensis, 41 F.2d 94, 20 TMR 452 (C.C.P.A.). 
11. Procter & Gamble Co. v. J. L. Prescott Co., 19 USPQ 75, 23 TMR 448 
(Com’r, 1933); Same, 77 F.2d 98, 25 TMR 342 (C.C.P.A., 1935); Same, 16 F.Supp. 
65, 26 TMR 410 (D.C.NJ., Feb. 1936); Same, 30 USPQ 160, 26 TMR 445 (D.C.N.J., 
Dec. 1936) ; Same, 102 F.2d 773, 29 TMR 105 (C.A. 3, 1939). 









THE TRADEMARK REPORTER Vol. 46 T. M. R. 


Suit was then filed in the District Court seeking an injunction 
against further use of curpso. The injunction was denied by the 
District Court and affirmed by the Court of Appeals. Thus we 
see that after eight years of litigation Procter & Gamble learned 
that it could continue to use the mark, but it could not register it. 

Similarly, in 1938 a petition was filed in the Patent Office by 
the registrant of wHITE HousE for coffee and tea to cancel the 
registration of wHITE HOUSE for milk, issued in 1918, twenty years 
earlier.” The Patent Office and the Court of Customs and Patent 
Appeals ordered the registration canceled, even though the record 
showed that both parties had a great volume of business under 
their marks and had spent large sums of money in advertising. 
The Court stated that the respondent’s use of its mark had been 
known to petitioner for many years and no objection had been 
made; and that ‘‘while it seems strange that appellee, under the 
circumstances herein, has suddenly deemed itself injured, this, of 
course, cannot be considered by this court.’’ 

Suit was then filed in the District Court to enjoin use of the 
mark. The Court, on the basis of the facts and equities in the 
case, refused to interfere with the continued use of WHITE HOUSE 
on milk, and the Court of Appeals affirmed. Here again, wHitTE 
HOUSE milk could be sold, but the trademark could not be registered. 

The 1946 Act attempted to prevent such miscarriage of justice, 
and placed a five-year limitation on filing a petition to cancel, 
except in cases of abandonment, fraud, or misrepresentation. The 
businessman can now enjoy some assurance that he will not be 
‘‘ambushed”’ after he has spent time, energy, and money in 
building up his rights. This limitation which was written into the 
law, when coupled with the provision for application of the prin- 
ciples of equity and that giving the incontestable right to use a 
mark, provides a greater sense of security than could ever have 
existed under the old law. 


IV. Related Companies’ Use 


Changes in commercial practices resulting from the growth 
of American industry and the consequent complexity of business 


12. Dwinell-Wright Co. v. White House Milk Products Co., 37 USPQ 339, 28 
TMR 329 (Com’r, 1938); Same, 111 F.2d 490, 30 TMR 351 (C.C.P.A., 1940); Same, 
44 F.Supp. 423, 32 TMR 102 (D.C.W.D.N.Y., 1942); Same, 132 F.2d 822, 33 TMR 2 
(C.A.2, 1943). 
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relationships, including subsidiary and affiliate relationships and 
contractual relationships, created serious problems of trademark 
protection when it was necessary to rely upon a statute which had 
not anticipated such changes. Uncertainty concerning the protec- 
tion of rights existed as a result of decisions involving use of one’s 
mark by a related company. 


In enacting the 1946 Act, Congress removed this uncertainty 
by recognizing ordinary business practices. Congress provided 
that such use shall inure to the benefit of the trademark owner and 
shall not affect the validity of the mark, or its registration, so 
long as the owner controls the nature and quality of the goods on 
which the mark is used. 


V. Additional Types of Registrable Marks 


Originally trademarks were considered to be words, names, 
or symbols placed on products. As industry expanded, it came 
to be recognized that slogans, distinctive packages, and distinctive 
shapes or configurations of the product itself might serve just as 


well to identify and distinguish. Service companies, transporta- 
tion, financial, insurance, advertising, also used marks which 
identified and distinguished their services. Testing and other 
certifying organizations appeared on the scene, and they used 
marks to indicate that the products bearing their marks met certain 
established standards or specifications. Under the old law, how- 
ever, only words, names, and symbols used on goods were regis- 
trable. Recognizing the desirability of a central place where all 
such ‘‘proprietary’’ identifications could be registered, Congress 
wrote into the law provisions which make such registrations 
possible. 

Business has benefitted from such provisions, not only in 
obtaining additional protection, but in being able to avoid encroach- 
ment on someone else’s rights. 


VI. The Letter R Enclosed in Circle 


This provision of section 29 deserves notice. Customers like 
clean labels. Business tries to accommodate. This letter R is 
a hero. 
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VII. General Observations 


From the point of view of industry, the overall effect of the 
Lanham Trademark Act has been good. It has made possible a 
more flexible administration. More importantly, it has made 
possible procedures in the Patent Office which are in such close 
conformity with Court procedures that it may be hoped that 
ultimately the outcome of litigation in one place will terminate 
the controversy, and that it will not be necessary to start over again 
somewhere else. The statutory law now makes it possible for 
whatever tribunal hears a case to recognize changes in such things 
as commercial practices, advertising media, and changes in dis- 
plays, and to weigh their practical effect, thus giving adequate 
protection to trademark owners and the public alike without un- 
duly hampering the progress of new business. 


VIII. Looking to the Future 


Three fundamental considerations are recommended for im- 
provement so far as the businessman is concerned. One is 
administrative and the other two are statutory. 


A. Classification 


The statute provides that the Commissioner shall establish a 
classification of goods for internal administration, but not to limit. 
or extend an applicant’s rights. It also provides that a single 
application may cover only the goods in one class. The present 
system of classification is so unrealistic that it oftentimes places 
an undue burden on the businessman. 

Recently, the Patent Office has been more liberal in its admin- 
istration regarding classification; but a complete revamping of 
the classes is highly desirable. Some of the classes of products 
appear to be based on structure; others on material; others on 
use; and still others on a basis which escapes the businessman. 


It is to be hoped that a complete revision of classes will 
be forthcoming based upon what constitutes a ‘‘normal line’’ of 
production of a given producer. In other words, it would be a 
great improvement if a businessman could obtain a single regis- 
tration for lawnmowers instead of being required to obtain one 
for power-operated and another for manually-operated lawn- 
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mowers. It is suggested that industry would be willing to consult 
with the officials of the Patent Office to bring about a realistic 
classification system. 


B. Federal Trade and Antitrust 


Two provisions inserted in the statute just before enactment 
have been troublesome to businessmen, psychologically, if not 
actually. One is that which authorizes the Federal Trade Com- 
mission to file cancellation proceedings; and the other provides 
for interposing as a defense in an infringement suit a charge that 
the plaintiff’s mark has been or is being used to violate the 
antitrust laws. 

There is presently pending proposed legislation which would 
eliminate both provisions. There appears to be no objection on the 
part of any governmental agency to elimination of the first; but 
there has been objection raised to eliminating the second. 

The rationale for retaining the provision is not clear; but it is 
observed that the presence of the provision seems to be irrational. 
It is a kind of special antitrust legislation aimed specifically at 
trademark owners and not at any other person or groups. It has 
not, at any time, been made to appear that trademark owners, as 
such, are in any peculiar sense offenders of the antitrust laws 
so as to require special legislation to protect the public. No like 
provision appears as a defense to any other civil action authorized 
by Congress. It would be just as rational to provide such a statu- 
tory defense in a suit for negligence or other tort, or for collection 
of monies owed, or for ordinary breach of contract, or in any 
other suit. 

The essence of all trademark litigation is to prevent confusion 
and deception of the public, and to protect the trade of one who 
has created it. If, as contended by some, the antitrust defense is 
absolute, the public will continue to be deceived merely because 
a trademark owner has violated a law not related to trademarks. 
At best this swaps one public interest for another.** 

Congress stated in its report” on the legislation which became 
the Trademark Act of 1946: 

13. As to the problems of evaluating and balancing public interests in adversary 
litigation of trademarks are 68 H.L.R. 813, 888-893. 


14. Calendar No. 1358, Report No. 1333, 79th Congress, 2d Session, to accompany 
H.R. 1654. 
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‘¢This bill, as any other proper legislation on trademarks, has 
as its object the protection of trademarks, securing to the 
owner the goodwill of his business and protecting the public 
against spurious and falsely marked goods. The matter has 
been approached with the view of protecting trademarks and 
making piracy unprofitable.’’ 

Yet, at the same time, there was written into the bill a provision 

which can reward piracy and foist spurious goods upon the public. 

The inconsistency is obvious. 

It is to be hoped that Congress will rectify this undesirable 
situation and eliminate the provision from the statute for the 
benefit of the public and business alike. This would leave trade- 
mark litigants in the same position as all other litigants so far as 
antitrust laws are concerned.” 


C. Importations 


Since 1930 the Tariff Act*® has contained a provision which 
makes it unlawful to import into the United States, without 
consent, any merchandise of foreign manufacture which bears a 
trademark owned and registered in the Patent Office by a citizen, 
corporation or association of the United States, provided a copy 
of the registration is filed with the Department of the Treasury. 
It seems apparent that the underlying purpose of the law was to 
prevent importation of spurious goods contrary to the public’ 
interest and in violation of a trademark owner’s rights. There has, 
however, been another effect probably not foreseen by the framers 
of the Act. 

Many American distributors of foreign-made goods have 
obtained registrations of the foreigner’s mark and have filed such 
registrations with Customs, whereupon Customs refuses importa- 
tion of the genuine products bearing the foreigner’s mark to all 
except the distributors who obtained the registrations. The results 
have been rather startling at times when returning tourists are 
prevented from bringing into this country products which they 
purchased abroad for their personal use or for gifts. 

Recent changes in Customs regulations have effected a lib- 
eralization of imports for personal use, but problems still exist. 


15. Sec. 46(a), 60 Stat. 445. 
16. 19 U.S.C.A. 1526(a) 
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Recently, also, the Patent Office has refused to register to U. S. 
distributors marks used by foreign manufacturers on their goods ;"" 
and has refused relief to U. S. registrants of such marks on the 
basis that they identify and distingush the products of the foreign 
producer, and that the U. S. distributor gets no more rights as a 
result of his sales of such goods in this country than a wholesaler 
of American made goods”. These cases hold that the U. S. distribu- 
tors do not own the marks and therefore are not entitled to register 
them. At least one of these cases is pending for review by the 
District Court. 

It is believed that businessmen should explore ways and means 
to correct by legislation what seems to be an unjust situation and 
at the same time protect the rights of an importer who spends his 
time, energy, and money in developing a market for the foreign 
goods in this country. The present situation might well serve to 
undermine our entire trademark concept. 


IX. Conclusion 


This paper has hit only the high spots: replacement of the 
old criterion ‘‘merchandise of the same descriptive properties”’ 
by a test of ‘‘confusion, mistake, or deception’’; recognition of 
equities in the Patent Office; freedom from delayed attack in the 
Patent Office; affirmance of related company use; extension of 
definition of ‘‘trademark’’ and registrability of other marks; and 
the letter R in a circle. These have certanly been aids to business. 
Among suggestions for improvement are included: complete re- 
classification in the Patent Office; repeal of the provisions for 
Federal Trade Commission cancellation proceedings and antitrust 
defense; and enactment of provisions to cover the problem of 
importation of genuine goods bearing a mark registered in the 
United States. 


17. Ez parte E. Leitz, Inc., 105 USPQ 480, 45 TMR 855 (Com’r, 1955); Same, 
105 USPQ 481, 45 TMR 857 (Com’r., 1955). 

18. Mackie- -Lovejoy Mfg. Co. Vv. Birnbaum, 102 USPQ 38, 44 TMR 1223 (Com’r., 
1954) ; Rimmel, Inc. v. Nelson, 102 USPQ 258, 44 TMR 1248 (Com’r., 1954); Roger & 
Gallet v. Janmarie, Inc., 107 USPQ 295, 46 TMR 216 (Com’r., 1955). 





THE TRADEMARK REPORTER Vol. 46 T. M. R. 


COUNTERFEITING TRADEMARKS AND LABELS 
By Sherwood E. Silliman* and John F. Bradley* 


The phrase ‘‘It’s a Chinese Copy’’ is the vernacular for a 
counterfeited trademark or label. It is an ancient phrase and 
undoubtedly had its origin in the fact that certain unscrupulous 
Chinese merchants from time immemorial have sold in oriental 
market places bogus replicas of the genuine article to the damage 
and consternation of trademark owners throughout the world. 

Such oriental practice still continues.’ However, recent evi- 
dence about domestic counterfeiters uncovered by Stanley Frank 
and appearing in the July 9, 1955 issue of ‘‘ The Saturday Evening 
Post’’ makes the Hong Kong counterfeiter look like a small oper- 
ator. The article in the ‘‘Post’’ states that ‘‘The Ford Motor 
Company estimated in April that $500,000,000 worth of bogus auto- 
mobile parts and accessories is sold annually .. . that substitutions 
of inferior and diluted drugs in prescriptions cost the public and 
leading pharmaceutical firms $50,000,000 a year.’’ 

It is clear that the problem is present both in domestic and 
foreign trade so that the lawyer employed to protect his client’s 
valuable trademark rights must be cognizant of the legal remedies, 
both civil and criminal, available against this vicious practice. 

Perhaps the most commonly utilized remedy is a civil action 
for unfair competition involving either an injunction, damages, 
accounting or destruction of the merchandise. A civil remedy 
against counterfeits or colorable imitations of registered trade- 
marks is expressly provided in the Lanham Act.’ 

Much has been written on the subject matter of unfair com- 
petition actions and the Chinese Copy. In the words of Dr. Deren- 
berg ‘‘the problem of ‘Chinese’ copying or slavish imitation of 
competitor’s unpatentable or uncopyrightable products has re- 
mained one of the most controversial and widely discussed subjects 
in the realm of the law of unfair competition.’ At the present 


* Mr. Silliman who delivered the paper at the Trademark Symposium is General 
Counsel of the Vick Chemical Company and director and past-president of U.S.T.A. 
Mr. Bradley is a member of the legal staff of the Vick Chemical Company. 

1. See Max D. Farmer, Counterfeiting of Products and Trademarks in Foreign 
Countries, 43, Trademark Reporter, 556 (hereinafter cited as TMR) “. . . all indications 
point to Hong Kong as the fountainhead of all counterfeiting. . .” 

2. 15 U.S.C. 1114 (1). 

3. A leading article is by Victor S. Netterville entitled “California Law of Unfair 
Competition; Unprivileged Imitation” 28, So. Cal. L. Rev. 240 (1955). See also 
Rudolf Callmann “Unfair Competition In Ideas and Titles” 42, Cal. Law Rev. 77 (1954) 
and article by Dr. Walter J. Derenberg in Patent, Trademark and Copyright Reports, 
Vol. 106, No. 8, page 28; 45 TMR 987, 1045. 
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time there appears to be a trend towards giving more civil pro- 
tection. An early milestone in this trend occurred in 1918 in the 
International News case.* More recently, the state and Federal 
district courts in New York have extended this doctrine somewhat 
further than other jurisdictions. See Dr. Derenberg’s article re- 
ferred to in footnote 3. 

The laws of most countries of the world also provide similar 
civil remedies for such type of unfair competition. Turning to 
the criminal remedies for counterfeiting trademarks and labels 
we find that many foreign countries give greater protection to 
the trademark owner than do the laws of our own country. 

Since 1887 there has been in force in the United Kingdom the 
Merchants Marks Act which makes it a criminal offense to forge 
or falsely apply to goods any trademark that so nearly resembles 
a trademark as to be calculated to deceive. Under the Act guilty 
intention, or mens rea, does not, in general, have to be proved by 
the prosecution, but becomes the burden of the defendant to show 
that his intent or state of mind was innocent. Acts were passed 
by Parliament in 1938 and 1953 extending the scope of the earlier 
Act.® 

Canada has recently enacted a statute, proclaimed to come 
into effect April 1, 1955, which provides® that: 

Anyone who forges a trademark or falsifies a genuine trade- 

mark is criminally liable. 

Section 351(a) makes certain types of substitution and pas- 

sing off a criminal offense. 

Section 351(b) makes the use of false descriptions criminal, 

provided the description is false ‘‘in a material respect’’. 

Section 306 of the Code punishes the publication of false 

advertisements. 


4. International News v. Associated Press, 248 U.S. 215, 9 TMR 15 (1918). 

5. The Merchandise Marks Act, 1887, 50 and 51 Vict. e28; The Trade Marks Act 
1938, 1 and 2 Geo. 6c22; The Merchandise Marks Act, 1953, 1 and 2 Eliz. 2G48. Dis- 
cussed in The Law of Merchandise Marks by the Hon. H. Fletcher Moulton and P. G. 
Langdon-Davis, Esq., M. A. Butterworth & Co. (Publishers) Ltd. 1954. 

In the Act a trademark is defined as “a trade mark registered in the register of 
trade marks kept under the Patents, Designs and Trade Marks Act, 1883 and includes 
any trade mark, which, either with or without registration, is protected by law in any 
British possession or foreign State to which the provisions of the 103rd section of the 
Patents, Design and Trade Marks Act are, under Order in Council for the time 
being applicable.” 

6. Statutes of Canada, 2-3 Eliz. II, C. 51; proclaimed to come into force on April 1, 
1955: See Canada Gazette Extra, September 20, 1954; Canada Gazette October 2, 1954, 
vol. 88, p. 3297. See also Harold G. Fox, Criminal Offences under the Canadian Trade 
Marks Act, 46 TMR 371 (1956). 
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Section 306 deals with certain types of puffing and false 

claims of superiority. 

There are also criminal provisions for defacing of trade- 

marks, for using trademarks on unauthorized bottles (Section 

353(b).) 

Section 354: against use on reconditioned articles. 

Most foreign countries have enacted similar criminal statutes, 
although many are not as broad as the English and Canadian 
criminal statutes relating to the counterfeiting of trademarks and 
labels. 


In the United States due to the dual sovereignty between the 
federal and state governments, the criminal statutes are a hodge- 
podge. In the first place, there is no federal statute providing a 
criminal remedy against counterfeiting of trademarks and labels. 
The state laws vary from little protection to rather effective 
remedies, if somewhat less than those provided in the English and 
Canadian Acts. 


Federal statutes do exist, however, such as the Food, Drug 
and Cosmetic Act of 1938 which provides that a drug or device 


shall be deemed to be misbranded if it is an imitation of another 
drug.” This law prohibits the introduction into interstate com- 
merce of any drug that is misbranded* and also provides® that 
any person who does so ship a misbranded article shall for the 
first offense be guilty of a misdemeanor and shall be subject to 
imprisonment for not more than one year or a fine of not more 
than $1,000 or both, and where the shipment is with intent to 
defraud or mislead, the maximum penalty shall be imprisonment 
for not more than three years or fine of up to $10,000 or both.’® 
The language of this statute would seem to cover the sale of a 
counterfeit drug product under certain circumstances. To our 
knowledge the Food and Drug Administration has brought only 
four actions involving drugs under this provision. In two cases 
they were successful and in two instances the cases were never 
finished. An explanation of this may be the fact that the Food 
and Drug Administration acts on its own initiative and does not 


. 21 U.S.C.A. § 352 (i) (2). 
. 21 U.S.C.A. § 331 (a). 
. 21 U.S.C.A. § 333 (a). 
. 21 U.S.C.A. § 333 (b). 
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act on the complaint of a private citizen as does a usual pro- 
secuting attorney. A governmental agency might be subject to 
criticism if it acted as a prosecutor of another private citizen in 
the absence of danger to the public health. 

The New York and California penal provisions are repre- 
sentative of state penal counterfeiting statutes. 

The New York Penal Statute against counterfeiting trade- 
marks was originally enacted in 1881 and has been enlarged in 
scope by amendments from time to time. The various statutes are 
collected in McKinney’s Consolidated Laws of New York, Book 39, 
Penal Law, Part 2, Article 206 (Sections 2350-2357). 

A trademark is broadly defined and is not limited to a regis- 
tered trademark (Section 2350). Nevertheless the mark must 
function as a trademark and may not be descriptive under the 
established rules of trademark law.” 

Imitation of a trademark is defined as that ‘‘which so far 
resembles a genuine trade-mark as to be likely to induce the belief 
that it is genuine, whether by the use of words or letters, similar 
in appearance or in sound, or by sign, device or other means 
whatsoever’’ (Section 2353). 

Section 2354 broadly sets forth eight enumerated offenses and 
provides that whoever counterfeits a trademark or affixes a coun- 
terfeit mark or a genuine mark without the owner’s consent shall 
be guilty of a misdemeanor and for the first offense shall be fined 
from $50.00 to $500.00 or imprisonment for not less than one year 
or both. For subsequent offenses the fine is increased to $1,000. 

Refilling or selling trademarked bottles and vessels containing 
certain beverages is also a crime (2355-2357). 

The California statutes are narrower in scope and provide 
that forging or counterfeiting a trademark registered with the 
Secretary of State or the Commissioner of Patents in the United 
States Patent Office is a misdemeanor. The present statutes are 
based on an 1897 law. Section 14321 of the ‘‘ Business and Profes- 
sions Code’’ reads as follows: 
‘*Section 14321— Same; Grade of Offenses. Every person 


who wilfully forges or counterfeits, or procures to be forged 
or counterfeited a trademark registered with the Secretary of 





11. Barrett Chemical Co. v. Stern, 1903, 176 N. Y. 27, 68 NE 65. 
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State or the Commissioner of Patents in the United States 
Patent Office or who affixes such a forged or counterfeited 
trademark to goods of essentially the same descriptive quali- 
ties as those referred to in the registration of the trademark, 
with intent to pass off or assist any other person to pass off 
any goods to which the trademark is attached or applied as 
those of the registrant is guilty of a misdemeanor. 


‘‘Section 14322 — Sale, ete., of goods bearing false mark or 
label: Grade of Offense. Every person who sells, or keeps 
for sale, or manufactures or prepares, for the purpose of sale, 
any goods upon or to which any forged, or counterfeited 
trademark, or label, or brand, composed in whole or in part 
of a forged, or counterfeited trademark, has been affixed, after 
the trademark has been registered with the Secretary of 
State, or with the Commissioner of Patents in the United 
States Patent Office, intending to represent the goods as the 
genuine goods of the person owning the trademark, knowing 
it to be forged, or counterfeited, is guilty of a misdemeanor.”’ 


Section 14323 provided that it is illegal to possess any label 
bearing a registered trademark, as defined in the Act, for the 
purpose of disposing of any article with intent to deceive or 
defraud. 

Section 19 of the Penal Code of California provides that a 
misdemeanor, unless otherwise specifically provided for, shall be 
punished with imprisonment in the county jail for not more than 
six months, by nor more than $500 fine, or both. 


An examination and comparison of legal indices indicates 
that many more wronged parties resort to unfair competition 
actions than institute criminal actions. This is also borne out 
in the press where one more often reads of unfair competition 
actions than he does of convictions for violating the criminal 
statutes. 

The reasons for a plaintiff’s reluctance to combat counter- 
feiting by means of the penal sanctions seem, upon consideration, 
to be as follows: 

It will be seen from the wording of the California statute 
that the law is violated only where a trademark is registered in 
California or in the United States Patent Office. This may 
constitute a serious limitation. Many times, particularly in con- 
nection with replacement parts, the bogus or counterfeit parts 
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are identical in shape and are interchangeable with the original 
parts but do not bear a counterfeit trademark of the original 
vendor. In truth, many such parts may not bear any trademark des- 
ignation of the original manufacturer. Many times a counterfeit 
product may involve color or some other similar attribute which 
may not be registrable as a trademark. In these situations under 
the California statute it would not be possible to sustain a con- 
viction because the basic element of registration is not present. 
This difficulty is not present in the New York statute in that all 
that is required in the New York statute is that there be a trade- 
mark and that it be counterfeited. Thus, under the New York 
statute it would appear that a conviction would follow in con- 
nection with counterfeiting anything which is capable of serving 
as a trademark and the present general trend is to expand the 
definition of trademarks. 


In the United States it is a basic general rule that criminal 
statutes must be strictly construed. In many of the unfair com- 
petition situations the equities are of greatest importance and in 
a criminal proceeding these cannot be given the weight they 
should. A California case, People v. Zimbolt, 91 P. (2) 252, points 
up the difficulty of this. In this case the defendant manufactured 
labels which were identical to those used by the Bacardi Rum 
Company and the Old Smugglers Whiskey Company and attempted 
to sell these counterfeit labels to manufacturers who in turn would 
affix the labels to bottles of spurious material and sell it as the 
original. The court reversed the defendant’s conviction on the 
ground that even though his actions were highly improper, never- 
theless the issue did not come within the purview of Section 354 
(now 14323) since the section only makes it a crime to possess 
a false label when the possessor also has the purpose of disposing 
of an article to which the label may be affixed. 


In addition to the fact that criminal statutes are very strictly 
constructed in favor of the defendant, the burden of proof is 
greater and the rules of evidence are stricter in the criminal than 
in the usual unfair competition action. The counterfeiter is operat- 
ing completely outside the law in all respects and it is very 
difficult to locate and catch the culprit, let alone obtain proof 
to support a conviction. 
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In the case of a criminal action the public prosecutor is in 
charge of the case and controls the degree of effort which is 
put into the case. This will, of course, vary from prosecuting 
attorney to prosecuting attorney. Oftentimes these officers are 
overworked and may not have the time to prosecute the case as 
strenuously as the wronged person would like. In the unfair 
competition action, the plaintiff, through counsel of his own 
choosing, is completely in charge of the case and can control 
and determine what is done. 


The criminal action must be brought in criminal courts where 
the problem of trademark law is probably foreign and unusual. 
If there were a close question as to whether there existed a 
trademark or not, it might be difficult to educate the criminal 
judge as well as the public prosecutor on the niceties of applicable 
trademark law. The unfair competition action would be before a 
court more likely to have considered trademarks previously and 
perhaps would be brought in a court which the plaintiff thought 
preferable for his own cause of action. 


If the penalty meted out is merely a small fine, it would not 
act as any real deterrent to a confirmed counterfeiter. A jail 
sentence on the other hand might be a stronger deterrent. The 
California statute contains no provision with respect to second 
offenses and, thus, a counterfeiter might readily take the position 
that the fine is merely a cost of doing business and since the 
profits are likely to be exorbitant in a counterfeiting operation 
this business expense would not be very great. When an unfair 
competition action is brought and an injunction is granted against 
the manufacturer or the counterfeiter, if he continues the business 
of counterfeiting the penalties of contempt of court may be 
stringent. Even under the New York statute the penalty is not 
too severe, certainly in the case of first offenders. 


If a plaintiff decides to attempt to stamp out the counter- 
feiter by the use of the Penal Code provisions and if the action 
is unsuccessful it may be that the defendant will in turn bring 
an action for malicious prosecution. Thus, the counterfeiting 
would not be stopped and the wronged party might be further 
damaged by the malicious prosecution action. 
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Finally, the trademark owner’s lawyer is generally a prac- 
titioner of civil law and views somewhat with alarm embarking 
on the untried waters of criminal law. 

On occasion, though, the civil remedies provide a weak reed 
and the issues must be joined in the criminal courts, as was done 
recently by several manufacturers of radio and television tubes 
who found that bogus tubes were being widely distributed in New 
York. Action in the criminal courts brought prompt relief due 
to an expensive and thorough investigation which resulted in 
irrefutable facts upon which the District Attorney could obtain 
convictions and stop the racket.” 

If the trademark owner is being damaged by the importation 
into this country of bogus goods an effective remedy to prevent 
the importation of an article bearing a counterfeited trademark 
is found in Section 42 of the Lanham Act** and Section 526 of the 
Tariff Act of 1930* which give the owner of a registered trade- 
mark recorded with the Treasury Department the right to prevent 
the importation of goods bearing that trademark or a mark which 
copies or simulates it. The remedy preceded the adoption of the 
Lanham Act. Section 27 of the 1905 Act prohibited the importation 
of merchandise bearing a mark ‘‘which shall copy or simulate a 
trademark registered in accordance with the provisions of the 
Act * * o 978 

Registrations on the Supplemental Register or under the Act 
of March 19, 1920, cannot be used to exclude the importation of the 
trademarked goods.*® 

‘The Harvard Law Review’’ briefly covers this remedy in its 
comprehensive article on trademarks and unfair competition.” 

The United States Department of Commerce stands ready 
to assist the American trader in his problems of trademark coun- 
terfeiting in a foreign country.** As in this country, able local 


12. See United States Trademark Assn, Bulletin, October 18, 1955. 
_ For the differences between these two sections, see 
13. 15 U. 8. C. 1124. Derenberg,The Impact of the Antitrust Laws on Trade- 
14. 19 U.S. CG. 1526. marks in Foreign Commerce, 27 N.Y.U.L. Rev. 414, 
424-27 (1952). 
15. 30 Stat. 730 (1905). 
16. 60 Stat. 436 (1946), 15 U.S.C. 1096. 
17. 68 H.L.R. 814, 913-914 (1955). 
18. See E. E. Schnellbacher, Director of Intelligence and Services, United 
States Department of Commerce. Trademarks and International Trade, 42 TMR 504, 505: 
“Of specific interest to this group, the Department undertakes to assist you in 
the protection of American trade-marks and today, more than ever before, this is 
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attorneys can be retained in the foreign country to work with 
the prosecutors to bring the culprit to task. 

A collateral problem is substitution of products in the drug 
trade. This is a vicious form of counterfeiting where the pharma- 
cists substitute an inferior and often less potent drug for specific 
drugs ordered by doctors in prescriptions. Naturally, the great 
majority of druggists do not engage in the practice, but a number 
of unethical pharmacists scattered over the country can make a 
substantial problem. 

About two years ago a group of pharmaceutical. companies 
organized The National Pharmaceutical Council Inc., with offices 
at 610 Fifth Avenue, New York City, to advise their members and 
to find corrective measures. The Council has a wealth of material 
in its files on this subject. 

The individual companies have also taken corrective measures 
such as imprinting a distinctive mark on the tablets, using colored 
capsules of a distinctive nature and other means of identifying the 
genuine product. 

A number of the companies have put on substantial drives 
to root out the practice with some measure of success. One of the. 
companies has won three injunction suits.’ 

The cosmetic industry is faced with the same problem, which 
is reviewed in an interesting pamphlet issued by The Perfumery 
Importers Association, 9 Rockefeller Plaza, New York City, en- 
titled ‘‘Perfume Rackets.’’ A number of Federal District Court 
decisions against substitution are cited in the pamphlet. 


We know that the practice of counterfeiting trademarks and 
labels cannot be eradicated any more than theft or rape will 
disappear. The problem takes root in that fringe of human life 
known as evil or in other days as the devil’s work. The devil’s 
disciples can only be leashed by legislatures enacting bolder laws 
to thwart the evildoer and by the aggrieved cooperating to the 
utmost with the law enforcement officers. 


an important service, for the serious dislocations in foreign commerce, during and 
after World War II, have created a climate in which pirating and infringements on 
American models, designs and trade-marks have tended to increase. 

“In all instances where suspected cases of pirating and infringement are 
reported to the Office of International Trade, the facts are transmitted to the appro- 
priate American Foreign Service Establishments abroad for such action as appears 
appropriate.” 

19. See “American Druggist,” August 31, 1955, P. 22. 
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PATENT OFFICE 


Statistics on Trademarks 


Number of Applications Filed 
1956 1955 
January 1,622 


February 1,653 
March 2,183 


5,458 


Number of Number of 
Registrations Registrations Registrations 
Issued Renewed (Sec. 9) Canceled (Sec. 8) 
January 289 863 
February 197 501 
March 195 552 


681 1,916 


Changes of Address 


The following notice was published on May 1 in the Trademark 
Section of the Official Gazette: 


On and after May 1, 1956 communications advising of a 
change of address of an original registrant, or a change of 
name or address of a domestic representative of a foreign 
registrant will not be acknowledged by the Patent Office, but 
the communication will be placed in the file and the change of 
address will be entered on the file jacket of the registration. 


Darune LEEps, 
Assistant Commissioner of Patents. 
Apr. 10, 1956. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Austria 
Jurisdiction in Trademark Matters 

The plaintiff, a French Company, brought suit in the Com- 
mercial Court of Vienna for cancellation of a number of marks 
registered in Austria by a nationalized Czech enterprise, on the 
ground that the registrant was not the rightful owner of the marks. 
Neither the plaintiff nor the defendant have a place of business in 
Austria. 

The Commercial Court granted a motion for dismissal of the 
action for want of jurisdiction on the ground that it had no juris- 
diction over either of the parties and that the res, i.e., the trade- 
marks in question, was located at the registrant’s domicile, the 
only asset created by the registrations consisting in the regis- 
trant’s exclusive right to the use of the marks. 

The Court of Appeals reversed, holding that the trademarks 
in question constituted an asset of the defendant and, in view of 
the country-wide application of trademark law, it was open to the 
plaintiff to bring its action in any Court having original jurisdic- 
tion over the type of action involved. 

The Supreme Court reversed the decision of the Court of 
Appeals and upheld the Commercial Court on the ground that, 
under Section 99 of the Judicial Code, when a Court is competent 
to hear the type of action involved but does not have jurisdiction 
over the parties, it is necessary for the res to have a definite situs 
within the territorial jurisdiction of the Court before the Court 
can hear the case. The Supreme Court held that before instituting 
the cancellation action the plaintiff should have applied to the 
Supreme Court for a determination of which local Court was 
competent to hear the action. Decision of February 2, 1955. 


France 
Variation of Mark Used from Mark as Registered 


The Plaintiff, a Swiss Company owning a valid international 
registration on MEDOMIN, brought action in France for the cancella- 
tion of a subsequent French registration on MEDHORINE, and for an 
injunction and damages. The infringer sought to defend on the 
basis that the Plaintiff had used its mark in France in the form 
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MEDOMINE, but the Civil Tribunal of Marseilles held that, under 
Article 5 C of the Paris Convention, the Plaintiff ‘was entitled to 
use its mark in a form differing by elements not altering the 
distinctive character of the mark as registered and that this was 
the case here, since the purpose of adding the final ‘‘e’’ to the 
mark as used in France was merely to insure that the mark would 
be pronounced in France in the same way as in the Plaintiff’s home 
country. The Court ordered cancellation of the defendant’s mark, 
issued an injunction and awarded damages. Decision of December 
14, 1954. 


Germany 
Confusing Similarity of Trademarks 
On November 19, 1954, Appeals Senate 2a of the German 
-atent Office decided that the trademarks PLANET and KOMET were 

confusingly similar, on the grounds that, while they were not 
phonetically confusingly similar as such, their suggestive asso- 
ciation, together with a certain closeness in sound, was enough to 
give rise to the possibility of confusion. 

On March 18, 1955, Appeals Senate 2a of the German Patent 
Office decided that the trademarks prncurin and Device and PELIKAN 
and Devise were not confusingly similar, because the devices were 
completely different and there was no phonetic or visual similarity 
between the words. 


Great Britain 
Descriptive Words 


An application was filed to register the trademark EARTH- 
MASTER in respect of ‘‘Mechanical shovels, loading shovels and 
dumpers’’. During prosecution the application was restricted to 
cover ‘‘ Mechanical shovels’’ only. The Registrar refused registra- 
tion in respect of such goods in both Part A and Part B. The 
Registrar stated: 


‘‘The mark is a combination of the words ‘earth’ and ‘master’ 
and the goods concerned ... are for use in earthworking 
operations. The word ‘master’, applied to persons or things, 
is readily understood to be capable of signifying that they 
have, or are able to exercise, control over other persons or 
things. It can also be used to denote in respect of persons 
or things that they are the chief of their kind and that they 
are remarkable for their excellence. These connotations of the 


99 
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word ‘master’ are borne out by the dictionaries (e.g. Web- 
ster’s and Murray’s New English Dictionaries), in which 
this word is variously defined as a noun meaning a person 
having control or authority over other persons or anything 
inanimate, but the noun may be applied figuratively to things; 
and an adjective, applied to both persons and things, meaning 
principal or controlling, chief, or remarkable for excellence; 
and as a verb meaning to become master of, or exercise con- 
trol over. Thus, to say of a machine that it is master of the 
element or material upon which it is designed to work would 
be to describe it as a machine which is fully capable of carrying 
out its function in dealing with that element or material. To 
refer to an earth-working implement or machine as an ‘earth 
masterer’ (the word ‘masterer’ is defined as ‘one who or that 
which masters’ in, for example, Webster’s Dictionary), even 
if it were though to be a somewhat extravagant use of lan- 
guage, would be clearly meant, and understood, to convey that 
the implement or machine in question is capable of mastering 
its task. This, in my view, is what the word EARTHMASTER would 
connote when used in relation to mechanical shovels designed 
as earth-working implements. In other words the mark, as I 
see it, consists of an expression which conveys most aptly and 
succinctly the meaning, in respect of the goods propounded, 
that they are implements which can be relied upon to master, 
that is to say, to be fully equal to, their job. Having formed 
this view, it seems to me that I must hold that the mark is one 
which, in the aforesaid sense, has direct reference to the char- 
acter or quality of the goods...’’. 

The Registrar stated that if the applicants had been able to 
furnish evidence of use of the mark in respect of mechanical shovels 
for a period of, say, two or three years the decision might have 
been different. Also, the Registrar pointed out that EARTHMASTER 
would be registerable in respect of ‘‘dumpers’’ since these would 
be goods that merely carry and dump materials such as sand, rock 
and the like and such vehicles would not be required to exhibit any 
kind of mastery over the materials which are simply loaded into 
them. 1956 R.P.C. 73. 


Switzerland 
Geographical Names — International Convention 


A British Company applied for registration in Switzerland 
of its trademark sBerNnex, which it had used in Great Britain since 
1925 on watches imported from Switzerland and which was duly 
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registered in Great Britain. The Swiss Patent Office refused regis- 
tration on the ground that the mark was the name of a village in 
Switzerland. 

The Federal Court, the highest court in Switzerland, held that, 
although Bernex was not an insignificant village and was located 
in a region famous for its watch industry, the Patent Office was 
wrong in refusing registration. The basis of the Court’s decision 
was Article 6 of the Paris Convention, as amended in London in 
1934, which provides for the registrability in Switzerland of trade- 
marks duly registered in other convention countries, so long as 
they are not completely non-distinctive or descriptive, taking into 
account all the circumstances of the case ‘‘and in particular the 
length of time that such a mark has been in use’’. The significance 
of the decision lies in the fact that it reaffirmed an earlier decision 
of the Swiss Federal Court, which had been under attack, holding 
that use in the applicant’s home country alone is sufficient to 
satisfy the requirements of Article 6. 

The Court also held that the mark was not deceptive, since 
it was actually applied to watches of Swiss origin and, while recog- 
nizing the possibility that watches might some day be manufac- 
tured in Bernex, added, somewhat incongruously in view of its 
earlier recognition that the village is located in a watch-making 
region, that this was not very likely to happen. Decision of June 
15, 1955. 
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BOOK NOTICE 


CUMULATIVE SUPPLEMENT to: THE Law or Unratr ComMPETITION 
AND Trape-Marks. By Rudolf Callmann. Chicago, Callaghan & 
Company, 1956. 

The 1956 Cumulative Supplement to the second edition of 
Rudolf Callmann’s five volume work ‘‘The Law of Unfair Com- 
petition and Trade-Marks’’ has just been published in five parts 
to be inserted in a pocket at the end of each volume. 

This supplement brings this book up-to-date with respect to 
ease law, legislation and publications in books and periodicals. 
Especially the new statutes enacted since publication of the second 
edition in 1950 are included as: the Fur Products Labeling Act, 
the Flammable Fabrics Act, the New York State Trademark Act, 
the Container Act and the Dilution Act as well as amendments 
to the legislation on Resale Price Maintenance, Mergers and Anti- 
trust. The text of the New Trademark Rules is included also in 
the supplement to volume 5. 


Dr. Ladas in his review on the first edition of Mr. Callmann’s 
book which was carried in The Trademark Reporter, vol. 35, page 
150 (1945) stated: ‘‘This is one of the most important works on 
Unfair Competition and Trade-Marks that has been published in 
this country.’’ 


The price for this Cumulative Supplement is $15.00. Those 
who purchased the entire set within the last six months will 
receive it free of charge.—ED. 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 


Better Business Bureau of New York City 
A Guide for Retail Advertising of textile Fabrics. New York, 1956. Pp. 19. 


Brown, W. T. and J. L. Jenemann, 


The Use of Color in transparent Packaging. (Modern Packaging, v. 29, no. 8, 
April 1956, pp. 95-98). 


Carnation Co. The Marketing Story of Carnation. (Printers’ Ink, April 27, 1956, 
pp. 27-64). 


Digest of Changes in New Trademark Rules. (Journal of the Patent Office Society, 
v. 38, no. 3, March 1956, pp. 180-206). 

Report prepared by the Trademark Committee of the Patent Law Association of 
Chicago. 


General Electric Co. How GE got better Package at less Cost. (Printers’ Ink, 
April 20, 1956, pp. 46, 50). 


Greece. Trademarks Law No. 3205. Amendment of and Supplement to the Pro- 
visions of Emergency Law No. 1998/1939 on Trademarks (effective May 11, 1955). 
(Patent and Trade Mark Review, v. 54, no. 7, April 1956, pp. 183-191). 


How to make your Package easy to use. (Printers’ Ink, April 13, 1956, pp. 30-32, 
36, 41, 43-44, 46). 
Ideas of eight top designers on Packaging Panel. 


Patent Office. 


Annual Index of Trademarks, 1955. Washington, D. C., 1956. 
For sale by the Superintendent of Documents, U. S. Gov’t. Printing Office, Wash- 
ington 25, D. C. Price per copy $2.50. 


Schenley Distillers Co. Clear Glass for Schenley. (Modern Packaging, v. 29, no. 8, 
April 1956, pp. 85, 221). 


Venezuela. Patent and Trademark Law, 1955. (Patent and Trade Mark Review, 
v. 54, nos. 5-6, February—March 1956, pp. 119-129, 154-166). 


* Copies of these articles are available in the Association’s library. 
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THE DOBECKMUN COMPANY v. 
BOSTON PACKAGING MACHINERY CO. 


No. 54-944-A — D.C. Mass. — December 2, 1955 










TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Plaintiff, manufacturer of narrow laminated cellophane tape, called tear tape, 
t 





adopted the mark zIP-TAPE which it registered. Defendant manufactures machines 
for packaging of loose materials, such as potato chips in cellophane bags called 
GOVATSOS ZIP-CORDER or ZIP-CORDER; each package incorporates a tear string known 
as the zip cord and for which any string may be used. Court held that while “zip” 
is a common word, trademark zip is highly suggestive but not descriptive and is a 
| valid mark as here used. 
{ REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OF GOODS 
: REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DILUTION 
: zIP-TAPE for laminated cellophane tear tape is not infringed by ZIP-cORDER for 
machines for packaging of loose materials in cellophane bags. Court holds that the 
word “zip” is too common a word for the plaintiff to be able to appropriate it to 
an unnecessary extent and cannot pre-empt the word altogether from other uses. 
The Court further holds that there is no actionable dilution since plaintiff’s adver- 
tising has been directed primarily to creating demand for tear tape rather than 
| ZIP-TAPE. 
| Broadest theory of common law dilution affords protection only against assimi- 
I 
} 
' 



















lation of some portion of plaintiff’s reputation but it does not apply here because 
plaintiff has little appropriable reputation and defendant uses different name. 

Where dilution is inherent in the nature of the mark, because of the suggestive 
meaning of a component word; its use in a different mark cannot be enjoined simply 
beeause it may increase plaintiff’s instability. 








| Action by The Dobeckmun Company v. Boston Packaging Machinery 
Co. for trademark infringement. Complaint dismissed. 
Albert L. Ely, Jr., of Cleveland, Ohio, and Charles S. Grover, of Boston, 
Massachusetts, for plaintiff. 
James C. Henes, of Boston, Massachusetts, for defendant. 


AvpricH, District Judge. : 

This is a suit for an injunction’ under the Lanham Act, 15 U.S.C. ; 
§ 1051 et seq., and Mass. Gen. Laws (Ter. Ed.) Ch. 110, § 7A. The plaintiff 
is an Ohio manufacturer of cellophane products, notably an opening tape 
hereinafter described. The tape is sold in interstate commerce in Massa- 
chusetts. The defendant is a local manufacturer of packaging machinery. 
Jurisdiction is asserted under 15 U.S.C. § 1121 and 28 U.S.C. §§ 1332 and 
1338. I find all jurisdictional requisites. 
















1. Plaintiff also asked damages, but failed to prove any. 
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Since 1937 the plaintiff has been manufacturing a narrow laminated 
cellophane tape, generically called tear tape. In 1940 it adopted the name 
zIP-TAPE, for which it obtained a registered trademark, No. 379,629. In its 
application the independent use of the word tape was disclaimed. The 
appearance of plaintiff’s product is familiar to most users of cigarettes as 
the red opening tape on the package. Plaintiff has no monopoly, and manu- 
factures something less than half of this product sold throughout the 
country. By adopting the name zip-TaPE it has sought to identify tape 
manufactured by it, but once it is removed from the labelled spool on which 
it is marketed, it is indistinguishable from that made by others. Plaintiff 
claims, however, and I find for the purposes of this decision, that its tape 
is peculiarly well manufactured and packaged, and that this is a matter of 
importance. 

The defendant manufactures a machine for packaging loose material, 
such as potato chips, in cellophane bags, called the GovATSOS ZIP-CORDER, 
but known as a ZIP-CoRDER. The machine incorporates in each package a 
piece of opening tear string, known as the zip-cord. Any commercial thread 
string can be used, and defendant does not concern itself with supplying it. 


A bag closed by defendant’s machine can be opened at the lips by the 
cord without injury to the bag. While tear tape is sometimes sold for use 
in packaging bags, it does not have this advantage. Plaintiff’s product is 
appropriate for bags that are discarded, or at least no longer fully used 
as a bag, as soon as opened; defendant’s for bags given further whole use. 
On the other hand, a tear cord is not at all practical on a rectangular solid 
such as a cigarette package. Packaging machinery adapted for tape cannot 
be used with cord, and defendant’s machine cannot use tape. 

I find there is no confusion, or likelihood of any confusion, in the minds 
of customers or prospective customers as to the source of either plaintiff’s 
tape or defendant’s machine. In particular I do not believe any one is likely 
to purchase defendant’s machine thinking it had the same origin as plain- 
tiff’s tape. There is no direct competition between plaintiff and defendant. 
To the extent that there is any competition it is between defendant and 
the manufacturers of packaging machines that use plaintiff’s tape, which 
would, of course, have an indirect effect on plaintiff. Even apart from the 
relatively small amount of business done by defendant I find this competi- 
tion negligible. And, as stated, it does not involve passing off. I do not find 
the defendant guilty of bad faith. 

The first question is whether plaintiff’s registered trademark is valid. 
Defendant says it is not because the term zip is generic and purely descrip- 
tive. While zip is a common word I do not find it has any definite isolated 
meaning. It is highly suggestive, but that is not enough. Q-Tips, Inc. v. 
Johnson & Johnson, 3 Cir., 206 F.2d 144, 98 USPQ 86 (44 TMR 39), 
cert. den. 346 U.S. 867, 99 USPQ 491; W. G. Reardon Laboratories v. 
B. & B. Exterminators, 4 Cir., 71 F.2d 515, 22 USPQ 22 (23 TMR 375) ; 
ef. Charles of the Ritz v. Elizabeth Arden Sales Corp., C.C.P.A., 161 F.2d 
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234, 73 USPQ 413 (37 TMR 457). (See also note 2, infra.) I hold the 
registered trademark valid. However, I hold it not infringed. The word 
zip is too common a word for the plaintiff to be able to appropriate it to 
an unnecessary extent. One can never be sure of the limits of judicial notice, 
but at least since the World War I Song, “Good Morning, Mr. Zip, Zip, Zip,” 
I think zip has been commonly known as connoting movement, speed and 
dash. The zipper; zippo, the snap-opening cigarette lighter; even zip, the 
depilatory are or were well-known examples of such application to mer- 
chandise. Others were mentioned in the testimony. A pertinent example 
of current use is a nationally advertised washing powder, TIDE which boasts 
a “ztp-opening” package. 

In the light of the facts hereinbefore found, and those hereafter found 
to the extent material, I hold that plaintiff cannot pre-empt the word zip 
altogether from other uses, and that apart from the possible question of 
dilution defendant’s use falls within permissible bounds. Benrose Fabrics 
Corp. v. Rosenstein, 7 Cir., 183 F.2d 355, 86 USPQ 237 (40 TMR 664) ; 
Brown & Bigelow v. Eugene Dietzgen Co., C.C.P.A., 203 F.2d 764, 97 USPQ 
353 (48 TMR 954); Perfection Co. v. Coe, D.C.D.C., 64 F.Supp. 942, 
68 USPQ 69 (36 TMR 20). 

The matter of dilution requires further findings. Although plaintiff 
has from time to time advertised in national magazines of general circula- 
tion, I find that so far as the general public is concerned plaintiff’s purpose 
was merely to create a demand for tear tape. The public at large has little, 
if any, knowledge of the name zip-TaPe. Plaintiff’s primary object in this 
advertising was to foster public demand for tear-tape-opening packages 
as such, thereby inducing extensions in their use, with resultant benefits 
to plaintiff as a supplier of 45-50% of the market.** Plaintiff also advertises 
in trade magazines. The persons among whom its name is known are the 
manufacturers and users of packaging machines. So far as the manufac- 
turers are concerned, except as a matter of friendly relations, plaintiff's 
trademark is of no particular significance. The manufacturers neither buy 
nor supply tape, and the tape attachments which they furnish for their 
machines are adapted for tear tape generally and not specifically for the 
plaintiff's. 

Nor is it clear how much importance the users of packaging machin- 
ery attach to plaintiff’s name. I am content to assume that plaintiff's 
trademark is known in the trade, but I find that it is principally known 
only by plaintiff’s customers,? who became and remain such by virtue of 

2. In addition to the three just designated, zip combinations which have been 
favorably passed on include the following: ZIP-KNICK, ZIP-MIDY, ZIP-OVER, (B. F. Goodrich 
Co. v. Kenilworth Mfg. Co., C.C.P.A., 40 F.2d 121, 124, 125, 5 USPQ 76, 79, 80, 20 TMR 
256) and zIp-SHAVE, (Jean Jordeau, Inc. v. Pal Blade Co., S.D.N.Y., 92 F.Supp. 167, 86 


USPQ 150, 40 TMR 545). But ef. z1p-on (B.F. Goodrich Co. v. Hockmeyer, C.C.P.A., 
40 F.2d 99, 5 USPQ 30, 20 TMR 205). 

2a. If this was not the object, for reasons expressed in Esquire, Inc. v. Esquire 
Slipper Mfg. Co., D.C.D. Mass., 139 F. Supp. N.10 (46 TMR 577), I believe it was the 
natural effect. 

3. R. 55. See, also, correspondence indicating that even after 14 years one of the 
largest national packaging trade papers apparently did not know of it. 
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their knowledge of plaintiff’s reputation and not as a result of the mark. 
I believe even they have no great interest in the mark, but use it as a 
simple convenience, or out of courtesy to the plaintiff, and that the mark 
does little to attract their business, or hold it. However, I do find that 
plaintiff’s trademark has some value. 

Plaintiff claims that the defendant is diluting its property rights. I do 
not find here the possibility of confusion which is normally required under 
the Lanham and the 1905 Acts. It is not clear how far the Massachusetts 
statute. goes beyond this. Cf. 265 Tremont Street, Inc. v. Hamilburg, 321 
Mass. 353, 357, 74 USPQ 73, 75 (37 TMR 583). Even the broadest common 
law protection, in the absence of confusion, is only against the assimilation 
of some portion of plaintiff’s reputation. Cf. Yale Electric Corp. v. Robert- 
son, 2 Cir., 26 F.2d 972 (18 TMR 321); Bulova Watch Co. v. Stolzberg, 
D.C. D.Mass., 69 F.Supp. 543, 72 USPQ 72 (37 TMR 41). Here, partly 
because plaintiff’s mark has little appropriable reputation, but also be- 
cause of defendant’s different name, and other factors, I find that no 
reputation was transferred. 

Plaintiff’s claim of dilution is based upon other grounds. I find in this 
regard that the sale of zip-corDERS, with the consequent application of the 
word zip-cord to the tear string, may tend to lead to the application of the 
word zip to all tear tape, and hence, to some extent, in this manner threatens 
injury to the individuality of plaintiff’s trademark.* It does not follow 
that defendant’s conduct is actionable. I might not be averse to extending 
protection against this sort of dilution in the case of a fanciful or “strong” 
mark whose character was solely or primarily due to the owner’s endeavors.*® 
However, it is another thing to extend it to a mark which is hyper- 
suggestive and by its own nature highly fragile, if not autophagous. In this 
connection I think it significant that the largest national manufacturer of 
packaging machinery advertises its machines as applying “tear tape” in 
such manner as to give the “product a wrap that zips open neatly.” The 
plaintiff introduced this exhibit, and gave no indication that it had com- 
plained of this language. Nor do I believe it could. 

Where dilution of the sort here objected to is inherent in the nature 
of the mark because of the suggestive meaning of a component word, I will 
not hold that a non-confusing and otherwise proper use of that word in a 
different mark can be enjoined simply because it may increase plaintiff’s 
instability. Cf. Pro-Phy-Lac-Tic Brush Co. v. Jordan Marsh Co., 1 Cir., 
165 F.2d 549, 76, USPQ 146 (38 TMR 177). If a party chooses an unstable 
mark, he must accept the consequences. 

This ruling makes it unnecessary to consider whether the Massachusetts 
statute applies, or could lawfully apply, to a federally registered trademark 
a Wek iy? ASN le alee hl TET ae) SES SETS A OIE 


4. Defendant itself, before the receipt of complaint from the plaintiff, has referred 
publicly to tear tape generally as zip-tape. I would enjoin such conduct if I thought 


there were likelihood of its repetition. : =" if 
5. Cf. Arrow Distilleries v. Globe Brewing Co., 4 Cir., 117 F.2d 347, 48 USPQ 157 


(31 TMR 51); Bulova Watch Co. v. Stolzberg, supra. 
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234, 73 USPQ 413 (37 TMR 457). (See also note 2, infra.) I hold the 
registered trademark valid. However, I hold it not infringed. The word 
zip is too common a word for the plaintiff to be able to appropriate it to 
an unnecessary extent. One can never be sure of the limits of judicial notice, 
but at least since the World War I Song, “Good Morning, Mr. Zip, Zip, Zip,” 
I think zip has been commonly known as connoting movement, speed and 
dash. The zipper; zippo, the snap-opening cigarette lighter; even zip, the 
depilatory are or were well-known examples of such application to mer- 
chandise. Others were mentioned in the testimony. A pertinent example 
of current use is a nationally advertised washing powder, TIDE which boasts 
a “zip-opening” package. 

In the light of the facts hereinbefore found, and those hereafter found 
to the extent material, I hold that plaintiff cannot pre-empt the word zip 
altogether from other uses, and that apart from the possible question of 
dilution defendant’s use falls within permissible bounds. Benrose Fabrics 
Corp. v. Rosenstein, 7 Cir., 183 F.2d 355, 86 USPQ 237 (40 TMR 664) ; 
Brown & Bigelow v. Eugene Dietzgen Co., C.C.P.A., 203 F.2d 764, 97 USPQ 
353 (438 TMR 954); Perfection Co. v. Coe, D.C.D.C., 64 F.Supp. 942, 
68 USPQ 69 (36 TMR 20). 

The matter of dilution requires further findings. Although plaintiff 
has from time to time advertised in national magazines of general circula- 
tion, I find that so far as the general public is concerned plaintiff’s purpose 
was merely to create a demand for tear tape. The public at large has little, 
if any, knowledge of the name zip-Tape. Plaintiff’s primary object in this 
advertising was to foster public demand for tear-tape-opening packages 
as such, thereby inducing extensions in their use, with resultant benefits 
to plaintiff as a supplier of 45-50% of the market.** Plaintiff also advertises 
in trade magazines. The persons among whom its name is known are the 
manufacturers and users of packaging machines. So far as the manufac- 
turers are concerned, except as a matter of friendly relations, plaintiff's 
trademark is of no particular significance. The manufacturers neither buy 
nor supply tape, and the tape attachments which they furnish for their 
machines are adapted for tear tape generally and not specifically for the 
plaintiff's. 

Nor is it clear how much importance the users of packaging machin- 
ery attach to plaintiff’s name. I am content to assume that plaintiff's 
trademark is known in the trade, but I find that it is principally known 
only by plaintiff’s customers,’ who became and remain such by virtue of 





2. In addition to the three just designated, zip combinations which have been 
favorably passed on include the following: ZIP-KNICK, ZIP-MIDY, ZIP-OVER, (B. F. Goodrich 
Co. v. Kenilworth Mfg. Co., C.C.P.A., 40 F.2d 121, 124, 125, 5 USPQ 76, 79, 80, 20 TMR 
256) and zIP-SHAVE, (Jean Jordeau, Inc. v. Pal Blade Co., S.D.N.Y., 92 F.Supp. 167, 86 
USPQ 150, 40 TMR 545). But ef. zip-on (B.F. Goodrich Co. v. Hockmeyer, C.C.P.A., 
40 F.2d 99, 5 USPQ 30, 20 TMR 205). 

2a. If this was not the object, for reasons expressed in Esquire, Inc. v. Esquire 
Slipper Mfg. Co., D.C.D. Mass., 139 F. Supp. N.10 (46 TMR 577), I believe it was the 
natural effect. 

3. R. 55. See, also, correspondence indicating that even after 14 years one of the 


largest national packaging trade papers apparently did not know of it. 
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their knowledge of plaintiff’s reputation and not as a result of the mark. 
I believe even they have no great interest in the mark, but use it as a 
simple convenience, or out of courtesy to the plaintiff, and that the mark 
does little to attract their business, or hold it. However, I do find that 
plaintiff’s trademark has some value. 

Plaintiff claims that the defendant is diluting its property rights. I do 
not find here the possibility of confusion which is normally required under 
the Lanham and the 1905 Acts. It is not clear how far the Massachusetts 
Statute goes beyond this. Cf. 265 Tremont Street, Inc. v. Hamilburg, 321 
Mass. 353, 357, 74 USPQ 73, 75 (37 TMR 583). Even the broadest common 
law protection, in the absence of confusion, is only against the assimilation 
of some portion of plaintiff’s reputation. Cf. Yale Electric Corp. v. Robert- 
son, 2 Cir., 26 F.2d 972 (18 TMR 321); Bulova Watch Co. v. Stolzberg, 
D.C. D.Mass., 69 F.Supp. 548, 72 USPQ 72 (37 TMR 41). Here, partly 
because plaintiff’s mark has little appropriable reputation, but also be- 
cause of defendant’s different name, and other factors, I find that no 
reputation was transferred. 

Plaintiff’s claim of dilution is based upon other grounds. I find in this 
regard that the sale of zip-corDERS, with the consequent application of the 
word zip-cord to the tear string, may tend to lead to the application of the 
word zip to all tear tape, and hence, to some extent, in this manner threatens 
injury to the individuality of plaintiff’s trademark.* It does not follow 
that defendant’s conduct is actionable. I might not be averse to extending 
protection against this sort of dilution in the ease of a fanciful or “strong” 
mark whose character was solely or primarily due to the owner’s endeavors.*® 
However, it is another thing to extend it to a mark which is hyper- 
suggestive and by its own nature highly fragile, if not autophagous. In this 
connection I think it significant that the largest national manufacturer of 
packaging machinery advertises its machines as applying “tear tape” in 
such manner as to give the “product a wrap that zips open neatly.” The 
plaintiff introduced this exhibit, and gave no indication that it had com- 
plained of this language. Nor do I believe it could. 

Where dilution of the sort here objected to is inherent in the nature 
of the mark because of the suggestive meaning of a component word, I will 
not hold that a non-confusing and otherwise proper use of that word in a 
different mark can be enjoined simply because it may increase plaintiff's 
instability. Cf. Pro-Phy-Lac-Tic Brush Co. v. Jordan Marsh Co., 1 Cir., 
165 F.2d 549, 76, USPQ 146 (38 TMR 177). If a party chooses an unstable 
mark, he must accept the consequences. 

This ruling makes it unnecessary to consider whether the Massachusetts 
statute applies, or could lawfully apply, to a federally registered trademark 


4. Defendant itself, before the receipt of complaint from the plaintiff, has referred 
publicly to tear tape generally as zip-tape. I would enjoin such conduct if I thought 


there were likelihood of its repetition. , 
5. Cf. Arrow Distilleries v. Globe Brewing Co., 4 Cir., 117 F.2d 347, 48 USPQ 157 


(31 TMR 51); Bulova Watch Co. v. Stolzberg, supra. 





542 THE TRADEMARK REPORTER Vol. 46 T. M. R. 


itself, or applies only to common law rights, and if, as I assume, only to 
the latter,®° whether plaintiff has proved any established or secondary mean- 
ing within the Commonwealth.’ If it has I would still find and rule that 
there has been no actionable dilution. 

The complaint will be dismissed, with costs. 


CHUN KING SALES, INC. v. ORIENTAL FOODS, INC. 
No. 17882-Y — D.C., S.D. Calif., C.D. — Decided December 13, 1955 


PATENTS—ANTICIPATION—IN GENERAL 

Plaintiff sues for patents infringement and unfair competition claiming that 
its method for securing cans together in end-to-end relationship have been infringed 
by defendant and that the dress of defendant’s containers unfairly simulate those 
of plaintiff in color and design. Defendant claims that plaintiff’s methods have 
been anticipated; but there can be no anticipation unless all the elements of the 
invention are found in a prior invention where they achieve the result in sub- 
stantially the same manner and the burden of establishing such anticipation rests 
upon him who asserts it. The evidence shows that the patent was valid and 
infringed. 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESs oF GOODS 

The ultimate test of unfair competition is the question of whether or not 
there is a confusing similarity between the marks. That a few particularly undis- 
criminating prospective purchasers might be misled is not enough. Similarity of 
color and illustrations on the labels are claimed in this case, but one may not 
acquire a monopoly in a color unless combined with a design or symbol in such a 
manner as to become distinctive of the product. Here the use by defendant of the 
color, words and silhouettes preceded plaintiff’s use. While a side-by-side com- 
parison is not conclusive, it is helpful in determining likelihood of confusion. 
Such an examination shows there is no imitation of the lettering, the form, script 
or symbols used by the plaintiff. The plaintiff has not acquired a secondary mean- 
ing in the method of packaging and therefore defendant is not competing unfairly 
with plaintiff. 


Action by Chun King Sales, Inc., and Jeno F. Paulucci v. Oriental 
Foods, Inc., for patent infringement and unfair competition. Judgment 
for plaintiffs as to patent infringement; judgment for defendant as to 
unfair competition. 

Williamson, Schroeder, Adams & Meyers and Everett J. Schroeder, of 

Minneapolis, Minnesota, and Lyon & Lyon, Lewis E. Lyon, and 

R. Douglas Lyon, of Los Angeles, California, for plaintiffs. 

Harris, Kiech, Foster & Harris and Ford Harris, Jr., of Los Angeles, 

California, for defendant. 

YANKWICH, Chief Judge. 

The plaintiff by this action seeks injunction and damages for patent 

infringement and unfair competition. 28 U.S.C. §1338(a) and (b). The 


6. Cf. Dwinell-Wright Co. v. National Fruit Products Co., 1 Cir., 140 F.2d 618, 


60 USPQ 304 (34 TMR 128). 
7. Cf. Food Fair Stores v. Food Fair, 1 Cir., 177 F.2d 177, 83 USPQ 14 (39 


TMR 894). 
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patent involved is No. 2,679,281, issued on May 25, 1954, to Jeno Francis 
Paulueci. The defendant denies infringement, challenges the validity of 
the patent, and, in a counterclaim, asks for a declaration of invalidity. 
While the original pleadings as to the cause of action for infringement 
related to all three claims of the patent in suit, the plaintiff, at the trial, 
restricted itself to a charge of infringement of Claim 1 only. 


I. VALIDITY AND INFRINGEMENT 


The object of the patent in suit is to join cans so that canned foods 
might be sold together and is on “a method and means for securing cans 
together in end-to-end relationship.’’ Claim 1 describes it: 

‘‘1. The method of securing two cans together, said cans having 
beaded ends protruding beyond their side walls, comprising (1) alining 
said cans in end-to-end relationship with adjacent end beads of said 
cans abutting each other, (2) stretching a portion of a slightly resilient 
sticky tape and applying said portion of said tape over portions of the 
abutting beads and adjacent side walls of said cans while said tape 
is in a stretched condition to secure said cans together, (3) pulling on 
the portion of said tape not secured to said can in a direction sub- 
stantially tangential to the periphery of the cans to place same in a 
stretched condition to cause said tape to be applied and adhere to 
the remainder of the periphery of said beads and adjacent side walls 
of said cans.’’ [For convenience of reference, we have numbered the 
three elements of the claim.| 
While the scope of the claim is narrow, it represents invention over 

the prior art. 35 U.S.C. §103; Pointer v. Siz-Wheel Corp., 177 F.2d 153, 
160-161, 83 USPQ 43, 49-50; Pacific Contact Laboratories v. Solex Labora- 
tories, 209 F.2d 529, 532-533, 100 USPQ 12, 14; Jeoffroy Mfg. Co. v. 
Graham, 206 F.2d 772, 776-778, 98 USPQ 424, 427-429; Stearns v. Tinker & 
Rasor, 220 F.2d 49, 57-58, 104 USPQ 234, 240. There is no merit to the 
contention that it is anticipated in the prior art. 35 U.S.C. §102. Ad- 
mittedly, the two best references (T. H. Nifong, 2120504, June 14, 1938, 
and Arnold E. Johnson, 2652166, September 15, 1953) do not contain the 
element which we have marked (2). There is no method in either for apply- 
ing tension to or stretching the tape either before or after application in 
order to cause it to pass around an irregular contour so as to secure, in effect, 
a welding as set forth in the patent in suit. There is, therefore, absent an 
important element of the method and the desirable result which its com- 
bination with the other elements achieves. 

And there can be no anticipation unless all the elements of the invention 
or their equivalents are found in a prior invention where they achieve the 
result in substantially the same manner. Bianchi v. Barili, 168 F.2d 793, 
795-796, 78 USPQ 5, 6; Allied Wheel Products v. Rude, 206 F.2d 752, 
755-756, 97 USPQ 510, 513. 

The burden of establishing anticipation rests heavily on him who 
charges it. Radio Corp. of America v. Radio Engineering Laboratories, 293 
U.S. 1, 7-9, 21 USPQ 353, 355-356; Marconi Wireless Co. of America v. 
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United States, 320 U.S. 1, 34-35, 57 USPQ 471, 486; Paraffine Companies 
v. McEverlast, Inc., 84 F.2d 335, 339, 30 USPQ 106, 109; Insul-Wool Insula- 
tion Corp. v. Home Insulation, 176 F.2d 502, 504-505, 82 USPQ 149, 150. 

There is evidence in the record that the Minnesota Mining & Manufac- 
turing Company made several attempts to construct a machine for the 
plaintiff for the purpose of achieving the result finally attained by this 
invention. They were interested in selling to the plaintiff their patented 
tape. Their employees were allowed on the premises of the plaintiff to see, 
and participated in, the experiments being carried on. Whether they were 
pledged to secrecy is not material. They knew that experiments were being 
carried on and the plaintiff had the right to rely on the decencies of ethical 
conduct which forbid a concern dealing with another to disclose to others 
experimental demonstrations and uses carried on in order to enable the two 
parties to deal in the future on more favorable terms. 

I am quite certain that the Minnesota Mining & Manufacturing Com- 
pany did not act with deception. And there is direct testimony in the 
record that their representatives, who saw certain experiments anticipatory 
of the invention, understood that these were private experimental attempts 
to achieve certain results and did not amount to public disclosure or use of 
the method that was later patented. It would be a sad commentary on the 
ethics of business, indeed, if, on the basis of the facts disclosed here, an 
infringer could benefit by what would be a breach of trust. But ethics aside, 
legally the efforts were purely experimental, did not amount to public use, 
and were not anticipatory. Electric Storage Battery Co. v. Shimadzu, 307 
U.S. 5, 20, 41 USPQ 155, 161; Merrill v. Builders Ornamental Iron Co., 
197 F.2d 16, 18-19, 93 USPQ 276, 278; Pacific Contact Laboratories v. Solex 
Laboratories, 209 F.2d 529, 534, 100 USPQ 12, 15. More, the experiments 
were not successful as the models constructed with the aid of Minnesota 
Mining & Manufacturing Company proved unworkable. Only after their 
abandonment was the present novel and successful invention devised. 

‘‘* * * And a prior unsuccessful experiment does not constitute 
invention and cannot therefore be an anticipation.’’ Pacific Contact 
Laboratories v. Solex Laboratories, supra, 209 F.2d at page 532, 100 
USPQ at 14. 

So the claim of invalidity by reason of prior public disclosure or use 
in 1950 or 1951 made in the counterclaim must fail. 

The method used by the defendant infringes Claim 1, for it uses, 
without deviation, the four steps described in the Claim, as was clearly 
demonstrated when the machine was operated at the trial. While thus 
satisfied that there has been deliberate infringement of the plaintiff’s 
patented method, I am of the view that the plaintiff is not entitled to recover 
on the claim or cause of action for unfair competition. 28 U.S.C. §1338(b). 


II. Tests ror DETERMINING UNFAIR PRACTICES 


Unfair competition or unfair practices are condemned because they 
lead to confusion of sources or sponsorship of goods. Restatement, Torts, 
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§728. The test for determining the existence or non-existence of confusing 
similarity has been stated in this manner: 
‘‘The ultimate test of whether or not there is a confusing similarity 
between a designation and a trademark or trade name which it is 
alleged to infringe is in the effect in the market in which they are 
used. In some cases the probable effect can be determined by a mere 
comparison of the designation with the trademark or trade name. In 
other cases extrinsic evidence may be necessary. In any event, the 
issue is whether an appreciable number of prospective purchasers of the 
goods or services in connection with which the designation and the 
trademark or trade name are used are likely to regard them as indi- 
cating the same source. That a few particularly undiscerning prospec- 
tive purchasers might be so misled is not enough. On the other hand, 
it is enough that an appreciable number of purchasers are likely to be 
so misled, even though by exercising greater discernment they could 
avoid the error.’’ Restatement, Torts, §728. | Emphasis added. | 
In most cases of this character, instances of actual confusion by pur- 
chasers are offered and received in evidence. Surveys and polls conducted 
by individuals or research organizations are also used. Laskowitz v. Marie 
Designer, Inc., 119 F.Supp. 541, 550, 100 USPQ 367, 372 (44 TMR 661) ; 
Note, Public Opinion Surveys as Evidence, 1953, 66 Harv.L. Rev., p. 498. 

There is no such evidence in this case. We are, therefore, to determine 
whether—to paraphrase the language of the Restatement—an appreciable 
number of prospective purchasers of the goods are likely to regard them as 
coming from the same source. So doing, we disregard what the Restate- 
ment calls ‘‘the undiscriminating prospective purchaser’’, and are guided 
by the effect upon the person who looks for brand names. Restatement, 
Torts, §717, Comment (b) ; §727. 

The test by which is determined the likelihood that confusion might 
be engendered in a purchaser’s mind is given in the Restatement in this 
manner : 


‘‘* * * Under the rule stated in this Section, the likelihood that 
prospective purchasers will regard the use of the designation in the 
manner stated must be substantial. That there is a very remote posst- 
bility that prospective purchasers generally will so regard the use is 
not enough. Nor is tt enough that there is strong likelihood that one 
or two prospective purchasers will be so misled. On the other hand, 
the rule, does not require a probability of general confusion among 
most of the prospective purchasers. Compare §728, Comment (a).”’ 
Restatement, Torts, §727. [Emphasis added. ] 


See, Restatement, Torts, §730, Comment (b). 

These criteria have the approval of California courts. Scudder Food 
Products v. Ginsberg, 21 Cal.2d 596, 56 USPQ 542 (33 TMR 243); 
Weatherford v. Eytchison, 90 Cal.App.2d 379, 81 USPQ 74 (39 TMR 339) ; 
Schwartz v. Slenderella Systems of Cal., 43 Cal.2d 107, 102 USPQ 177 (44 
TMR 1170) ; Sunlite Bakery v. Homekraft Baking Co., 119 Cal.App.2d 148, 
150. And in their application, similarity and not complete identity is the 
determinant factor. Jackman v. Mau, 78 Cal.App.2d 234, 73 USPQ 13 (37 
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TMR 153) ; American Distilling Co. v. Bellows & Co., Inc., 102 Cal.App.2d 
8, 88 USPQ 254; Palmer v. Gulf Pub. Co., 79 F.Supp. 731, 78 USPQ 349 
(38 TMR 1101) ; Lane Bryant, Inc. v. Maternity Lane, Ltd., 173 F.2d 559, 
564, 81 USPQ 1, 5, (39 TMR 299); and see, Comment: Trade Name, 
Infringement as Unfair Competition, 40 Cal.L.Rev. 571; Note, Trade-marks, 
Unfair Competition and the Courts, 66 Harv.L.Rev. 1094. 

If a secondary meaning is established, any copying may be unfair 
competition. However, 

‘To establish secondary meaning, the article itself must be so 
clearly identified with its source that its supply from any other source 
is clearly calculated to deceive the public and lead it to purchase the 
goods of one for that of another. Sinko v. Snow-Craggs Corp., 105 F.2d 
450, 42 USPQ 298 (29 TMR 524). To acquire a secondary meaning in 
the minds of the buying public, an article of merchandise when shown 
to a prospective customer must prompt the affirmation, ‘That is the 
article I want because I know its source,’ and not the negative inquiry 
as to, ‘Who makes that article?’ In other words, the article must pro- 
claim its identification with its source, and not simply stimulate 
inquiry about it.’’ Zangerle & Peterson Co. v. Venice Furniture 
Novelty Mfg. Co., 133 F.2d 266, 270, 56 USPQ 351, 353. [Emphasis 
added. | 


III. No Conrusine SIMILARITY 


In the case before us, similarity is claimed in the use of colors and 
illustrations in combination on labels for cans and cartons. The primary 
colors of the spectrum are seven in number. A person cannot acquire a 
right to use colors singly or in combination. The law will not give protection 
unless colors are combined with design or symbols in such a manner as to 
become a distinctive means of identifying one’s product. Otherwise put, 
only colorable imitation of a distinct form which amounts to a fraudulent 
appropriation of another person’s original design will be protected. See, 
Modesto Creamery v. Stanislaus Creamery Co., 168 Cal. 289; Southern 
California Fish Co. v. White Star Canning Co., 45 Cal.App. 426, 431—432 ; 
Eastern-Columbia, Inc. v. Waldman, 1947, 30 Cal.2d 268, 74 USPQ 114 
(37 TMR 586) ; Smith, Kline & French Laboratories v. Clark & Clark, 157 
F.2d 725, 729—730, 70 USPQ 382, 386; American Chicle Co. v. Topps Chew- 
ing Gum, 208 F.2d 560, 99 USPQ 362 (43 TMR 1060); American Chicle 
Co. v. Topps Chewing Gum, 210 F.2d 680, 101 USPQ 133 (44 TMR 1078) ; 
Smith, Kline & French Laboratories v. Heart Pharmaceutical Corporation, 
90 F.Supp. 976, 85 USPQ 421 (40 TMR 547); Esso Standard Oil Co. v. 
Bazerman, 99 F.Supp. 983, 90 USPQ 52 (41 TMR 839); H. Moffat Co. v. 
Koftinow, 104 Cal.App.2d 560, 564-565; MacSweeney Enterprises, Inc. v. 
Tarantino, 106 Cal.App.2d 504, 91 USPQ 73 (41 TMR 1084); Haeger 
Potteries v. Gilmer Potteries, 123 F.Supp. 261, 102 USPQ 106. 

The evidence in the record shows that the use by the defendants of 
colors and silhouettes or—as one witness called them—‘‘ vignettes’’, on cans 
containing Chinese foods preceded by many years their use by the plaintiff. 
Indeed, the defendants were in the field of selling canned oriental foods 
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long before the plaintiffs. Both California and federal law protect the first 
user: 15 U.S.C. §1052(d), (e) (1), (f); California Bus. & Prof. Code, §§ 
14270, 14400. But, in order to be guilty of unfair practice, the late-comer 
must imitate size, shape, style and color arrangement so as to produce a 
colorable imitation of the representation of his rival’s product. American 
Distilling Co. v. Bellows & Co., 102 Cal.App.2d 8, 88 USPQ 254; Scudder 
Food Products v. Ginsberg, 21 Cal.2d 596, 56 USPQ 542 (33 TMR 2483) ; 
Albert Dickinson Co. v. Mellos Peanut Co., 179 F.2d 265, 269-270, 84 USPQ 
172, 175-176 (40 TMR 107). Side by side comparison is not conclusive. 
But, in determining likelihood to create confusion, the cases just cited teach 
that the tout ensemble of the article as it appears to the average buyer is 
to be considered. Doing this, it is quite apparent that there is no confusing 
similarity here. In both instances, there is a combination of colors, vignettes, 
pictures of dishes and words. But there is no imitation or simulation of the 
lettering, the form, and script, scrolls or any of the symbols used by the 
plaintiffs. The designation and pictorial representation of the foods and 
of the elements composing them are the same because the names such as 
chow mein, chop suey and the like, have been long known by these names, 
and have been made in certain combinations in Chinese cookery from time 
immemorial. And there can be no exclusive appropriation of an accepted 
method of designating the character, kind and composition of a product. 
Italian Swiss Colony v. Italian Vineyard Co., 158 Cal. 252, 257; Scudder 
Food Products v. Ginsberg, 21 Cal.2d 596, 56 USPQ 542, (33 TMR 243). 

An examination of the tout ensemble of the labels on cans that have 
been pointed to as the most likely to cause confusion (Exhibits 3 and 3A— 
cans containing “chop suey”) show such deviation in pattern, description 
and arrangement that it is unlikely that a person looking for the cHUN KING 
brand would pick up the can distinctly marked JAN-U-WINE which is the 
defendant’s brand. There is no attempt to imitate the script. Even the 
height of the cans is not the same. Indeed, while the two colors are yellow 
and red, the shades are different. A casual buyer who did not buy by the 
brand might pick up one can for the other. But in that case, he is not the 
plaintiff’s prospective customer. On the contrary, he is in the market for 
Chinese food and his selection of one against the other does not involve the 
type of choice as to which the law is anxious to avoid confusing deception. 
As stated by the Court in Mishawaka Rubber & Woolen Mfg. Co. v. 8. 8. 
Kresge Co., 316 U.S. 203, 205, 53 USPQ 323, 325 (32 TMR 254) : 


“Tf it is true that we live by symbols, it is no less true that we 
purchase goods by them. A trademark is a merchandising short-cut 
which induces a purchaser to select what he wants, or what he has been 
led to believe he wants. The owner of a mark exploits this human pro- 
pensity by making every effort to impregnate the atmosphere of the 
market with the drawing power of a congenial symbol. Whatever the 
means employed, the aim is the same—to convey through the mark, in 
the minds of potential customers, the desirability of the commodity 
upon which it appears. Once this is attained, the trademark owner has 
something of value. If another poaches upon the commercial mag- 
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netism of the symbol he has created, the owner can obtain legal redress.” 

| Emphasis added. } 

A trade symbol must be attached to a product. And unless the product 
has become identified with the symbol, the law does not protect against 
competitors who sell the identical product. Where, as here, there is no 
evidence of actual confusion, the Court, in determining the likelihood of 
confusion, must attempt to “approximate the position of an ordinary pur- 
chaser.” Rudolf Callmann, The Law of Unfair Competition and Trade- 
marks. 2 Ed., Vol. 3, § 81.1, p. 1376. Of necessity, such approximation 
involves factors often unprecise, and, at times, imponderable. As stated by 
the Court of Appeals for the Seventh Circuit in Colburn v. Puritan Mills, 
Inc., 108 F.2d 377, 378, 48 USPQ 482, 483-484, (830 TMR 57): 

“The ascertainment of probability of confusion because of simi- 
larity of trade names presents a problem not solvable by a precise rule 
or measure. Rather is it a matter of varying human reactions to situa- 
tions incapable of exact appraisement. * * * Is the similarity of name 
or dress such as to delude the public or will the prospective buyer 
readily differentiate between the two names? We can only contemplate, 
speculate, and weigh the probabilities of deception arising from the 
similarities, and conclude as our, and the District Judge’s reactions 
persuade us.” |Emphasis added. | 

And see, Albert Dickinson Co. v. Mellos Peanut Co., 179 F.2d 265, 269-270, 
84 USPQ 172, 175-176, (40 TMR 107). 

The sale of Chinese foods in combination cans was not an innovation 
of the plaintiff. The plaintiffs are entitled to the benefit of such custom as 
they have developed, even as a newcomer. But they are not entitled to a 
monopoly of the field. Nor are they entitled to be free from competition 
in the choice of what the Supreme Court has called “congenial symbols”, 
Mishawaka Rubber & Woolen Mfg. Co. v. 8. 8S. Kresge Co., supra, whether 
they relate to color, lettering, illustrations or other embellishments aiming 
to attract the potential customers unless one of two conditions is fulfilled— 
(1) that there is an actual showing of confusion of source. Sunbeam Cor- 
poration v. Sunbeam Lighting Co., 83 F.Supp.429, 81 USPQ 459; Sunbeam 
Lighting Co. v. Sunbeam Corp., 183 F.2d 969, 86 USPQ 240 (40 TMR 669) ; 
Sunbeam Corporation v. Sunbeam Furniture Corp., 88 F.Supp. 852, 85 
USPQ 58 (40 TMR 308) ; Sunbeam Furniture Corp. v. Sunbeam Corpora- 
tion, 191 F.2d 141, 90 USPQ 43 (41 TMR 818); Silvers v. Russell, 113 
F.Supp. 119, 98 USPQ 376 (44 TMR 144) ; or (2) that there is likelihood of 
such confusion. Palmer v. Gulf Pub. Co., 79 F.Supp. 731, 78 USPQ 349, 
(38 TMR 1101). 

In what precedes we have already shown why the label relating to “beef 
chop suey” which presents the most numerous elements of similarity, does 
not, in the light of declared principles, infringe upon any of the rights of 
the plaintiffs. Nor, in our view, do the other labels or symbols on cans and 
cartons which have been pointed to in the evidence as showing confusing 
similarity, satisfy the legal norms of unfair practices. The language which 
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the California District Court of Appeals used in a similar case in which 
a trial court actually granted injunctive relief against a color and figure 
combination used by fish canner could well sum up the reasons for denying 
relief in this case: 


“Nor is plaintiff’s case helped by the fact that dark blue, the color 
of the background, is the predominant color in both labels, though it is 
apparent that the gravamen of plaintiff’s charge lies in an alleged 
imitative color scheme. It is the one specific feature emphasized by 
the plaintiff throughout its case. It is true that sometimes a color, 
taken in connection with other characteristics, may serve to distinguish 
one’s goods, and thus be protected by the courts. Fairbanks Co. v. Bell 
Mfg. Co., 77 F. 869—a case where, however, there was proof of specific 
instances of deception. But as a rule a color cannot be monopolized to 
distinguish a product. There are not more than seven primary colors, 
and if one of these may be appropriated as a distinguishing charac- 
teristic of a label, it would not take long to appropriate the rest. Thus, 
by appropriating the colors, the packing of tuna could be monopolized 
by a few vigilant concerns. To allow colors to be appropriated as dis- 
tinguishing characteristics would foster monopoly by foreclosing the 
use by others of any tasty dress; and where the difference between 
plaintiff’s and defendant’s labels are so marked in other respects that, 
in the absence of identity of color, there can be no possibility of con- 
fusion, a charge of unfair competition falls to the ground.” Southern 
California Fish Co. v. White Star Canning Co., 45 Cal.App. 426, 431. 
[Emphasis added. ] 

Our own Court of Appeals has stated that there could be no recovery 
for unfair competition unless 

“* * * the name or appearance of the injured product has ac- 
quired either a technical trademark or a secondary meaning.” J[oss- 
Whitney Corp. v. Smith, Kline & French Laboratories, 207 F.2d 190, 
196, 99 USPQ 1, 6, (44 TMR 274). 

See, Pacific Contact Laboratories, Inc. v. Solex Laboratories, Inc. 209 ¥'.2d 
529, 534, 100 USPQ 12, 15. 

The conditions which would give rise to a secondary meaning for the 
plaintiff’s labels do not exist in this case. For the plaintiff’s method of 
packaging or labelling has not become identified in the eyes of purchasers 
of Chinese foods with the plaintiff’s product. See Zangerle & Peterson Co. 
v. Venice Furniture Novelty Mfg. Co., 133 F.2d 266, 270, 56 USPQ 351, 353. 
These considerations gain added strength when it is borne in mind that, 
as already appears, the defendant preceded the plaintiff in the field and that 
the use by it of distinctive identifying symbols singly and in combination 
preceded use by the plaintiff. To this situation the language of Judge 
Learned Hand in American Chicle Co. v. Topps Chewing Gum, 208 F.2d 
560, 563, 99 USPQ 362, 365 (44 TMR 414), is very apposite: 

“Tt cannot be denied that courts have at times reasoned as though 
a second comer were free to divert a first comer’s customers, if he con- 
fined himself to those who were unduly careless. If the issue were 


whether such buyers could complain that they did not get what they 
wanted, it might be an answer in the second comer’s mouth that they 
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had themselves to thank for their failure to look more closely at the 
‘make-up’; though even that is a doubtful answer. Be that as it may, 
the issue becomes altogether different when it is between a first, and 
a second comer, for the first comer’s careless customers are as valuable 
to him as any others; and their carelessness can hardly be charged to 
him. Why they should be deemed more legitimate game for a poacher 
than his careful buyers, it is hard to see, unless it be on the ground 
that he should have made his mark so conspicuous that it would serve 
to hold even the most heedless.” {Emphasis added. ] 


Judgment will therefore be for the plaintiff on the first cause of action only 
that Claim 1 of the patent in suit is valid and infringed. 


MATARAZZO v. ISABELLA et al., doing business as 
SAF-WAY PACKAGING CO. 


No. 1617 — D.C., Rhode Island — January 30, 1956 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
Test of infringement is whether there is deceptive similarity which would be 
likely to induce purchasers to purchase defendants’ product believing it would be 
plaintiff’s. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
STA-WHITE is deceptively similar to STA-WITE, both marks being used on raw 
peeled potatoes and preserving processes therefor. 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
Plaintiff is entitled to accounting for all profits which have accrued to defend- 
ants from use of infringing mark and to such damages as can be established have 
resulted therefrom. 


Accounting of profits and determination of damages are appropriate matters 
for referene to master under Rule 53 of Federal Rules of Civil Procedure. 

Action by Ralph F. Matarazzo v. Albert Isabella and Carmine Albanese, 
doing business as Saf-Way Packaging Co., for patent and trademark 
infringement. Judgment for plaintiff as to trademark infringement; judg- 
ment for defendants as to patent infringement. 

Herbert B. Barlow, of Providence, Rhode Island, for plaintiff. 

Elliot A. Salter and Raymond A. LaFazia, of Providence, Rhode Island, 
for defendants. 

Day, District Judge. 

This is a suit for the alleged infringement of the plaintiff’s Patent No. 
2,420,322 for ‘‘Preserving Peeled White Potatoes’’ and for the alleged 
infringement of his Trademark Certificate No. 433,158 for the word srTa- 
WITE for raw peeled potatoes. He seeks a permanent injunction against 
further infringement by said defendants of said patent and trademark and 
an accounting for profits and damages. 

The plaintiff alleges that he is the owner of said patent and trademark 
and that the defendants infringe said patent by employing the methods 
set forth therein. He also alleges that the defendants have adopted and 
used the mark sTA-WHITE on bags containing raw peeled potatoes and are 
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distributing them so marked in this district and in interstate commerce 
which use is an infringement of his trademark. 

The defendants in their answer deny infringement by them of plain- 
tiff’s patent and trademark. They also allege therein that plaintiff’s patent 
is invalid because of prior invention by others and because of prior public 
use. 

The plaintiff’s patent covers a process preventing the discoloration of 
peeled white potatoes, and contains three claims. During the trial plaintiff 
sought to establish infringement by the defendants of claims 1 and 2 thereof. 
They are as follows: 

‘‘1. The process of preserving peeled white potatoes and prevent- 
ing discoloration thereof comprising coating the peeled potatoes 
throughout their exposed peeled portions with an aqueous cooled 
solution having SOz in concentration of about .5 to 6.0%, the tem- 
perature of the solution being maintained above freezing, enclosing 
the coated potatoes in a closed container, and maintaining the enclosed 
contents under refrigeration above freezing. 

‘*2. The process of preserving peeled white potatoes and prevent- 
ing discoloration thereof comprising cooling the peeled potatoes, 
coating the peeled potatoes throughout their exposed peeled portions 
with an aqueous cooled solution having SO, in concentration of about 
. to 6.0%, the temperature of the solution being maintained above 
freezing, enclosing the coated potatoes in a closed container, and 
maintaining the enclosed contents under refrigeration above freezing.”’ 


The evidence established that the defendants’ process which is claimed 
to infringe plaintiff’s patent consists of the following steps: (1) potatoes 
without being cooled below room temperature are peeled by a conventional 
abrasive machine with water from a faucet or tap running continuously on 
them during this step; (2) the peeled potatoes are then dipped in a solution 
of sulphur dioxide; (3) no refrigeration coils or ice are used to maintain 
the defendants’ solution slightly above freezing; (4) the potatoes are then 
removed from the solution and are eyed by hand; (5) the potatoes are 
then dipped in a second tank identical to the first dip and comprising the 
identical solution; the duration of this dip is three minutes but no means 
are employed to cool the solution; (6) the potatoes are removed from the 
second tank and bagged. Defendants insist no attempt is made to make 
these bags airtight, although they admit that a wire is wound about the 
top of the bag to prevent spillage of the contents. They likewise produced 
credible testimony that the bagged potatoes were not put under refrigera- 
tion and were immediately shipped to customers. They did admit, however, 
that on occasions bagged potatoes remaining on their premises at the end 
of the day’s operations were stored over night in their refrigerator. 
Defendants also insist that the concentration of SOz2 in their dipping 
solution was .49% or less than that prescribed in plaintiff’s patent. 

Although the plaintiff’s patent contains three claims, plaintiff contends 
that only claims 1 and 2 are infringed. The question of whether or not 
there is infringement must be decided with reference to these claims which 





THE TRADEMARK REPORTER Vol. 46 T. M. R. 


for the purpose of this case ‘‘measure the invention”’ for it is in the claims 
that the inventor has set forth his own statement of what is his invention. 
White v. Dunbar, 119 U.S. 47. And in the interpretation of the claims of 
a patent resort is to be had to the specifications, the file wrapper of the 
patent and to the proceedings in the Patent Office in connection with the 
application and issuance of the patent. R. M. Hollingshead Co. v. Bassick 
Mfg. Co., 73 F.2d 548, 24 USPQ 195; Bassick Mfg. Co. v. R. M. Hollings- 
head Co., 298 U.S. 415, 29 USPQ 311; B. B. Chemical Co. v. Cataract 
Chemical Co., Inc., 122F.2d 526, 50 USPQ 530; Criner v. Micro-Westco, 
Inc., 1389 F.2d 681, 60 USPQ 158. 

Claim 1 is for a process comprising the coating of the peeled potatoes 
throughout their exposed peeled portions with an aqueous ‘‘cooled’’ solution ° 
having SOz2 in concentration of about .5 to 6.0%, ‘‘the temperature of the 
solution being maintained above freezing.’’ In the light of the specifications, 
column 2, lines 36 to 40, I am satisfied that the plaintiff’s process comprises 
positive cooling of the solution to keep the temperature thereof just above 
freezing. 

The specifications and file wrapper also indicate the proper interpreta- 
tion to be given to the words ‘‘enclosing the coated potatoes in a closed 
container.’’ In the patent specifications, column 2, lines 41 to 47, the 
language is: 

‘‘The third essential is to minimize, so far as possible, the access 
of air to the potatoes after immersion. To this end, the potatoes, when 
thus coated and refrigerated, are packed as closely as possible in a 
closed container which shall limit the effect of the oxygen in the air 
on the coating which has been applied to the potatoes.’’ 

According to the plaintiff in his deposition, his process requires that 
the container be as airtight as possible to prevent evaporation and that after 
being packed the peeled potatoes are to be refrigerated. It is clear that 
it is an essential part of the plaintiff’s process to limit the access of air to 
the potatoes after coating and to refrigerate them immediately. 

After considering all of the evidence and the reasonable inferences to 
be drawn therefrom, I do not believe that the plaintiff has established by a 
fair preponderance of the evidence that defendants’ process infringes the 
plaintiff’s patent. It is true that they do utilize the principle, well known 
before the grant of plaintiff’s patent, that a sulphur dioxide dip will serve 
to aid in the preservation of fruits or vegetables. However, in my mind 
it is clear that they do not employ a solution that is cooled by any active 
means and do not maintain a solution just above freezing as called for in 
the plaintiff’s process. Furthermore, they do not refrigerate the treated 
potatoes after they have been packaged. Nor can it be fairly said that 
the potatoes after being dipped are placed in a closed container within the 
fair interpretation to be given to those terms as used in claims 1 and 2 of 
plaintiff’s patent. 

In a patent such as the plaintiff’s every ingredient or element is pre- 
sumed to be material. The omission of any one ingredient or element is 
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enough to avert a charge of infringement even if the omitted ingredient or 
element is not essential to the process. Prouty and Mears v. Ruggles, 16 Pet. 
336; Anthony v. Sherman, 159 F.2d 995, 72 USPQ 338; Steigleder v. Eber- 
hard Faber Pencil Co., 81 F.Supp. 143, 79 USPQ 390. 

Finding, as I do, that the defendants’ process does not infringe the 
plaintiff’s patent, his prayer for a permanent injunction against defend- 
ants enjoining them from further employing their process is denied. Since 
infringement of the plaintiff’s patent has not been shown, it is not necessary 
for me to inquire into its validity. 

With respect, however, to the plaintiff’s claim of trademark infringe- 
ment, the evidence is clear that the defendants have employed the mark or 
brand of sTA-WHITE on their product. Although no evidence was offered of 
actual instances of confusion in the purchase of preserved raw peeled pota- 
toes, the test is whether there is a deceptive similarity which would be likely 
to induce purchasers to purchase the defendants’ product believing it to be 
plaintiff’s. Queen Mfg. Co. v. Isaac Ginsberg & Bros., Inc., 25 F.2d 284; 
Ph. Schneider Brewing Co. v. Century Distilling Co., 107 F.2d 699, 43 
USPQ 262 (30 TMR 6) ; Seven Up Co. v. Cheer Up Sales Co., 148 F.2d 909, 
65 USPQ 237 (35 TMR 174). 

I am of the opinion that the mark sTa-wHITE on the defendants’ product 
is deceptively similar to plaintiff’s trademark sTA-WITE and that an ordinary 
purchaser buying under the usual conditions in the trade and exercising 
ordinary care would likely be induced to buy the product bearing the de- 
fendants’ mark believing it to be the plaintiff’s. I believe that confusion 
would result in the trade and that the continued use by the defendants of 
their mark would be injurious to the plaintiff. 

The plaintiff is entitled to a permanent injunction enjoining the de- 
fendants from using the mark sTA-WHITE on their product. Plaintiff is also 
entitled to an accounting for all profits which have accrued to the defendants 
from its use and to such damages as he may be able to establish as resulting 
therefrom. 

Such accounting of profits and determination of damages in my opinion 
are appropriate matters for reference to a master under Rule 53 of the 
Federal Rules of Civil Procedure, and will be so referred. If the parties 
cannot agree on a form of order for such reference, a motion for the entry 
of a proper order should be filed by the plaintiff. 


FACIANE, doing business as WHITE KITCHEN v. STARNER 
No. 15634 — C. A. 5 — February 29, 1956 





TRADEMARK AcT or 1946—REMEDIES—BASIS OF RELIEF 

Action for trademark infringement and unfair competition by defendant of 
plaintiff’s trademark WHITE KITCHEN. Plaintiff operates two restaurants in Louisiana 
under name WHITE KITCHEN. Defendant operates restaurant in Tallahassee, Florida 
under same name. Plaintiff’s mark registered 1930, renewed 1950. Since 1938 
plaintiff has sold barbecue sauce in interstate commerce under name WHITE KITCHEN 
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ORIGINAL INDIAN STYLE BRAND BARBECUE STEAK SAUCE. Defendant’s restaurant 
operated from 1947 and has done only a local business. Defendant has used only 
WHITE KITCHEN but plaintiff emphasizes kneeling Indian before campfire. Evi- 
dence shows no violation of Lanham Act because restaurant business of plaintiff 
did not constitute interstate commerce. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Plaintiff fails to prove unfair competition since evidence does not show 
actual competition between the restaurants, no attempt by defendant to “palm off” 
his products as those of plaintiff nor any attempted simulation of the name, symbols 
or devices of plaintiff. Furthermore plaintiff’s registration covers kneeling Indian 
as well as words WHITE KITCHEN which alone are merely descriptive. Evidence 
does not support plaintiff’s claim under Lanham Act in connection with barbecue 
sauce which concededly was shipped nationwide, including Florida since proof 
of competition in Tallahassee where defendant does a local business is vague and 
meager. Dismissal of complaint is therefore affirmed. 
Action by Qnesime Faciane, doing business as White Kitchen v. Harry 
F. Starner for trademark infringement and unfair competition. Plaintiff 
appeals from decision of District Court for Northern District of Florida, 
dismissing complaint. Affirmed. Rives, Cireuit Judge dissenting with 


opinion. 

Case below reported at 45 TMR 950. 

Ford L. Thompson, of Tallahassee, Florida, and Sidney W. Provensal, of 

Slidell, Louisiana, for appellant. 

No appearance for appellee. 
Before Hutcueson, Chief Judge, and Rives and CAMERON, Circuit Judges. 
CAMERON, Circuit Judge. 

We are asked here to reverse as clearly erroneous the finding of the 
court below in favor of defendant in an action for violation of trademark 
rights and unfair competition. Plaintiff-appellant, Faciane, filed a com- 
plaint against Starner defendant-appellee, alleging that he had violated 
plaintiff’s registered trademark containing the words WHITE KITCHEN, and 
had engaged in unfair competition by operating a restaurant under the 
same name. Relief by way of injunction and damages was prayed, but the 
latter were waived during the trial.’ 

Plaintiff operated a restaurant at Slidell, Louisiana, before 1930 and 
later established another restaurant on U.S. Highway 90 in Louisiana, both 
of which used the name WHITE KITCHEN in connection with their operations. 
Defendant operated a restaurant in Tallahassee, Florida, using the same 
name. The Court below filed written findings to the effect that plaintiff 
had failed to carry the burden of establishing his right to an injunction 
and dismissed his complaint with prejudice. 

The evidence upon which the findings were based disclosed that plaintiff 
established a restaurant business at Slidell, Louisiana, using the name 





1. Jurisdiction was claimed solely under 28 U.S.C.A. 1338. The complaint was 
deficient in that it nowhere alleged that plaintiff used the trademark in interstate com- 
merce. The answer denied the jurisdiction of the Court, but the matter was not pressed 
and both sides went ahead and introduced evidence. Under Rule 54(c), we will proceed 
to examine the case made by the evidence rather than that made by the pleadings alone. 
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WHITE KITCHEN, and that he registered this trade name with the Commis- 
sioner of Patents in 1930.* This certificate of registration was renewed as 
of September 23, 1950, ‘‘under the provisions of the Trademark Act of 
1946’’.* In these restaurants he has specialized in barbecued meats, but has 
conducted a general restaurant business and has operated a bar at each 
location as an important part thereof. About 1938, he began the manu- 
facture of a barbecue sauce at a separate place of business situated in New 
Orleans, which he has shipped in interstate commerce and sold under the 
name WHITE KITCHEN ORIGINAL INDIAN STYLE BRAND BARBEQUE STEAK SAUCE.‘ 


2. A reproduction of the registered trademark is set out at this point: 
“Registered Sept. 23, 1930 Trademark 275,475 
Renewed September 23, 1950, to Onesime Faciane, Slidell, La. 
UNITED STATES PATENT OFFICE 


Onesime Faciane, Doing Business as White Kitchen, of Slidell, Louisiana 
ACT OF FEBRUARY 20, 1905 
Application filed March 20, 1930. Serial No. 297,616 
WHITE KITCHEN 
BRAND 


In this space is depicted the 
image of a kneeling Indian 
holding a stick on which a 


piece of meat is being cooked 
over a campfire. The tepee 
and rustic surroundings are 
in the background. 





STATEMENT 
To the Commissioner of Patents: 

Onesime Faciane, a citizen of the United States of America residing at Slidell, 
Louisiana, and doing business at Slidell, St. Tammany Parish, Louisiana, under the 
assumed name of White Kitchen, has adopted and used the trademark shown in the 
accompanying drawing, for BARBECUE MEAT AND SANDWICHES MADE THERE- 
FROM, in Class 46, Foods and ingredients of foods, and presents herewith five specimens 
showing the trademark as actually used by applicant upon the goods, and requests that 
the same be registered in the United States Patent Office in accordance with the act 
of February 20, 1905. 

The trademark has been continuously used and applied to said goods in applicant’s 
business since January 2nd, 1930. 

The trademark is applied or affixed to the goods, or to the packages containing the 
same by placing thereon a printed label on which the trademark is shown. 

The word ‘Brand’ is disclaimed apart from the other features of the mark shown in 
the drawing. 

The undersigned hereby appoints Clarence A. O’Brien, registration No. 11,216, of 
Security Savings & Commercial Bank Bldg., Washington, D. C., his attorney to prose- 
cute this application for registration with full power of substitution and revocation, 
to make alterations and amendments therein, to receive the certificate, and to transact 


all business in the Patent Office connected therewith. 
ONESIME FACIANE.” 


3. The record fails to reflect the validity of the origina] registration, which could 
be accomplished only if the applicant was engaged in interstate commerce. The first 
definite showing of any activity in such commerce was that plaintiff began, in 1938, 
to manufacture a barbecue sauce and to ship it in interstate commerce. The Court 
below made no finding as to the validity of the original registration, and we pass on 
to a consideration of the aspects of the case upon which the decision below was based. 

4. The complaint does not mention the manufacture or sale of this sauce or ask 
any relief with respect to this separate enterprise of manufacture and sale of the 
sauce. Evidence of this activity was admitted without objection, and we pass on to 
consider the merits as developed by that evidence under Rule 54(c). 
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September 27, 1947, defendant bought a restaurant business in Talla- 
hassee, Florida (about 300 miles from plaintiff’s businesses) which had been 
established in 1939 and had since operated continuously under the name of 
WHITE KITCHEN. Defendant had operated the restaurant under lease prior 
to purchasing it, and the complaint alleges and the answer admits that 
defendant had been operating this restaurant ‘‘continuously since about 
January of 1947’’. Defendant’s business has throughout been largely local, 
making a specialty of fried chicken and hot biscuits, and he has never 
operated a bar in connection with it.° The businesses of plaintiff and defend- 
ant continued to operate, each without the knowledge of the other, until 
1951 when plaintiff learned of defendant’s operation and sent a representa- 
tive to interview defendant and to notify him of the claim that he was 
illegally using plaintiff’s registered trade name. Immediately upon 
receiving that notice, defendant registered his trade name with the proper 
authorities in the State of Florida. 

The only portion of plaintiff’s registered mark which defendant had 
ever used was the words, WHITE KITCHEN. It was undisputed that he had 
never made use of the Indian insigne and had never attempted to imitate 
or copy the script of printing of the words, WHITE KITCHEN, as used by 
plaintiff. The only advertising defendant had ever done was to hand 
business cards to prospective customers showing that he was operating the 
small restaurant under the name of WHITE KITCHEN. 

The central motif of plaintiff’s trademark as shown by the exhibits 
is the image of the Indian kneeling before the campfire cooking a piece of 
meat in a setting suggesting the usual habitat of the Indian in the 
wild-out-of-doors. In all of the advertising done by plaintiff the Indian has 
been the most prominent and noticeable feature. At each restaurant plaintiff 
had set up a life-size image of this Indian at a conspicuous place along the 
highway, under which was shown the words, WHITE KITCHEN. On the place 
mats forming one of the chief means of advertising employed by plaintiff, 
the Indian has occupied the place of prominence and directly under the 
depiction have appeared the words: ‘‘Reg. U. 8S. Pat. Off.’’ 

The plaintiff did not introduce in evidence any labels which were used 
in connection with the barbecue sauce, but one cut in a newspaper advertise- 
ment shows a one gallon bottle on which appears a label with the Indian 
image in a circle at the top, under which appear the words, WHITE KITCHEN 
ORIGINAL INDIAN STYLE BRAND BARBEQUE SAUCE. The same inscription claim- 
ing registration in the United States Patent Office appears immediately 
under the image of the Indian.® 


5. The effective date of the Lanham Act was July 5, 1947, and it appeared that 
defendant had been engaged in the good faith use of the words WHITE KITCHEN in 
the operation of his business prior to that time. The evidence further showed that a 
restaurant had operated at Carrabelle, Florida under the name WHITE KITCHEN for more 
than twenty-five years and one was in operation at Jacksonville, Florida, and defendant 
had seen the advertisement of one in the State of Texas. 

6. These advertisements are signed “WHITE KITCHEN BRAND, INC. 2818 Florida 
Avenue, New Orleans, Louisiana.” If the advertisement speaks the truth and the sauce 
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As stated, the only claim asserted in the complaint related to alleged 
unfair competition by defendant with the business of the two restaurants 
of plaintiff. But, under the evidence, it is apparent that the plaintiff 
intended to claim relief with respect to the two separate businesses, the 
restaurant business and the sauce business. It is apparent further that 
plaintiff intended that his claim embrace the charge that defendant was 
engaged in unfair competition as well as violation of his registered trade- 
mark. These two separate elements of plaintiff’s claim are, under the terms 
of the Lanham Act and 28 U.S.C.A. 1338, entitled to be prosecuted in the 
same action. 


As far as the two restaurants of plaintiff and the one restaurant of 
defendant are concerned, it is clear that there was no violation of the 
Lanham Act, 15 U.S.C.A. 1051, et seq., because the restaurant business of 
plaintiff was carried on entirely within the State of Louisiana and that of 
defendant was confined entirely to the limits of the State of Florida, and 
neither has touched interstate or foreign commerce. Under the case cited 
by the Court below,’ and also under the recent well reasoned and docu- 
mented decision of this Court in El Chico, Inc., et al. v. El Chico Cafe et al., 
1954, 214 F.2d 721, 102 USPQ 267 (44 TMR 1307), this portion of 
plaintiff’s case goes out altogether insofar as recovery is sought under the 
Lanham Act. In other words, as regards plaintiff’s two restaurants, he is 
relegated entirely to the common law of unfair competition for any remedy 
he may have against defendant. 


As to that segment of his action, plaintiff failed to make out a case 
at all under well established principles governing such actions for unfair 
competition.* There was no proof of actual competition between the 
restaurants, although plaintiff’s manager stated that some customers had 
asked him whether plaintiff had opened a business in Tallahassee. When 
asked by the Court below whether these customers had talked about eating 
at defendant’s restaurant in Tallahassee, he replied, ‘‘ No, sir. They did not 
say they stopped there and ate, they never did say that. They said, ‘What 
did you all do, open up a place in Tallahassee?’ They would say that we 
see there is a WHITE KITCHEN in Tallahassee.’’ The same witness also stated 
categorically that he had never heard of any complaint about the conduct 
of defendant’s place and promptly repudiated the idea that plaintiff had 


business is operated by a corporation bearing the name as indicated, plaintiff would 
have no standing to assert any rights growing out of that business. 


— 


7. U.S. Printing, etc. Co. v. Griggs Cooper § Co., 1929, 279 U.S. 156, 158, 1 USPQ 
245, 246 (19 TMR 187): “But neither authority nor the plain words of the Act allow 
a remedy upon it for infringing a trademark registered under it, within the limits of 
a state and not affecting the commerce named.” 


8. Under El Chico, supra, that portion of the action is governed by the local law 
of Florida. No Florida cases are called to our attention, and we find none which cast 
any controlling light on the question. The Florida Statute Law is contained in 16 
Florida Statutes Annotated, 506.06 et seq., but we find nothing noteworthy in those 
statutes, and we are relegated to the general law on the subject. El Chico furnishes 
the answer to many phases of the problem. 
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ever lost the sale of a meal by reason of the fact that the eating facilities 
of defendant had been patronized or confused with plaintiff’s. 

Proof is entirely lacking as to the usual concomitants of unfair compe- 
tition: simulation by defendant of the name, symbols or devices of plaintiff, 
with the object of inducing purchase of his merchandise under the false 
impression that it originated with plaintiff; attempt by defendant to ‘‘ palm 
off’’ his products as those of plaintiff; practices designed to pirate the 
trade of plaintiff ;° the employment of imitative devices to beguile patrons 
to purchase defendant’s food rather than plaintiff’s; or the use of any 
other means incompatible with concepts of common business integrity. The 
evidence fails to show that defendant had ever indulged in any of those 
practices, innocently or otherwise. In the absence of such a showing, we 
cannot do other than sustain the finding of the Court below on this point 
and cannot do better than adopt a sentence from the Supreme Court’s 
decision in Goodyear India Rubber, etc. Co. v. Goodyear Rubber Co., 1888, 
128 U.S. 598, 604, in expressing the general rule: ‘‘ Relief in such cases is 
granted only where the defendant, by his marks, signs, labels, or in other 
ways, represents to the public that the goods sold by him are those manu- 
factured or produced by the plaintiff, thus palming off his goods for those 
of a different manufacture, to the injury of plaintiff.’’ 


From the undisputed facts recited above it is plain,’® moreover, that 
plaintiff may not stake his case upon the bare words, WHITE KITCHEN, but, 
at most, is entitled to have the words considered as a part of the composite 
trademark centered in the image of the kneeling Indian. This fact is 
recognized by the emphasis placed upon the Indian in all of plaintiff's 


9. One of the fundamental purposes set forth by the Congressional Committee 
handling the Lanham Act expressed the idea this way: “* * * Where the owner of 
a trademark has spent energy, time and money in presenting to the public his product, 
he is protected in his investment from its misappropriation by pirates and cheats.” 
See Commentary on the Lanham Trademark Act by Daphne Robert Preceding the Act 
as set forth in 15 U.S.C.A. Chap. 22, p. 288. 

10. Appellant relies heavily on our case of Rhea et al. v. Bacon et al., 1937, 87 
F.2d 976, 32 USPQ 342 (27 TMR 130). A superficial glance at the facts there involved 
will show that it does not rule this case at all. There, defendants had sold the physical 
properties and also the rather fanciful name, INN-BY-THE-SEA, to plaintiffs whereupon 
they opened up a business in direct competition with that of plaintiff. At the entrance 
to the new hotel defendants duplicated the name and even the effigies, consisting of 
blue elephants, which plaintiff was using. Defendants designedly misled the public into 
believing that both hotels were under the same management and deliberately atttempted 
to get for themselves the benefit of the advertising plaintiffs had done and to draw to 
the new hotel the good reputation which the old one had established. These deliberate 
yey resulted in actual confusion in the public mind. Those facts do not apply here 
at all. 

Appellant also relies on the decision of the Ninth Circuit in Stork Restaurant, Inc. 
v. Sahati et al., 1948, 166 F.2d 348, 76 USPQ 374 (38 TMR 431). Aside from the 
reputation and achievements of the plaintiff, so fabulous as to give it unique rights, 
the vital differences in the facts show that the present case cannot be governed by that 
one. To begin with, plaintiff’s name, The Stork Club, was entirely arbitrary and 
fanciful and the insigne of a stork standing on one leg and wearing a high hat added 
to the distinctiveness. The defendant reproduced and used both, and the Court held 
that the facts showed clearly that the defendant’s imitation was a deliberate effort 
to “ride the coattails” of plaintiff and capitalize on its good will and reputation in 
defendant’s vicinity, and held also that the likelihood of confusion was very great. 
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advertisements, one of the most-used shibboleths being: 
of the Indian”. 

It is clear that, if the entire ensemble constituting plaintiff’s certificate 
of registration (Note 2, supra) was entitled to registration as a trademark, 
it was made so only by the image of the kneeling Indian in the act of 
barbecuing meat. That was the only feature which was unique or original. 
The simple words WHITE KITCHEN indicated that the user was operating a 
kitchen, a place where food was prepared and dispensed and that the 
kitchen was painted white, symbol of cleanliness and purity. These are 
simple everyday words, having a clear and universally accepted meaning, 
and are descriptive of the business being operated in connection with their 
use. ‘“* * * no one can appropriate as a trademark a generic name or one 
descriptive of an article of trade, its qualities, ingredients, or characteristics, 
or any sign, word, or symbol which, from the nature of the fact it is used 
to signify, others may employ with equal truth.” Standard Paint Co. v. 
Trinidad Asphalt Co., 1911, 220 U.S. 446, 453, (1 TMR 10). And ef. 
Squirrel Brand Co. v. Barnard Nut Co., 5 Cir., 1955, 224 F.2d 840, 845, 
106 USPQ 296, 299, (45 TMR 1324). It is, therefore, plain that plaintiff 
did not make out a case for relief under the common law doctrine of unfair 
competition. 

It remains but to test whether the restaurant business conducted by 
defendant and the use of the name WHITE KITCHEN constituted an infringe- 
ment of plaintiff’s registered trademark as applied to the business of 
manufacture and sale in interstate commerce of plaintiff’s barbecue sauce. 
Appellant claims that the Lanham Act is more favorable to him and that, 
under the terms of that Act, he was entitled to relief under the proof made 
by him in the Court below.” 

Substantially all which has been said supra concerning common law 
actions for unfair competition applies equally to this portion of the 
opinion.’? The rule is well stated in 87 C.J.S., Trademarks, Etc., Sec. 169, 


“Stop at the Sign 






11. We pass over the obvious impediments in the way of appellant’s invoking the 
Lanham Act: The fact that plaintiff-appellant was doing no interstate business in 
1930 when the trademark was registered, that the certificate of registration described 
only a local restaurant business, and did not mention the manufacture, shipment or 
sale of sauce; the fact that defendant-appellee was engaged prior to July 5, 1947, 
the effective date of the Lanham Act, in the legitimate use of the same WHITE KITCHEN 
in his restaurant business and had been so engaged through himself and predecessor for 
many years; the fact that plaintiff-appellant did not apply for registration of his 
claimed trademark under Sections 1 and 2 of the Lanham Act, 15 U.S.C.A. 1051 and 2, 
so as to acquire, as far as he might, the rights thereby conferred, but, on the other hand, 
applied merely for a renewal of the registration of 1930 as provided in Sec. 9 of the 
Lanham Act, 15 U.S.C.A. 1059. And we proceed with a discussion of the action as if it 
were governed in all respects by the Lanham Act. 


12. The chief rights added by the Lanham Act to such an action are those defined 
in 15 U.S.C.A. 1057(b), making a certificate of registration prima facie evidence of 
“the validity of the registration, registrant’s ownership of the mark, and of the 
registrant’s exclusive right to use the mark in commerce in connection with the goods or 
services specified in the certificate * * *”; by Section 1072, making registration of a 
mark constructive notice of the registrant’s claim of ownership thereof; and by Section 
1114, establishing liability on “any person who shall, in commerce, (a) use * * * any 
reproduction, counterfeit, copy, or colorable imitation of any registered mark in connec- 
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pp. 495-500: ‘‘ Registration of a trademark confers only procedural advan- 
tages and does not enlarge the registrant’s substantive rights. * * * The 
ownership of a trademark rests on adoption and use, not on registration. 
* * * Registered trademarks are limited by the claim, and applicant is 
concluded as to date of adoption and user by his sworn statement made 
part of his application. * * * The exclusive right to use the mark is limited 
to use on the class of goods for which it was registered as set forth in the 
statement filed in the Patent Office, and to goods of substantially the same ~ 
descriptive properties, and to protection against such use as is likely to 
deceive or confuse. * * *” 

In Squirrel Brand Co. v. Barnard Nut Co., supra, p. 844, 106 USPQ 
at 298 (45 TMR 1324), the basic test was set out by us in these words: 
“This contention fails to grasp that, fundamentally, deception, actual or 
probable, is the essence of an action for infringement or unfair competition. 
The test is whether there is a probability that the average person will be 
so confused by the use of the device complained of as to believe that the 
products offered by the infringer were produced by the trademark owner, 
—that there is likelihood that prospective purchasers will be misled to 
appellant’s damage. The application of these tests to the facts before us 
do not lead to the conclusion that appellee was using a colorable imitation 
of appellant’s trademark so as to bring about confusion or deception on the 
part of the average purchaser.” 

The same conclusion is inescapable here. Plaintiff’s sauce was shipped 
all over the United States, including Florida, but the evidence of competi- 
tion at Tallahassee, where defendant did a purely local business, was vague 
and meager. When asked to name the towns in Florida to which shipments 
of sauce had been made, the manager of plaintiff’s manufacturing plant 
read out from his records seventeen cities, but not Tallahassee. When the 
Court remarked that he had left out that city, plaintiff’s attorney attempted 
to come to the rescue,'* but the testimony brought out fell far short of 
establishing such a clash of business interests and activities at this crucial 
point as would sustain the burden of showing competition between the 
respective products and the likelihood of confusion. It is difficult to per- 
ceive that even the most gullible would be likely to be deceived or confused 
into thinking that a barbecue sauce, distributed through jobbers under the 
name of WHITE KITCHEN ORIGINAL INDIAN STYLE BRAND SAUCE, accompanied 
by the picture of the kneeling Indian, was the product of a small restaurant 
operator engaged only in serving customers who came to his modest place 
of business. 


tion with the sale, offering for sale, or advertising of any goods or services on or in 
connection with which such use is likely to cause confusion or mistake or to deceive 
purchasers as to the source or origin of such goods or services * * *.” 

13. Here is the testimony which followed the Court’s remark and the only testimony 
on the subject: “Q. Have you shipped your WHITE KITCHEN Sauce to a distributor in 
Tallahassee? A. Yes, Sir, we have. Q. Do these other distributors trade some of their 
trade in Tallahassee? A. I could not answer directly but I imagine they do, I imagine 
Jacksonville and Tampa evidently cover this section.” 
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The procedural aids furnished by the Lanham Act, therefore, do not 
make a case for plaintiff. The presumptions created by the Act must yield 
to the facts which preponderate heavily in favor of defendant-appellee on 
all of the vital issues of the case. 


We find ourselves in agreement with the findings of the Court below 
and approve them and are unable to declare them clearly erroneous. The 
judgment is, therefore, affirmed. 


Rives, Circuit Judge, dissenting. 

While I agree that appellant is entitled to no relief, I think that the 
district court lacked jurisdiction. 

Clearly, appellant’s trademark (footnote 2 to majority opinion) is 
limited for use upon goods of the type therein described. It cannot protect 
the appellant in the operation of its restaurant for ‘‘service marks’’ first 
became registrable under the Lanham Act of 1946. 15 U.S.C.A. 1053; 1127. 
See the Commentary by Miss Daphne Robert preceding the Lanham Trade- 
mark Act in 15 U.S.C.A. at pages 269 and 270. Appellant’s trademark was 
originally registered in 1930, and the registration was simply renewed under 
the Lanham Act in 1950. 

No facts were alleged or proved to show that the appellee used the 
registered mark or any colorable imitation of it upon or in connection with 
the sale of any such goods, or was in any way guilty of infringement as 
defined in the Lanham Act. 15 U.S.C.A. 1114(1). The only claimed in- 
fringement, alleged or proved, was that the appellee established and 
operated a restaurant under the trade name WHITE KITCHEN. 


That claim is too unsubstantial, I think, to support any dependent 
jurisdiction of the federal district court over appellant’s claim for unfair 
competition. 28 U.S.C.A. 1338(b). A closely analogous situation was 
treated by Judge Learned Hand in American Auto Assn. v. Spiegel, 2nd 
Cir., 205 F.2d 771, 773, 774, 98 USPQ 1, 2-3 (43 TMR 1070).’ I think, there- 
fore, that the district court was without jurisdiction. 


If there were any reasonable possibility of appellant’s proving a 
meritorious case of unfair competition, after possibly amending his com- 
plaint to show diversity jurisdiction, I would advocate remanding the cause 
without specific direction. I agree, however, with the majority that the 
evidence fails entirely to establish a case of unfair competition. That being 
true, when the district court lacked jurisdiction, we should not affirm on the 
merits, but should vacate the judgment and remand the case with directions 
to dismiss the complaint for want of jurisdiction, though taxing all costs 
against the appellant. 


So thinking, I am constrained respectfully to dissent. 


LL —— 
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MID-STATE HORTICULTURAL COMPANY, INC. v. PEPE 
No. 96-128 — D. C., §. D., New York — March 1, 1956 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
Trademark ELK and pictorial representation of elk head, previously used and 

registered by plaintiff in connection with fresh grapes, infringed by defendant’s 
use on similar goods of mark cervo (Italian for deer or stag) together with a 
pictorial representation of a horned animal resembling a deer or stag below which 
appeared the word DEER. 
Action by Mid-State Horticultural Company, Inc., v. Nicholas Pepe 

for trademark infringement. Judgment for plaintiff. 

Alexander, Maltitz, Derenberg & Daniels (Louis Kunin and Francis J. 
Sullivan of counsel) of New York, N. Y., for plaintiff. 

Irving Seidman, of New York, N. Y., for defendant. 


Murpuy, District Judge. 


Finpines oF Fact. 


1. Plaintiff was and now is a citizen of California. 
2. Defendant was and now is a citizen of New York. 


3. The amount in controversy admittedly exceeds $3000, exclusive 
of interest and costs. 


4. Since 1930 plaintiff has been continuously shipping in interstate 
commerce, fresh alicante bouschet juice grapes in crates to which it has 
affixed labels displaying the word ELK and the pictorial representation of 
an elk head. 

5. Plaintiff’s above-mentioned grapes are sold almost exclusively in 
the New York-New Jersey market. 


6. The total sales value of these grapes sold in New York area from 
1930 to date is approximately $5 million. 


7. In the past four or five years over $1 million worth of plaintiff's 


alicante bouschet grapes have been sold under the ELK brand label in the 
New York City area. 


8. Most of plaintiff’s customers in the New York Metropolitan area, 
whether wholesalers, retailers or consumers, are of Italian extraction. 

9. By virtue of plaintiff’s long continued and extensive sales of its 
merchandise, branded as aforesaid, it has acquired and now enjoys a very 
valuable trade reputation and good will in said trademarks, and the pub- 
lic generally and particularly in the State of New York have recognized 
and do recognize the said trademark as identifying fresh grapes grown, 
packed and shipped by plaintiff. 

10. On September 20, 1954, plaintiff obtained a New York Certifi- 
cate of Trademark Registration for “the word ELK and a design of an 
elkhead, said elkhead being shown against an outdoor scenic background, 
with the letter “E” above, used as a trademark for fresh grapes”. 
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11. On January 18, 1955, the United States Patent Office issued 
plaintiff a certificate of registration of the Principal Register of the trade- 
marks ELK and the pictorial representation of an elkhead, for use on fresh 
grapes. 

12. Because such United States registration occurred after this action 
was commenced plaintiff was permitted during trial to file a supplemental 
complaint alleged United States registration of its marks. 

13. Plaintiff was organized in 1921 and at that time and since its 
principal stockholders were the brothers Setrakian. In 1937 a partnership 
called Setrakian Brothers Co. was used by plaintiff to market its grapes 
and in 1945 such partnership was dissolved and a new one, Setrakian & 
Co., was formed and it took over the marketing. This, too, was dissolved 
three years later. Plaintiff owned the ELK label used by the aforementioned 
partnerships and controlled the nature and the quality of the grapes mar- 
keted by them during the period from 1937 to 1947. Since 1947 plaintiff 
has done its own marketing under its own corporate name. 

14. Defendant is a commission merchant and broker of fresh fruits 
and produce at the Bronx Terminal Market in New York City, and was 
and is familiar with the aforesaid trademark and label of plaintiff. 

15. On October 4, 1955, defendant sold one box of white grapes bear- 
ing the label cErvo alicante bouschet grapes, with the pictorial represen- 
tation of a horned animal closely resembling an elk but with the word DEER 
printed beneath the picture in smaller lettering, and the letter “C” printed 
above the animal’s head and between its antlers. 

16. The word cervo is Italian for deer or stag. 

17. Defendant’s label shows numerous other features identical with 
or highly similar to the distinctive features of plaintiff’s label, to wit: 
similarity in size and shape; a dark blue background; duplication of the 
entire “layout” including identical positioning of word and pictorial trade- 
marks, designations of geographical origin, descriptions of the goods and 
names of their growers or distributors; an outdoor scenic background; a 
capital letter above the animal’s head and between its antlers; a display 
of the word CERVo in a similar color and with a paraph, and a subdivision 
of the label by similar colored, horizontal, parallel lines. 

_ 18. Defendant did not design his cervo label in the manner testified 
to by him but had plaintiff’s label copied. 

19. Defendant’s label is so deceptively similar to plaintiff’s trade- 
marks as to be likely to cause confusion and mistake in the mind of the 
public, and to deceive at least the ordinary purchasers who buy from the 
retailers. 


ConcLusions oF Law 
1. The court has jurisdiction. 


2. Plaintiff has valid United States and New York trademarks for 
the word ELK and the pictorial representation of an elkhead. 
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3. Plaintiff’s trademarks have been infringed by defendant’s label. 


4. Defendant and his agents, and all those acting under the author- 
ity of or in privity with them, are hereby enjoined permanently from 
directly or indirectly using in the packaging, labelling, shipment or sale, 
or in any other manner, in connection with fresh grapes, the label com- 
plained of by the plaintiff in this action. 

5. Defendant is hereby required to deliver up for destruction the 
label complained of in this action, and all plates, signs, packaging mate- 
rials, advertising matter, and all other materials pertaining to same which 
are now in his possession or under his control. 


Decree accordingly. 


AMERICAN AUTOMOBILE ASSOCIATION et al. v. NUGER, trading 
as A.A.A. INSURANCE AGENCY 


Maryland Cir. Ct., Baltimore City — March 2, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Unfair competition may be found even in the absence of competition between 
the parties and notwithstanding failure to establish actual confusion; the danger 
to be protested against is the power of the defendant to tarnish the honor of in- 
tegrity of the plaintiff’s name or mark. 


Mark A.A.A., used by plaintiff American Automobile Association and its wholly 
owned insurance company, infringed by defendant’s use, in connection with business 
of placing substandard insurance risks, of same letters under which appeared ANY 
RISK, ANYWHERE, ANYTIME. 


Action by American Automobile Association, The Automobile Club 
of Maryland, and Insurance Agency, Inc., v. Caswell G. Nuger, trading 
as A. A. A. Insurance Agency, for unfair competition. Judgment for 
complainants. 

Paul F. Due and Palmer R. Nickerson, of Baltimore, Maryland, for 
complainants. 


Eben F. Perkins and Simon N. Silverberg, of Baltimore, Maryland, for 
defendant. 
Munpy, Judge (orally). 

There are three complainants in this case; the American Automobile 
Association, The Automobile Club of Maryland, and Insurance Agency, 
Incorporated. The American Automobile Association came into existence 
in 1902. It apparently was chartered in New Jersey between 1902 and 1910. 
That charter was discontinued, and then it was chartered in the State of 
Connecticut in 1910, and has since that time beeen engaged in a business 
which might be described as furthering the interests of the motoring public. 

The A. A. A. has spent considerable time and money in building up 
what it deems a valuable symbol, a valuable arrangement of the letters 
A.A.A. 
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The complainant, The Automobile Club of Maryland, was chartered in 
Maryland. I don’t know the exact date; I think it may be about 1906; and 
has since that time been engaged in business in Maryland. 

The symbol 4.a.A. has been registered with the Patent Office in Wash- 
ington, and registered in Maryland. 

The Insurance Agency, Incorporated, the third complainant, was incor- 
porated in Maryland in 1934. It is a stock company. The first two com- 
plainants are non-profit companies. All of the stock of Insurance Agency, 
Incorporated is owned by The Automobile Club of Maryland. 

The Automobile Club of Maryland, as I recall the testimony, pays 
to the American Automobile Association twenty-five cents per member per 
year. The complainant American Automobile Association controls the use 
of a.A.A. It allows its club members to use those letters only in accordance 
with its by-laws. 

The complainant, American Automobile Association, as I understand 
it, has abandoned any claim for damages in this case. 

The symbol a. a. A.—and when I use the word symbol I mean a. A. A. 
enclosed in an oval—and the letters a. A. A. have been widely advertised on 
television, on radio, in the press, and magazines. There are many articles 
written, without expense to the A. A. A. describing the activities of the 
A. A. A. The A. A. A. does some lobbying in the interest of good legisla- 
tion for motorists. 

The defendant Caswell G. Nuger, who is a member of the Bar, and has 
been for some three or four years, is engaged in the practice of law, in the 
real estate business, and in the insurance business. I believe he started to 
use A. A. A. in the insurance business in the spring of 1954. When that was 
called to the attention of The Automobile Club of Maryland, a representa- 
tive of The Automobile Club of Maryland telephoned and spoke to possibly 
a secretary of Mr. Nuger’s agency and complained about the use of the 
letters A. A. A. Thereafter, in June of 1954 I believe, Mr. Uhler of The 
Automobile Club of Maryland wrote to Mr Nuger complaining about the 
use of A. A. A. in the insurance business. Mr. Nuger replied that in his 
opinion no person of normal intelligence could be misled. 

The exhibits show Mr. Nuger has used A. A. A. in newspaper advertising ; 
he is listed in the telephone directory as A. A. A.; there is a large sign outside 
of his father’s residence, I believe on Harford Road, which has A. A. A. on 
it, and below that, ANY RISK, ANYWHERE, ANYTIME. At another location in 
a tavern on Fort Avenue Mr. Nuger also has a sign A. A. A., which is sur- 
rounded by beer, wine and liquor signs. Mr. Nuger’s explanation of his 
use of A. A. A. is that it indicates to the public that he can place any risk, 
anywhere anytime. The testimony shows his operation is a rather small 
one. As to placing any risk, possibly he could; as to placing it anywhere, 
the testimony indicates that by far the greater part of his insurance was 
placed in the State of Maryland; as to placing it any time he means that 
through a staggered system of employees, a system whereby there is 
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seldom more than one employee working and by the use of a telephone an- 
swering service and through the telephone answering of his father, he is 
always available and can always be reached. 

The testimony shows that the insurance business of Mr. Nuger is 
largely sub-standard business. He takes that type of business because that 
is about the only business that is offered him. He said on the stand that 
he would not decline better business or preferred business. 

I am impelled to the conclusion that over the course of a half century 
A. A. A. is an honorable cachet, and that it has acquired a secondary 
meaning to the public, and to the public A. A. A. generally means A. A. A. 
American Automobile Association. 

From my interpretation of the cases in the field of unfair trade prac- 
tices, which field seems to be an expanding one, it is not necessary that 
there be competition. Great Atlantic & Pacific Tea Co. v. A. & P. Radio 
Stores, 20 F.Supp. 703, 35 USPQ 444; (27 TMR 783); Great Atlantic & 
Pacific Tea Co. v. A. & P. Cleaners & Dyers, 10 F.Supp. 450, 22 USPQ 25; 
(25 TMR 557); Aunt Jemima Mills Co. v. Rigney & Co., 247 F. 407; (8 
TMR 163) ; Vogue Co. v. Thompson-Hudson Co., 300 F. 509; (13 TMR 349) ; 
Hudson Motor Car Co. v. Hudson Tire Co., 21 F.2d 453; (17 TMR 459) ; 
Dunhill of London v. Dunhill Shirt Shop, 3 F.Supp. 487. Accordingly it 
seems to me—and I state this, not dogmatically—that to say no competition, 
ergo no unfair competition, is verbalism. Also according to my interpreta- 
tion of the cases it is not necessary that actual confusion be established. 
As a matter of fact, however, the testimony in the case leads me to the 
conclusion, (1) that there is competition between the two businesses; (2) 
that there has been confusion. As to the latter point, two witnesses testified 
in Court, one Caldwell and the other Benzinger, whose testimony to my 
mind established that there is confusion. 

Justice Hanp, in Yale Electric Corporation v. Roberts, in 26 F.2d 972, 
made this comment: 

“However, it has of recent years been recognized that a merchant 
may have a sufficient economic interest in the use of his mark outside 
the field of his own exploitation to justify interposition by a Court. His 
mark is his authentic seal. By it he vouches for the goods which bear it. 
It carries his name for good or ill. If another uses it he borrows the 
owner’s reputation, whose quality no longer lies within his own control. 
This is an injury even though the borrower does not tarnish it or 
divert any sales by its use; for a reputation, like a face, is the symbol of 
its possessor and creator and another can use it only as a mask.” 

As to the testimony that the defendant’s business increased fourfold 
from 1953 until 1955, or from ten thousand dollars to forty thousand 
dollars, we have merely an inference that that resulted from his using, in 
the beginning of the spring of 1954, a. a. a. The defendant’s testimony is 
that it resulted from an increase in substandard business. According to 
my view of the law it is unnecessary for me to resolve that question. 

As to the defendant’s testimony that he is engaged merely in substand- 
ard business and therefore not in competition with Insurance Agency, 
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Incorporated, which does not engage in substandard business, it seems to 
me that that is also immaterial. Justice HANp used the word “tarnish”, 
and the complainants in this case wish to protect the integrity, the honor, 
of their association of letters A. A. A. 

The testimony in the case leads me to the conclusion that the defend- 
ant did not inadvertently misuse a name which was the property of another 
or other organizations’, and having spent time and money in building up 
that name shows a reluctance to discontinue it. The testimony leads me to 
the view that the defendant cunningly adopted A. A. A. for use in its insur- 
ance business for the purpose of attracting customers who would believe 
they were dealing with the American Automobile Association or some 
affiliated organization. 

I appreciate the fine presentation by eminent counsel on both sides. If 
yesterday I gave any indication that I intended to dispose of the case with- 
out delay, I mention, merely to disabuse your minds of any possible notion 
that I did not intend to give sufficient thought to the case, and for no other 
reason, that I did spend quite a few hours on the case last night and quite 
a few hours on it this morning. 

I shall issue an injunction in accordance with the prayers in the Bill 
of Complaint, restraining the defendant from the use of this name. 


QUALITY COURTS UNITED, INC. v. QUALITY COURTS, INC. 
No. 5064 — D. C., M. D. Pennsylvania — March 15, 1956 


ComMOon LAW TRADEMARKS—NATURE OF RIGHTS 
Neither incorporation nor use of a corporate name entitles one to compete 
unfairly. 
REMEDIES—INFRINGEMENT— EVIDENCE 
Party who has undertaken to use trade name or mark similar to that of a prior 
user must assume the burden of justifying such use. 
REMEDIES—IN¥FRINGEMENT—BASIS OF RELIEF—IN GENERAL 
REMEDIES—INFRINGEMENT—DEFENSES 
If junior party’s use of trade name or mark is likely to result in publie con- 
fusion, equity will afford relief irrespective of his innocent motives and any doubts 
as to the adequacy of relief will be resolved against the transgressor. 


When subsequent user’s appropriation of name is in a territory which prior user 
will probably reach in the normal course of expansion or if latter’s trade, though 
in a different area, is in competition with the trade of the former, relief will be 
granted to the prior user and, in the application of this geographical test to the 
motel business, consideration must be given to the fact that the first user’s reputation 
has been carried to distant points and that its customers are attracted from a wide 
area. 

TRADEMARK AcT or 1946—REGISTRABILITY—SECONDARY MEANING MARKS 

Plaintiff’s use of name and mark QUALITY in connection with motel services 
found to be fanciful and arbitrary; not an indication of the quality of the services 
but a means of identifying the origin and source of such services and to distinguish 
them from those of others. 

TRADEMARK AcT oF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
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REMEDIES—INFRINGEMENT—SOOPE OF RELIEF—INJUNCTION 
In an action involving, as plaintiff, an organization created for the promotion 
and improvement of motel service which undertook to authorize independent motel 
operators who conformed to its standards to use the name and mark QUALITY and as. 
defendant, a corporation operating a motel in Pennsylvania which used the same 
word without authority from plaintiff, the court found that by reason of extensive 
use and advertising a secondary meaning had been established by plaintiff in the 
said name and mark with the result that defendant’s use thereof was likely to cause 
confusion, to prevent which, an injunction was issued. 

Action by Quality Courts United, Inc., v. Quality Courts, Inc., for 
trademark infringement and unfair competition. Judgment for plaintiff. 
Albert Aston, Andrew Hourigan, Jr., and Allan M. Kluger, of Wilkes- 

Barre, Pennsylvania, and John Trenam, of Tampa, Florida, for plain- 

tiff. 

Arthur A. Maguire and Joseph Serling, of Wilkes-Barre, Pennsylvania, 
for defendant. 

Murpny, Chief Judge. 

Plaintiff seeks to enjoin defendant from infringement of its registered 
trademark and from unfair competition in the use of its trademark, trade 
name, service mark and collective mark.’ Jurisdiction arises from diver- 
sity of citizenship and the requisite amount in controversy, 28 U.S.C.A. 
§ 1332(a) (1); and the presence of a federal question? joined with a claim 
of unfair competition, 28 U.S.C.A. § 1338(a)(b). The case was tried to 
the court without a jury. The record consists of the pleadings, notes of 
testimony, and various exhibits. After appraising the evidence offered by 
and on behalf of the plaintiff, defendant did not offer any testimony. Based 
on the uncontradicted evidence, we make the following findings of fact. 


FInpinos oF Fact 


1. Plaintiff, Quality Courts United, Inc., is a non-profit corporation 
organized and existing under the laws of the State of Florida since its 
incorporation on August 16, 1941. (An amendment to the charter was 
approved and filed December 16, 1953). 

2. Defendant, Quality Courts, Inc., incorporated under the laws of 
Pennsylvania on August 1953 has its principal office and place of business 
in Dallas, Pennsylvania, in this district, where it opened to the public on 
January 1, 1954, a newly constructed 24 unit motel. 

3. Plaintiff and its immediate predecessor Quality Courts United, 
an unincorporated association, have been actively connected with the motor 
court business since 1939. 

4. The name QUALITY, QUALITY COURT, QUALITY COURTS, QUALITY COURTS 
UNITED had never been used in connection with any motor court business 
prior to its adoption by plaintiff and its predecessor. 


1. Plaintiff did not press its claim for an accounting or damages. 

2. See Lanham Trademark Act of 1946, 15 U.S.C.A. § 1051 et seq.; as to juris- 
diction, 15 U.S.C.A. § 1121, Steele v. Bulova Watch Co., Inc., 1952, 344 U.S. 280 at 284, 
73 S.Ct. 252, 97 L.Ed. 252, 95 USPQ 391, 393 (43 TMR 57). 
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5. The purpose for which its predecessor was organized and plain- 
tiff incorporated and for which it presently exists is to improve motor 
court business and facilities and to create and maintain through enforce- 
ment of high standards for member courts a reputation for excellence for 
the names QUALITY COURT, QUALITY COURTS, QUALITY MOTOR COURT and 
QUALITY COURTS UNITED, so that the traveling public will associate with 
such names high standards of motor court accommodations and patronize 
motor courts owned by members of plaintiff’s organization. 

6. Plaintiff does not itself own or operate any motor courts. It sim- 
ply prescribes standards of facilities and operation for motor courts which 
enjoy membership in plaintiff organization and conducts advertising and 
promotional activities for such courts. 

7. Membership in plaintiff organization, upon approval by the Board 
of Directors, may be obtained and retained only by an individual with 
respect to a particular motor court. Payment of dues, compliance with the 
by-laws and maintenance of prescribed standards are requisites of continu- 
ing membership. 

8. December, 1945, plaintiff organization had 51 members. January 
1, 1954, there were 390 members in twenty-six states and two provinces 
in Canada. May, 1955, plaintiff had 430 members. 

9. In the fall of 1953 these were nine member courts in Pennsyl- 
vania; thirty-eight in immediately contiguous states. At the time of trial 
there were sixteen member courts in Pennsylvania; forty-one in the sur- 
rounding states. 


10. The competitive territory of a motor court covers a wide area. 
Potential customers are those in fast moving vehicles traveling long dis- 
tances. Within one hundred miles competition is intense; less so over a 
one day driving area, about four hundred to six hundred miles. 


11. Each year, at substantial cost, plaintiff publishes and distributes 
guide books which list the names and locations of member courts. The 
purpose of these guide books is to provide the traveling public with reli- 
able, conveniently arranged information as to excellent motel accommo- 
dations; to advertise and promote courts which enjoy membership in 
plaintiff organizations. Fifty thousand (50,000) copies were published and 
distributed in 1941. The number increased from year to year so that in 
1954, 4,128,000 copies were published and distributed at a cost of $106,- 
889.30. Since 1939 eighteen different guide books were published and dis- 
tributed at a cost in excess of a quarter million dollars. 3,500,000 copies 
were contracted for in 1955. 


12. In addition to the expenditures for guide books, plaintiff has spent 
large sums advertising and promoting member courts. Member courts have 
likewise spent considerable sums advertising their facilities and services 
and membership in plaintiff organization. Apart from time, money and 
services of the individual members over the years the organization spent 
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$603,395.11 promoting its good will and reputation and that of its indi- 
vidual members. For 1955 alone $125,000 was budgeted for newspaper 
advertising. 

13. Advertising media employed include travel guides, newspapers, 
posters, billboards, metal emblems, trade journals, and nationally cireu- 
lated magazines. 

14. Articles concerning or referring to plaintiff organization have 
appeared in Motor Court Age, December 1946 and 1947; American Motels, 
December 1947, April 1955; Tourist Court Journal, December 1949; The 
Saturday Evening Post of July 5, 1947 and of July 18, 1953; Readers’ 
Digest of September 1947; Fortune of August, 1951; Esquire, Pageant, 
Pathfinder and Town Journal of June, 1954. In October 1954, an article 
on American Motels, including plaintiff organization, appeared in a maga- 
zine, Scottish Field, published and circulated in Scotland. 

15. The name of plaintiff organization is considered by the American 
Automobile Association—which lists practically all of plaintiff’s members’ 
courts in its travel guides—five or six million copies annually—to be a 
mark of distinction. 

16. During 1954, members of plaintiff organization served some 
6,000,000 persons representing estimated gross receipts of $22,000,000.00. 

17. Through service including its advance registration program and 
accommodations of uniformly excellent standards, and through proper ad- 
vertising and generally outstanding public relations, plaintiff’s members’ 
courts have built up a large clientele. 

18. Because of the good will achieved; greatly increased patronage 
and net income obtained; membership in a plaintiff organization increases 
the sale price of member courts although membership is not per se trans- 
ferable. 

19. Each member court is designated and certified as such to the 
traveling public by a large metal emblem prominently displayed contain- 
ing the words QUALITY couRTs. Each court must be inspected and re- 
approved annually. 

20. Since 1941 plaintiff has used a seal as a symbol or emblem to- 
gether with other media to advertise the organization and its member 
courts. 

21. To protect the name QUALITY CouRTS and the emblem of the or- 
ganization, under authority granted June 3, 1950, an application for reg- 
istration of a collective mark for services was filed with the United States 
Office on February 19, 1952, and registered under the Trademark Act of 
1946 on the principal register on June 25, 1954, June 2, 1952, an appli- 
cation for a trademark was likewise filed and registered on August 18, 
1953. 

22. It has become common practice for motor court patrons and 
travel editors and authors and those connected with the motor court jindus- 





Vol. 46 T. M. R. QUAL. COURTS UNITED v. QUAL. COURTS 571 


try to identify member courts of plaintiff organization simply as QUALITY 
courts and to speak of “traveling Quality” when signifying use of plain- 
tiff’s members’ courts on automobile trips. 

23. In front of its motel defendant displayed a large neon sign con- 
taining the words or name QUALITY CouRTS. Several billboard advertise- 
ments and telephone directories carried the same name. On soap wrappers 
defendant used the name QUALITY COURTS INC.; on stationery, QUALITY 
COURT MOTEL INC.; on registration cards, business cards and envelopes, 
match book covers and telephone directories, QUALITY COURTS MOTEL INC. 


24. Defendant’s president having made a trip to Florida during 1953 
thereafter knew, or was in a position to know, of plaintiff organization 
and its well publicized name prior to defendant’s adoption of the word 
QUALITY as an integral part of its name. 


25. Plaintiff did not consent to or acquiesce in defendant’s use of the 
word QUALITY in its name. Upon discovery of such use, plaintiff, by letter 
to defendant dated January 26, 1954, registered objection with respect 
thereto. Thereafter, plaintiff made numerous requests and demands upon 
defendant for elimination of the word quauity from defendant’s name. 
These requests and demands were ignored or rejected by defendant. 


26. Defendant’s adoption and use in substantial entirety of plaintiff 
organization’s name has confused and deceived and tends to confuse and 
deceive members of the traveling public by generating the false belief or 
impression among travelers that someone connected with the defendant 
enjoys membership in plaintiff organization. 


CONCLUSIONS OF LAW 


1. The Court has jurisdiction over the parties and subject matter. 

2. By virtue of long use, advertising, and other promotional activities 
of the plaintiff organization, the word QUALITY as used in connection with 
motor courts has acquired a secondary meaning, such word being associated 
in the minds of automobile travelers with courts owned by members of 
plaintiff organization. 


3. Plaintiff has acquired a valuable property right in its name as 
such is related to the motor court business in the United States and for 
present purposes in Pennsylvania in particular. 

4. Plaintiff’s right to the natural expansion of its trade territory 
embraces that territory in which defendant’s motor court is located. 


5. By adoption of plaintiff’s name in substantial entirety, defendant 
has, to its unjust enrichment, passed off its services as those of a member 
of plaintiff organization, thereby appropriating to itself the good will and 
reputation of the business of plaintiff and its constituent members. 

6. The defendant’s use of the names QUALITY COURTS, QUALITY COURTS 
INC., QUALITY COURT MOTEL, QUALITY COURT MOTEL INC. in describing or adver- 
tising its motor court infringes plaintiff’s collective mark for services and its 
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trademark. Such use has up to the time of trial and unless enjoined will 
continue to deceive, mislead and confuse substantial numbers of the 
traveling public and constitutes unfair competition with plaintiff organ- 
ization. 


7. Defendant, its agents, and employees, should be restrained from 
using the names QUALITY, QUALITY COURT, QUALITY COURTS, QUALITY MOTEL 
or any other similar name in any manner in connection with defendant’s 


motel or related business. 
8. The plaintiff is not entitled to an accounting or to damages. 


DISCUSSION 


While the complaint spoke in terms of trade name, trademark and 
service mark, actually plaintiff registered a trademark and a collective mark 
(services), the trademark referring to plaintiff’s goods; the collective mark 
describing the services as “Providing Lodging in Tourist Courts in Class 
100” ; “Courts” was disclaimed from the mark in its entirety.* See and ef. 
15 U.S.C.A. §1053; Application of Radio Corporation of America, CCPA, 
1953, 205 F.2d 180, 98 USPQ 157 (48 TMR 1168) ; Springfield Fire and 
Marine Ins. Co. v. Founders’ Fire and Marine Ins. Co., D.C.N.D. Cal. 8.D. 
1953, 115 F.Supp. 787, 793, 794, 99 USPQ 38, 42, 43 (44 TMR 170); 
Household Finance Corp. v. Federal Finance Corp., D.C. Arizona, 1952, 
105 F.Supp. 164, 94 USPQ 222; 15 U.S.C.A. §1054; R. M. Hollingshead 
Corp. v. Davies-Young Soap Co., CCPA, 1941, 121 F.2d 500 at 504, 50 - 
USPQ 71, 75-76 (31 TMR 260) ; 15 U.S.C.A. §1127, and see Commentary 
Id. p. 265 at 269. 

“A service mark is a mark which identifies and distinguishes services 
and includes various distinctive features of advertising which identify a 
service * * *,.” “A eollective mark is a mark used by the members of a 
cooperative, association or other group or organization to identify and 
distinguish the goods or services of such members, and includes marks used 
to identify membership in a union or other organization * * *.” “* * * If 
the mark is used by the organization itself to identify its own goods or 


3. In each instance the mark was shown as a seal, symbol or emblem; the collective 


QUALliy 


COURTS 


See and cf. Estate of P.D. Beckwith Inc. v. Commissioner of Patents, 1920, 252 U.S. 
538, 40 S.Ct. 414, 64 L. Ed. 705 (10 TMR 255); Restatement Law of Torts, §§715, 724; 
Q-Tips, Inc. v. Johnson §& Johnson, 3 Cir. 1953, 206 F.2d 144, 98 USPQ 86 (44 TMR 39). 
Cf. Commentary, supra, 15 U.S.C.A. at p. 268. “Whereas the prior Acts required 
physical affixation of the mark to the goods, use of the mark on displays associated with 
the goods is sufficient to comply with the present Act * * *. With regard to use of a 
service mark, the only requirement is that the services in connection with which the 
mark is used must be rendered in commerce. Any use of a mark identifying services, 
whether in advertising, on invoices, letterheads, or the like, satisfies the terms of the 
statute, provided the services are rendered in commerce.” 
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services * * * it is a trademark or service mark, as the case may be, and 
not a collective mark.’ 

Apart and distinct from the substantive rights arising from registra- 
tion (see 15 U.S.C.A. §1072, constructive notice to infringers; §1065, incon- 
testability, and §1115, presumption of validity; General Electric Co. v. 
Schwartz, D.C.E.D.N.Y. 1951, 99 F.Supp. 365 at 368, 90 USPQ 198, 201 
(41 TMR 984)° and expansion of jurisdiction under the statute (see 15 
U.S.C.A. §1127 and Commentary, Id. p. 284; Conde Nast Publications Inc. 
v. Vogue School of Fashion Modeling Inc., D.C.S.D.N.Y. 1952, 105 F.Supp. 
325 at 327, 94 USPQ 101, 102 (42 TMR 764)—all three marks and plain- 
tiff’s trade name, if the facts warrant, are entitled to protection under the 
broader law as to unfair competition, Armstrong Paint and Varnish Works 
v. Nu-Enamel Corp., 1938, 305 U.S. 315 at 324-325, 59 S.Ct. 191, 83 L.Ed. 
195, 39 USPQ 402, 405 (29 TMR 3) ; Hanover Star Milling Co. v. Metcalf, 
1915, 240 U.S. 403 at 413, 36 S.Ct. 357, 60 L.Ed. 713 (6 TMR 149) ; 
Bond Stores, Inc. v. Bond Stores, Inc. 3 Cir. 1939, 104 F.2d 124, 125, 41 
USPQ 562, 563-564 (29 TMR 520); House of Westmore Inc. v. Denney, 
3 Cir. 1945, 151 F.2d 261 at 265, 66 USPQ 373, 376 (35 TMR 318) ; 
B.V.D. Co. v. Kaufman & Baer Co., 272 Pa. 240, 116 A. 508 (14 TMR 203) ; 
Pennsylvania Central Brewing Co. v. Anthracite Beer Co., 1917, 258 Pa. 45, 
101 A. 925 (7 TMR 549) ; Thomson-Porcelite Co. v. Harad, 1947, 356 Pa. 
121 at 124, 51 A.2d 605, 73 USPQ 196, 198 (87 TMR 362) ; Coca-Cola Co. 
v. Busch, D.C.E.D. Pa. 1942, 44 F.Supp. 405, 407, 52 USPQ 377, 379 
(32 TMR 174). Since the results would be the same under state and 
federal law we need not decide the very nice question of which law should 
be applied. Cf. Commentary 15 U.S.C.A., p. 254-288; 8. C. Johnson & Son, 
Inc. v. Johnson, 2 Cir. 1949, 175 F.2d 176 at 178, 81 USPQ 509, 511-512 
(39 TMR 557) ; Dad’s Root Beer Co. v. Doc’s Beverage Inc., 2 Cir. 1951, 
193 F.2d 77 at 80, 91 USPQ 306, 309 (42 TMR 37); Stauffer v. Exley, 
9 Cir. 1950, 184 F.2d 962 at 964, 87 ae, 40, 41-42 (40 TMR 960) ; 
Steele v. Bulova Watch Co., Inc., 1952, 344 U.S. 280 at 283, 95 USPQ 391, 
392, note 6 (43 TMR 57) ; Goebel Brewing Co. v. Esslingers Inc., 1953, 373 
Pa. 334 at 340, 341, 95 A.2d 532, 97 USPQ 491 (48 TMR 1040) ; Pecheur 
Lozenge Co., Inc. v. National Candy Co., Inc., 1942, 315 U.S. 666, 62 S.Ct. 





4. Id. at 270. “A certification mark is a mark used in connection with the goods 
or services of any person other than the owner of the mark to certify regional origin, 
quality, accuracy, material, mode of manufacture, production by union labor, or other 
characteristics of the goods or services.” “Service marks and certification marks are new 
to our statutory law. Provision was made for registration and protection and protection 
of collective marks by the Amendment of June 10, 1938, to the Act of 1905, but since 
they have not heretofore been defined, this class of marks may also, for all practical 
purposes, be considered new. These three classes of marks have been given protection 
under the common law, but they now have a new status under statutory law.” 


5. See Commentary, supra, at p. 280, “The greatest single advantage of a principal 
registration is that it is constructive notice of the registrant’s claim of ownership of the 
mark * * *,” “Subsequent use of the mark by another” * * * “is an unlawful use and 
cannot be justified by a claim of innocence, good faith or lack of knowledge.” “* * * A 
principal registration is prima facie evidence of ownership, validity of the registration 
and of the registrant’s exclusive right to use the mark in commerce * * * 
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853, 86 L.Ed. 1103, 53 USPQ 11 (32 TMR 194); Campbell Soup Co. v. 
Armour & Co., 1949, 175 F.2d 795, 796, 81 USPQ 430, 431 (39 TMR 566) ; 
Q)-Tips, Inc. v. Johnson & Johnson, supra, 206 F.2d 144, 98 USPQ 86 
(44 TMR 39) ; Esquire Inc. v. Maira, D.C.M.D. Pa. 1951, 101 F.Supp. 398 
at 401, 91 USPQ 318, 320 (42 TMR 44); Lone Ranger Inc. v. Currey, 
D.C.M.D. Pa. 1948, 79 F.Supp. 190 at 196, 78 USPQ 244, 250 (38 TMR 891) ; 
Sears, Roebuck & Co. v. Johnson, 3 Cir. 1955, 219 F.2d 590 at 592, 104 
USPQ 280, 282 (45 TMR 461). 

We need not pause to determine whether or not QUALITY constituted a 
proper trademark or a proper subject for registration.® Its use was fanciful 
and arbitrary, not to indicate quality merely but more so origin or owner- 
ship so as to distinguish plaintiff organization and the courts of its members 
from other organizations and other motor courts. See 15 USCA §1052(e), 
“merely descriptive”; Id. §1065; §1115(b), incontestability. Here plaintiff 
need not rely upon its statutory rights since its marks have acquired a 
secondary meaning indicating that courts so marked are those operated by 
members of plaintiff organization. Protection is then afforded not only as 
a matter of justice to the plaintiff but to prevent imposition upon the public. 
See Armstrong Paint and Varnish Works v. Nu-Enamel Corp., supra, 305 
U.S. 315 at 336, 39 USPQ 402, 409 (29 TMR 3); Standard Paint Co. v. 
Rubberoid Roofing Co., 7 Cir. 1915, 224 F. 695 at 696 (5 TMR 207); 
Socony-Vacuum Oil Co., Inc. v. Rosen, 6 Cir. 1940, 108 F.2d 632 at 635, 
44 USPQ 379, 382-383 (30 TMR 165); R. H. Macy & Co., Inc. v. Macy’s 
Drug Store, Inc., 3 Cir. 1936, 84 F.2d 387, 30 USPQ 105 (26 TMR 443) ; 
Grocers Baking Co. v. Sigler, 6 Cir. 1942, 1382 F.2d 498 at 500, 56 USPQ 
123, 125 (33 TMR 130) ; 68 Harvard L.Rev. 814 at 823; Restatement Law 
of Torts, §716, Comment (b), Note 150 A.L.R. 1067; Springfield Fire and 
Marine Ins. Co. v. Founders’ Fire and Marine Ins. Co., 115 F.Supp. 787, 
99 USPQ 38 (44 TMR 170) ; Peters v. Machikas, 1954, 378 Pa. 52 at 58, 
105 A.2d 708, 101 USPQ 502, 504 (44 TMR 1156); Quaker State Oil 
Refining Co. v. Steinberg, 1937, 325 Pa. 273 at 279, 189 A. 473 (27 
TMR 146). 

As the facts indicate, as a result of maintenance of excellent standards, 
continued exclusive use of the trademark, collective mark, seal, symbol or 
emblem, and trade name, advertising through various media; discussion in 
magazines of national circulation, in the trade, and among the traveling 
public; millions of satisfied customers; plaintiff’s trade name and several 
marks have acquired a secondary meaning, identifying motor courts which 
are through membership a part of plaintiff’s organization, thereby en- 


6. See the rule of Mfg. Co. v. Trainer, 1879, 101 U.S. 51 at 55, 25 L.Ed. 993, 
ef. dissenting opinion at p. 58; Canal Co. v. Clark, 1871, 13 Wall (80 U.S.) 311 at 323; 
Manhattan Medicine Co. v. Wood, 1882, 108 U.S. 218 at 223; Menendez v. Holt, 1888, 
128 U.S. 514 at 520, 9 S.Ct. 143, 32 L.Ed. 526; Lawrence Mfg. Co. v. Tennessee Mfg. Co., 
1891, 138 U.S. 537, 546, 11 S.Ct. 396, 34 L.Ed. 997; Dennison Mfg. Co. v. Thomas Mfg. 
Co., C.C. Del. 1899, 94 F. 651 at 657; Keebler Weyl Baking Co. v. J. S. Irvins’ Son Inc., 
D.C.E.D. Pa. 1934, 7 F.Supp. 211 at 212, 23 USPQ 21, 22 (24 TMR 161); Restatement 
Law of Torts $721. 
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hancing plaintiff’s and its members’ good will, reputation and clientele. 
In aceord, see Quality Courts United Inc. v. Jones (S.C. Fla. 1952), 59 
So.2d 20; Quality Courts United Inc. v. Bishop, (S.C. Fla. 1952) 59 So.2d 
23, and see Quality Courts United Inc. v. Joseph E. McGlamery, et ux, 
No. 79843-C, March 16, 1948, C.C. of Hillsborough County, Florida 
(unreported). 

With an infinity of names, real and fanciful, from which to choose, 
the defendant chose the name used by the plaintiff. The use of the word 
QUALITY in the advertising of a motor court, which is not through member- 
ship a part of the plaintiff organization, has prior to the trial and if not 
restrained in the future would necessarily tend to confuse, mislead and 
deceive large numbers of people—the general public, those in the industry, 
and particularly the traveling public—causing them to believe that the 
court in question was through membership affiliated with or a part of 
plaintiff organization, thereby infringing plaintiff’s trade and other marks 
and trade name, and constituting unfair competition. See Restatement Law 
of Torts, §729 (1938) ; Sears, Roebuck & Co. v. Johnson, supra, 219 F.2d 
590, 104 USPQ 280 (45 TMR 461); Id., the names are not just similar, 
they are identical and used in the same market as to the same or similar 
services; cf. Goebel Brewing Co. v. Esslingers, supra, 373 Pa. at 343, 97 
USPQ at 495 (48 TMR 1040) ; Standard Oil Co. v. Standard Oil Co. of 
Maine, D.C. Me., S.D. 1930, 38 F.2d 677 at 678 (20 TMR 230) ; American 
Automobile Ins. Co. v. American Auto Club, 9 Cir. 1950, 184 F.2d 407 at 
409, 87 USPQ 59, 61 (40 TMR 955); Socony-Vacuum Oil Co., Inc. v. 
Rosen, supra, 108 F.2d at 636, 44 USPQ at 383 (30 TMR 165); Sears, 
Roebuck & Co. v. Johnson, supra, 219 F.2d at 592, 104 USPQ at 282 (45 
TMR 461); Q-Tips, Inc. v. Johnson & Johnson, supra, 206 F.2d at 147, 
98 USPQ at 88-89 (44 TMR 39); R. H. Macy & Co. v. Macy’s Drug Store, 
supra, 84 F.2d 387, 30 USPQ 105 (26 TMR 443). 


The growth and expansion of plaintiff and its members economically 
and territorially is amply demonstrated by the growth in numbers and 
widening of the territory over the years. Commencing with one member 
having a court at Gettysburg in Pennsylvania in 1939, the number increased 
to nine at various places in Pennsylvania in late 1953, immediately prior to 
the adoption of the name QUALITY couRTs by defendant in its corporate 
charter; the number had increased to sixteen in 1955. 

When a second user’s appropriation of a trade name is in the territory 
which will probably be reached by a prior user in the natural expansion 
of his trade, or, a fortiori, if the second user’s trade, though in another area, 
is in actual competition with the trade of the first user in his area, then 
relief will be granted the first user. Sweet Sixteen Co. v. Sweet “16” Shop 
Inc., 8 Cir. 1926, 15 F.2d 920 at 923, (17 TMR 71); White Tower System, 
Inc. v. White Castle System, ete., 6 Cir. 1937, 90 F.2d 67 at 68, 69, 33 
USPQ 573, 574, (27 TMR 600); Food Fair Stores, Inc. v. Food Fair Inc., 
1 Cir. 1949, 177 F.2d 177 at 183, 83 USPQ 14, 18, (39 TMR 894); Hub 
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Clothing Co. v. Cohen, 270 Pa. 487, 113 A. 677; Restatement Law of Torts, 
§732. 

In applying this geographical test, consideration must be given to the 
nature of the businesses involved and the competitive area; a larger area 
of protection will be granted where the motoring public has carried the 
plaintiff’s reputation to far distant points and where his business attracts 
customers from a large area. White Tower System, Inc. v. White Castle 
System, ete., supra, 90 F.2d 67, 33 USPQ 573: Hub Clothing Co. v. Cohen, 
supra, 270 Pa. 487. 

In these days of fine highways and highpowered motor ears, the auto- 
mobile traveler can and does traverse several hundred miles in a day’s 
time. In selecting overnight sleeping accommodations, he is in nowise re- 
stricted to motels situated in a small area. If unsatisfied with the appearance 
or reputation of a particular motel, he can, within the space of a very brief 
time, seek accommodation many miles away. Further, with alternate routes 
available as between most major points in the United States, he may choose 
one rather than the other route simply to enjoy preferred motor accom- 
modations. 

As we have heretofore indicated, defendant operated under the same 
name in the same market—the same competitive area—offering motel ser- 
vice. Such conduct should be enjoined. See Grocers Baking Co. v. Sigler, 
6 Cir. 1942, 1382 F.2d 498 at 502, 56 USPQ 123, 127, (33 TMR 130) ; Stork 
Restaurant, Inc. v. Sahati, 1948, 9 Cir. 166 F.2d 348 at 358, 76 USPQ 
374, 381-382, (38 TMR 431). 

Neither incorporation per se, Local Loan Co. v. Local Finance Corp., 
D.C.E.D. Wis. 1944, 56 F.Supp. 658 at 661, 63 USPQ 140, 143, (34 TMR 
363), nor use of a corporate name, Goodyear’s India Rubber Glove Mfg. 
Co. v. Goodyear Rubber Co., 1888, 128 U.S. 598 at 603, 9 S.Ct. 166, 32 
L.Ed. 535; American Steel Foundries v. Robertson, 1926, 269 U.S. 372, 
380, 46 S.Ct. 160, 70 L.Ed. 317, (16 TMR 51), gives defendant any right to 
compete unfairly. 

The essence of the wrong is the representation that defendant’s court 
is in fact a member of plaintiff’s organization. Canal Co. v. Clark, supra, 
80 U.S. at 322, 323; Goebel Brewing Co. v. Esslingers Inc., supra, 373 Pa. 
at 342, 97 USPQ at 494, (48 TMR 1040); B.V.D. Co. v. Kaufman & Baer 
Co., supra, 272 Pa. at 242, (14 TMR 203). 

The burden is on the defendant to justify unauthorized use of plaintiff’s 
trade name and marks. Jacobs v. Beecham, 1911, 221 U.S. 263 at 271, 31 
S.Ct. 555, 55 L.Ed. 729; Sears, Roebuck & Co. v. Johnson, supra, 219 F.2d 
at 593, 104 USPQ at 283, (1 TMR 55) ; Defendant has not met that burden. 

Whether innocent or not, Ettore v. Philco Television Broadcasting 
Corp., 108 USPQ 187, 193, (46 TMR 319) ; Sears, Roebuck & Co. v. John- 
son, supra, 219 F.2d at 593, 104 USPQ at 283, (45 TMR 461); Peters v. 
Machikas, supra, 378 Pa. at 59, 101 USPQ at 504, (44 TMR 1156) ; Goebel 
Brewing Co. v. Esslingers, Inc., supra, 373 Pa. at 345, 97 USPQ at 495, 
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(43 TMR 1040) ; Coca-Cola Co. v. Busch, supra, 44 F.Supp. 405 at 409, 52 
USPQ 377, 381, (32 TMR 174); Champion Spark Plug Co. v. Sanders, 
1947, 331 U.S. 125 at 130, 67 S.Ct. 1136, 91 L.Ed. 1386, 73 USPQ 133, 136, 
(37 TMR 323); Federal Trade Commission v. Winsted Hoisery Co., 258 
U.S. 483, (11 TMR 277) ; American Clay Mfg. Co. v. American Clay Mfg. 
Co., 1901, 198 Pa. 189, at 193, 47 A. 936; Thomson-Porcelite Co. v. Harad, 
supra, 356 Pa. at 125, 73 USPQ at 198, (837 TMR 362) ; since defendant’s 
conduct has produced and is likely to produce confusion in the public 
mind, it constitutes unfair competition for which equity affords relief. 

Defendant adopted and used the name without plaintiff’s consent. As 
soon as plaintiff heard of defendant’s conduct it protested, requested 
defendant to cease and failing therein brought the present action. 

Where unfair competition is established any doubts as to the adequacy 
of relief are resolved against the transgressor. Champion Spark Plug Co. 
v. Sanders, Id., supra, 311 U.S. 125, 73 USPQ 133, (37 TMR 323); 
Warner & Co. v. Lilly & Co., 1924, 265 U.S. 526 at 531, 44 S.Ct. 615, 68 
L.Ed. 1161, (14 TMR 247); Stork Restaurant, Inc. v. Sahati, supra, 166 
F.2d at 359, 76 USPQ at 382-383, (38 TMR 431) ; see 15 U.S.C.A. §§1116, 
1118, 1119; R. H. Macy & Co. Inc. v. Colorado Clothing Mfg. Co., 10 Cir. 
1934, 68 F.2d 690 at 692, 20 USPQ 132, 134, (24 TMR 43). 

“* * * the tendency of the law * * * legislative and common, has been 
in the direction of enforcing increasingly higher standards of fairness or 
commercial morality in trade. The tendency still persists.” Vol. 3, Restate- 
ment Torts, p. 540. 

A decree in accordance with this opinion will be handed down this date. 


ESQUIRE, INC. v. ESQUIRE SLIPPER MANUFACTURING CO., INC. 
No. 54-224-A — D.C. Massachusetts — March 16, 1956 


REMEDIES—UNFAIR COMPETITION—EVIDENCE 
Plaintiff, publisher of ESQUIRE magazine objects to defendant’s use of name 
ESQUIRE on any slippers manufactured by this company and reproduction of word 
in script as distinguished from block letters which defendant employs frequently 
but not uniformly. 
EsqQuirE in the public mind is not limited either to men’s fashions or to plain- 
tiff’s magazine but has general connotation for which defendant contends. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Plaintiff seeks to prevent defendant from using ESQUIRE in block letters in its 
corporate name. If defendant’s conduct were found to afford him free ride on 
plaintiff’s reputation, law presumes injury without proof that defendant has cheap- 
ened it by association with an inferior product. Even if plaintiff’s use of ESQUIRE 
had tended to increase public use or acceptance and enhanced common meaning of 
word, this would not be basis of claim of unfair competition. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DILUTION 

While dilution has been described as the whittling away of special meaning 
through use by another, it is too broad a definition. There must be at least some 
“likely confusion” and where there is none, a person proceeding of his own title 
is not guilty of dilution. Manufactured words or combinations of common words 
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may have special meaning, but single word in common use cannot be entirely appro- 
priated from public domain so that others have no right. 

Court therefore concludes that defendant is to discontinue use of ESQUIRE on 
all merchandise and use of word only in script form in connection with corporate 
name, 

Action by Esquire, Inc. v. Esquire Slipper Manufacturing Co., Inc. 
for trademark infringement and unfair competition. Complaint dis- 
missed. 


Hale & Dorr and James D. St. Clair, of Boston, Massachusetts, for plaintiff. 
Cedric W. Porter, of Boston, Massachusetts, for defendant. 


AvpricH, District Judge. 

This is an action primarily for an injunction brought by Esquire, Inc., 
against Esquire Slipper Manufacturing Co., Inc. Jurisdiction exists 
both under the Lanham Act, 15 U.S.C. § 1051 et seq., and on the basis of 
diversity. Plaintiff, since 1933, has published a magazine under the name 
of esquirE, U.S. Trademark + 313,768, printed in a distinctive, disjointed 
script. The defendant manufactures men’s slippers, ten per cent of which 
it sells under the name ESQUIRE, and the balance under various names 
selected by individual chain and department stores. It does not sell at 
retail. The plaintiff objects to defendant’s using the name ESQUIRE on any 
slippers; it objects to the name ESQUIRE being reproduced by the defendant 
in script, as distinguished from block letters (which the defendant does 
frequently, but not uniformly); but, fundamentally, it objects to the 
defendant’s employing the name ESQUIRE in any connection whatever. 
The defendant has offered, unacceptably, to stipulate that it will not 
hereafter use the name on merchandise, or in any sales or promotion, 
and will use it only as part of its corporate name, and then in block 
letters. Accordingly, I will take this final reservation of the corporate 
name, which it is unwilling to renounce, as the first issue. 

Plaintiff's magazine has a very considerable national circulation. 
It is comparatively high priced, is addressed primarily to a relatively 
well-to-do audience, and commands substantial advertising, both in lineage 
and revenue. It purports to be concerned with all “masculine interests,” 
and to an extent it may be, although I cannot avoid the thought that one 
is disproportionately emphasized. Other prominent features are men’s 
wear, liquor and travel. In advertising lineage those three items rank in 
the order named. In non-advertising content (“editorial,” so-called), 
men’s fashions would appear to maintain the same relation to the other 
two, but to stand far behind fiction, non-fiction, cartoons, and other pic- 
torial. I disagree with defendant’s contention that such subordination is 
of importance. 

While plaintiff asserts that it has substantial “acceptance” as to liquor 
and travel, and doubtless has, or it could not maintain its advertising 
volume, in the area of men’s fashions it goes further and claims a virtual 
monopoly. The suggestion was that if plaintiff said such and such would 
be the fashion, it was; and if plaintiff said it was out, it was out. Only 
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when I heard defendant’s case I learned that national manufacturers 
spent four times as much to advertise men’s wear in Life magazine as in 
the plaintiff’s. The counter fact that this bought fewer pages, and that 
fewer advertisers in number could afford Life’s far higher rates, scarcely 
means, under these circumstances, that the plaintiff is “almost the sole 
arbiter of what is correctly fashionable.” For this, and other reasons, 
I will not so find. On the other hand I do find that the plaintiff’s name, 
so far as it belongs to the plaintiff, has valuable good will, and is regarded 
as a prominent voice on the subject of men’s fashion. 

I do not find that the plaintiff in any material degree “creates” 
fashions. However, it is industrious in discovering, analyzing and pro- 
moting incipient trends, and no doubt in many cases its presaging them 
accelerates or accentuates their development.’ Beyond this I cannot go. 
However, that is enough so that persons wishing to be in the forefront 
on styles often turn to the magazine and follow its “editorial” suggestions 
in making their purchases. A concomitant, stimulated by the fact that 
the plaintiff informs advertisers in advance by previews, including a 
separate magazine entitled “Apparel Arts,” what its editorial features 
are to be, enabling them to advertise currently and consistently therewith, 
is that plaintiff’s readers are contemporaneously exposed to advertising 
copy to which the editorial content has made them especially receptive. 

Plaintiff offers its advertisers a further service, known in the trade 
as tie-ins. It prepares placards and other mechanical devices for its adver- 
tising customers, permitting them to inform buyers at the retail level that 
their goods are ‘‘ As advertised in ESQuUIRE,’’ or are ‘‘An authentic ESQUIRE 
fashion.” There was expert testimony, and I find, that this tends to give 
the retail consumer the impression that the plaintiff endorses the product. 
In other words, plaintiff sells not only advertising, and the normal benefits 
that flow therefrom, but sells also what it calls a “commercial blessing,” 
or a portion of the fashion prestige which attaches to its name. 

While there was some suggestion that plaintiff maintains a board of 
censorship, and that, for instance, it would not permit the advertising of 
“zoot suits,” the plaintiff did little to satisfy me of activity in this di- 
rection.?2, However, I do not believe this issue material to the present 
decision. 

I turn to a more fundamental controversy. Plaintiff’s witnesses 
testified, with some positiveness, that the word ESQUIRE meant only one 
thing—EsQuUIRE magazine.* Though admitting that there was a dictionary 


1. Plaintiff freely admits that one of its principal purposes is to “encourage the 
change in men’s fashions for the purpose of creating obsolescence.” Cf. “The fashion 
wears out more apparel than the man.” 

Mucu Apo Asout Norurng, ITI, iii. 

2. Plaintiff’s testimony that it would not advertise “zoot suits” is to be compared 
with its “tie-in” exhibit for Belmont’s “cone” style, which, though I am far from a 
fashion expert, would appear particularly designed for a “zootsuiter” who had come into 
a little money. 

3. Cf. Plaintiff’s trial brief, “To the public the word ESQUIRE signifies and refers 
to plaintiff and plaintiff alone.” 
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meaning, along the lines of gentleman, or country squire, its testimony 
was that this meaning is as outdated as the country squire himself. De- 
fendant’s contention, on the other hand, is that the term is a general one, 
signifying gentleman, honor, title, or respect. As a lawyer trained in the 
propriety of addressing letters to other lawyers as ——————————_ Es.,* 
I have an initial reluctance to conelude that the word in the sense ad- 
vanced by the defendant has disappeared from the language. Nor can 
I help but observe that when the plaintiff was not testifying in court 
it attached the word ESQuIRE to the name of a fashionable and fortunately 
situated gentleman owner of an “aristocrat” yacht.° Far from saying that 
the word has become archaic, (or that it refers to plaintiff’s magazine), 
Webster’s New International Dictionary (2d ed. 1954) expressly states 
that its use “is common,” although its meaning is unprecise. 

Apart from socially, on plaintiff’s admission, some 5,000 persons 
throughout the country have adopted the name ESQUIRE commercially. So 
far as I know plaintiff does not claim a monopoly in any area except men’s 
fashions, and certainly its prestige in such fields as automobile service 
stations, barber shops, cafes, cleaners, florists, and foods, to select a few 
at the beginning of the alphabet, can scarcely be significant, as it carries 
no advertising in those categories. The record indicates that ESQuIRE has 
been attached to hundreds of such services or goods that have no connec- 
tion with plaintiff or any of its allied activities, except a similarity of 
name. Even before plaintiff's trademark was obtained, the name was 
registered for men’s furnishings, pipes, toilet articles, watches and writing 
paper. Such disparate uses may have grown, but for the plaintiff to 
claim full parentage seems little short of preposterous. While very 
possibly some do, I am unable to believe that a substantial number of 
these users have any thought of, or possibility of, any free-loading on the 
plaintiff. On the contrary, their use of the name is substantial evidence 
of the fact that in the public mind Esquire is not limited, either to men’s 
fashions or to plaintiff’s magazine, but has the connotations for which 
defendant contends. I accept defendant’s and reject plaintiff’s conten- 
tions. 

This brings me to a further consideration. The plaintiff has adopted 
a comprehensive program of “policing” the name ESQUIRE, so as to dis- 
courage its use by all and sundry. This undertaking is not limited to 
fields in which there could be thought to be any trademark violation, 
unfair competition, or “free-riding,” but is on the bold, and I hold legally 
untenable, basis that everyone who uses commercially the word ESQUIRE, 
or even any of its derivatives, such as Squire or Squires,°“ is unlawfully 

4. See e.g., De La Paz v. Coastal Petroleum Transport Co., D.C.S.D.N.Y., 136 F. 
Supp. 928, 929; Mencken, The American Language, 278 (4th ed. 1938). 

5. ESQUIRE, March, 1954, pp. 42-3. A casual search indicates that this gentleman 
did not come into the title by grace of being a member of the bar. 

6. Esquire’s use was “common” in 1934, the year after plaintiff’s magazine was 
launched. Webster’s International Dictionary (2d ed. 1934). 


6%. For example, plaintiff’s position is that Squire’s Home for Aged and Conva- 
lescent, Squire Market and Squire Realty Co. are (or were) trespassing on its sole 


property. 
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appropriating what is plaintiff’s, and plaintiff's alone. The method, if 
plaintiff’s correspondence with the defendant is an example,’ is to begin 
with letters suggesting that the addressee’s “unfair trading” may have 
been inadvertent, or if not, that plaintiff would like to overlook that 
aspect, followed up by more letters indicating plaintiff's growing concern 
that it will have to bring court action, but at the same time suggesting an 
“amicable disposition,” which latter, on analysis, means that the addressee 
will do everything the plaintiff wants. Plaintiff even throws in the sug- 
gestion that resistance to its demands is short-sighted, if not anti-social, 
because whatever plaintiff wants is good for industry, and hence even for 
the addressee. Court action is seldom brought. I asked the plaintiff why 
it did not bring more suits, and it replied that it could not afford to. 
I would be more disposed to think that it does not want to. 

Plaintiff’s campaign, and I use the term advisedly, appears to be the 
pincer movement so well known to students of World War II. On the 
one hand its attorneys correspond with remote parties of the type above 
listed, who capitulate in large numbers.* On the other hand it sues a com- 
paratively small and select group against whom it does have some color of 
claim. The decrees that it is successful in obtaining, mostly, again, by con- 
sent, it undoubtedly uses to reinforce its attack against the remote in- 
fringers. Conversely, and this is the interesting point that puzzled me 
at first, it benefits from the reduction in the ranks of these latter by limiting 
the arguments that parties like the defendant, who are in more vulnerable 
positions, could otherwise make by pointing to a wider use of the name.°® 

I find on all of the evidence that the term ESQUIRE, while associated in 
the minds of a not inconsiderable portion of the public with the plaintiff’s 
magazine, with the subsidiary consequences aforementioned, is also asso- 
ciated or understood by the public in a general sense of dignity or quality 
quite unconnected with plaintiff’s magazine. I further find, if material, 
that plaintiff is engaged in a wholesale attempt to prevent the use of the 
name ESQUIRE by persons against whom it has no possible rights. I do not 
deem it necessary to conclude whether in many instances this is done by 
threats of legal proceedings which plaintiff has no real intention of bringing, 
and which it knows would not be successful. 


7. There was no evidence that plaintiff pursued this method or any part of it, with 
relation to some fifteen hundred other users of the name ESQUIRE and companion names 
on its correspondence “Index,” but I think it is a fair inference, from the fact that 
eleven hundred of them gave up, that in many instances this was done following threats 
of suit, and not just out of courtesy to oblige the plaintiff. 

8. The statement in plaintiff’s brief that these 1,110 desisting users “would not have 
discontinued unless they knew ESQUIRE was in the right” overtaxes my credulity. There 
are many other inferences. Compare plaintiff’s testimony that even it, with an annual 
income of over $4,000,000, cannot afford to bring the suits that it would like to, and 
that it abandoned one action because the defendant therein filed so many interrogatories. 
This I’m-100%-right, the-other-fellow-is-100%-wrong, concept is typical of plaintiff’s 
attitude throughout. 

9. Note plaintiff’s testimony that the word Esquire “is such a little used word, as a 
word,” that defendant’s dictionary meaning is unwarranted. This is not true, but 
obviously if plaintiff could induce all such board and general users to desist, there would 
be more semblance to its position. 
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I turn now to the specific issue of whether the defendant can be 
prevented from using ESQUIRE, in block letter form, in its corporate name. 
The cases upon which plaintiff principally relies, such as Esquire, Inc. v. 
Maira, D.C.M.D. Pa., 101 F.Supp. 398, 91 USPQ 318 (42 TMR 44), are 
confusion cases, which involve conduct by the defendants that was found 
to afford them a free ride on plaintiff’s reputation. Where such a finding 
is warranted the law presumes injury to reputation, as Judge Wyzanski 
pointed out in Food Fair Stores v. Food Fair, D.C. D.Mass., 83 F.Supp. 
445, 79 USPQ 114 (38 TMR 1085), aff’d 1 Cir., 177 F.2d 177, 83 USPQ 
14 (39 TMR 894), without proof that defendant has ‘“cheapened” it by 
association with an inferior product.'® There may also be an injury which 
some courts, and the Massachusetts statute,’’ term dilution. While dilution 
has been described as the whittling away of a special meaning through use 
by another, this is too broad a definition. I believe there must be at least 
some “likely confusion,” '* and that where there is none, a person proceed- 
ing on the strength of his own title is not guilty of dilution. Manufactured 
words may have a special individual meaning, and so may a combination 
of common words.'* But I will not hold that a single or solitary word in 
common use can be entirely appropriated from the public domain so that 
other users have no right.’ 

The plaintiff, accordingly, must show at least a recognizable possibility 
of confusion. So far as the defendant’s corporate name is concerned, 


where it sells a product to stores or wholesalers, under names chosen by 
the buyers, I see no such possibility even though confusion be widely inter- 
preted to include approval, endorsement, or merely having been advertised 
in plaintiff's magazine. Such purchasers would not be misled.’° This 
disposes both of the Lanham Act and all aspects of the claim for unfair 
competition. I do not reach defendant’s point that plaintiff should be 
barred from injunctive relief by reason of abuse of other users. 


10. It has been said that the doctrine of the free ride has been “discredited.” 
Frank, J., dissenting, in Triangle Publications v. Rohrlich, 2 Cir., 167 F.2d 969, 978, 
77 USPQ 196, 203 (38 TMR 516, 657). I believe the most that this statement means 
is that there may be free rides which the law will disregard. Thus even if it could be 
said that the plaintiff’s use of ESQUIRE had tended to increase public use or acceptance, 
and enhance the already common meaning of the word, this would not be the basis of 
a claim. To the same extent every national advertiser of an unpatented article increases 
public demand for the product, which may work to the benefit of competitors. 

11. I agree with the finding in the Food Fair case that the Massachusetts “anti- 
dilution” statute, Mass. G.L. (Ter. Ed.) Ch. 110, §7A, was enacted to bring the 
Massachusetts law of unfair competition into line with some of the federal decisions. 
I do not believe that it was intended to go any further, or there would be no logical 
boundaries. 

12. G. B. Kent § Sons v. P. Lorillard Co., D.C.S.D. N.Y., 114 F.Supp. 621, 631, 95 
USPQ 404, 411 (44 TMR 153), and 2 Cir., 210 F.2d 953, 101 USPQ 161 (44 TMR 676). 

13. Sunbeam Lighting Co. v. Sunbeam Corp., 9 Cir., 183 F.2d 969, 86 USPQ 240 
(40 TMR 669), cert. den. 340 U.S. 920, 88 USPQ 569. 

14. Sunbeam Furniture Corp. v. Sunbeam Corp., 9 Cir., 191 F.2d 141, 90 USPQ 43 
(41 TMR 818), reh. den. 191 F.2d 731, 91 USPQ 227; Arrow Distilleries v. Globe 
Brewing Co., 4 Cir., 117 F.2d 347, 48 USPQ 157 (31 TMR 51). 

15. The distinction between buyers was adverted to in Sunbeam Lighting Co. Vv. 
Sunbeam Corp., supra, n. 13, and between the product name and the corporate name in 
Sunbeam Furniture Corp. v. Sunbeam Corp., supra, n. 14. 
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Plaintiff fears that if the defendant is permitted to retain its corporate 
name it may later expand its activities and engage in improper conduct. 
If and when that. occasion arises will be the appropriate time to consider 
it. Food Fair Stores v. Food Fair, 1 Cir., 177 F.2d 177, 83 USPQ 14 (39 
TMR 894). If I were to accept plaintiff’s argument, there would be no 
limit to where it would lead. 

The further question of whether defendant should use the name 
ESQUIRE On slippers at the retail level, because it involves men’s wear and 
fashions, and may involve confusion, is more difficult. Defendant has testi- 
fied, however, that its right to do this, if it has that right, unlike its right 
to continue a corporate name by which it is well known, is of no value to 
it. I do not propose to pass on this question just for the mental exercise. 
I therefore suggest that the defendant make arrangements to discontinue 
with reasonable promptness the use of the name ESQUIRE on all merchandise, 
ete., and to discontinue its use in script form in connection with its corporate 
name. 

On the matter of counsel fees and expenses, in view of the fact that the 
defendant offered before trial to do all of the things specified in the pre- 
ceding paragraph, I will reserve judgment at this time and hear the parties 
as to which, if either, may be so entitled. After that matter has been 
disposed of, and satisfactory arrangements have been made in accordance 
with the preceding paragraph, I will dismiss the complaint. 


FRAM CORPORATION v. BOYD, doing business as 
WEB FILTER COMPANY 


No. 15590 — C. A. 5 — March 16, 1956 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
Injunction was rightly denied where there was no evidence in record which cast 
doubt upon defendant’s good faith abandonment of practices which constituted 
infringement of registered trademark, and none to indicate possibility that such acts 
would be resumed ; past acts and practices furnish no basis for injunctive relief when 
they have been effectively discontinued. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Unfair competition is not established where there was insufficient evidence to 
show defendant’s product was marketed in such a manner that public in general 
using ordinary care would be mistaken in selecting such product when intending to 
select that of plaintiff’s; evidence of mere possibility of deception does not in and 
of itself constitute a basis on which to sustain charge of unfair competition. 
CoMMON LAW TRADEMARKS—IN GENERAL 
Colors or combination of colors of themselves are not subject to trademark 
monopoly. 
Numerals or symbols when used to designate size or capacity are not subject to 
trademark monopoly. 


Action by Fram Corporation v. W. E. Boyd, doing business as Web 
Filter Company for trademark infringement and unfair competition. Plain- 
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tiff appeals from judgment of District Court for Eastern District of Texas 
for plaintiff in part and for defendant in part. Affirmed. 


John A. Erhard and Philip Wilson, of Dallas, Texas, and 8S. Everett 

Wilkins, of East Providence, Rhode Island, for appellant. 

Chas. F. Potter, of Tyler, Texas, for appellee. 
Before Borau, TuTTLE and Jongs, Circuit Judges. 
BoraHu, Circuit Judge. 

The appellant, Fram Corporation, brought suit in the District Court 
to perpetually enjoin W. E. Boyd, doing business as Web Filter Company: 
(1) from infringement of plaintiff’s registered trademark Fram,’ (2) from 
infringement of plaintiff’s alleged common-law trademark, and (3) from 
engaging in unfair competition; and prayed for an accounting of profits 
and for damages. Answer was filed, and after a hearing at which evidence 
was taken, the judge below made full, complete and explicit findings of 
fact and handed down a written opinion holding that Boyd by marketing 
his oil filter replacement cartridges in a white carton labeled FRAM c-4 
CARTRIDGE had infringed upon plaintiff’s registered trademark, and awarded 
treble damages’? in the amount of $390. However, injunctive relief by 
reason of said infringement was denied, and it was ordered and decreed 
that plaintiff take nothing against defendant by way of money damages 
or injunctive relief in connection with all other claims of infringement and 
unfair competition. 

Upon this appeal we are concerned only with the trial court’s refusal 
to perpetually enjoin future infringement of the trademark FRAM and 
its denial of the claims based upon common-law trademark infringement 
and unfair competition. 


Briefly stated the material facts are these: Appellant had manufactured 
oil filter replacement cartridges for more than twelve years prior to insti- 
tution of this suit and during the period 1940 to 1953 it expended in excess 
of $2,000,000 advertising its product in magazines and trade journals 
and on radio, television and other media. In its advertising appellant 
emphasized principally its trademark rram but not its carton design. In 
the year 1949, appellee began marketing filter cartridges which he manu- 
factured first under the trade name of Web Filter Company, and later in 
1953 under the name of Par Filter Company. Both of the parties at the 
time suit was filed were producing and marketing in interstate commerce 
replacement cartridges of identical sizes and shapes with almost identical 
perforated exterior surface.* Appellant denominated its five sizes of re- 


1. Trademark No. 337799 registered in U.S. Patent Office on August 18, 1936. 

2. 15 U.S.C. 1117. 

3. FRAM C-4, WEB B-4 and PAR D-4 cartridges were metal cylinders measuring 4 and 
14/16 inches in height, 4 and %4 inches in diameter, with an 11/16 inch core. The exterior 
of the Fram cartridge bore 108 perforations spaced % inches apart beginning 1% inch 
from the top and bottom of the cylinder in 6 rows containing 18 perforations. The 
exterior of the Web and Par cartridges contained 126 perforations spaced 10/16 to % 
inches apart and were in 7 rows containing 18 perforations. 
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placement cartridges FRAM C-4 CARTRIDGE, C-21, c-100, s-130 and o-134; 
whereas appellee adopting arabic numerals identical to those employed by 
Fram, but using a different letter of the alphabet, similarly designated his 
Web and Par cartridges as WEB B-4, B-21, ete. and Par p-4, p-21, ete. For 
a number of years appellant marketed its cartridges in orange and black 
cartons, and appellee when he first began to market his product employed 
a white carton with yellow labels. During this initial period of appellee’s 
operations, he sold 1,372 cartridges in white cartons on which were printed 
the words FRAM C-4 CARTRIDGE. However, appellee later abondoned the 
white carton and at the time suit was filed, both of the parties were market- 
ing their products in black and orange cartons of identical size and of 
similar color and design.* 

After this suit was filed, each of the parties adopted cartons of new 
and different design, color and construction, which they thereafter employed 
to market their respective products.5 Fram, however—has continued to 
use some of its old cartons which it had on hand. 

Without setting out the testimony in detail, it is sufficient for us to 
say that the record supports the trial court’s findings that appellee changed 
his earton design in a good faith effort to avoid further controversy with 
appellant, and that there was no evidence to show the occurrence of any 
actual confusion of appellee’s replacement cartridges with those manu- 
factured and sold by appellant or that such confusion was probable. It is 
also plain that no serious advertising attempt was ever made to “sell” 
appellant’s carton, its color or design, to the public. There was, however, 
strong evidence to show that the so-called general public or consumer rarely 
selected the filter replacements and that car service and repair men con- 
stitute the actual purchasers of the cartridges. As to them, there was no 
evidence that these “experts” who are experienced in ordering and handling 
automobile parts and supplies had been or were likely by reason of carton 
design or color to be misled or to purchase appellee’s product when they 
desired that manufactured by appellant. 

This record and a careful study of the applicable law convinces us 
that the findings of fact made by the judge below were correct and were 
based upon substantial evidence, and that proper conclusions as to the 
application of the law to the facts were reached. Since there was no evi- 
dence in the record which cast any doubt upon appellee’s good faith 
abondonment of the practices which constituted an infringement of appel- 


4. The cartons for FRAM c-4 cartridges and appellee’s cartridges of the same size 
measured 414x414x5 inches and bore black lettering on almost identical orange back- 
ground. Fram’s carton had a 1% inches black band around the bottom of the carton 
bearing orange lettering, whereas appellee’s carton had a similar but only 1 inch black 
band with orange lettering. The cartons for other cartridge sizes were proportionately 
larger, but identical in color and design to the cartons described herein. 


5. Appellant’s new cartons were predominantly orange with white lettering, without 
a border, and the word FRAM appeared in large white letters. Appellee’s new cartons were 
orange, lettered in black, bearing a black or a white spider-web design with the word WEB 
in prominent black letters on the Web cartons, and the word PAR without spider-web 
design, on the PAR cartons, 










| 
\ 
f 
| 


586 THE TRADEMARK REPORTER Vol. 46 T. M. R. 


lant’s registered trademark and none to indicate a probability that such 
acts would be resumed, the injunction was rightly denied, for the reason 
that past acts and practices furnish no basis for injunctive relief when, 
as here, they have been effectively discontinued. Industrial Assn. of San 
Francisco, et al. v. United States, 268 U.S. 64, 84. Cf. 28 Am. Jurispru- 
dence 201. 

Likewise, and with respect to the alleged unfair competition, there 
was insufficient evidence to establish that appellee’s product was marketed 
in such a manner that the public in general using ordinary care would be 
mistaken in selecting one of the appellee’s cartridges when intending to 
select one manufactured by appellant. To the contrary, it was conclusively 
shown that the major purchasers of the cartridges were “experts.” See 
Pyle National Company v. Oliver Electric Mfg. Co., 8 Cir., 281 F. 632, 
634. Here appellant failed also to show actual or probable deception, and 
the existence of a mere possibility of deception does not in and of itself 
constitute a basis on which to sustain a charge of unfair competition. “In 
the absence of proof of any confusion or of at least probable injury to the 
plaintiff’s business, the law is too well settled to require further discussion 
that no relief may be granted on the ground of unfair competition.” El 
Chico, Inc., et al. v. El Chico Cafe, et al., 5 Cir., 214 F.2d 721, 725, 102 
USPQ 267, 270 (44 TMR 1307), and the numerous eases cited therein. 

Finally, and as to the claim of infringement of common-law trademark, 
we think it is plain that colors or a combination of colors of themselves are 
not subject to trademark monopoly, Life Savers Corp. v. Curtiss Candy 
Co., 182 F.2d 4, 85 USPQ 440, (40 TMR 520), Campbell Soup Co. et al 
v. Armour & Co., 175 F.2d 795, 81 USPQ 430, (39 TMR 566), and James 
Heddon’s Sons v. Millsite Steel & Wire Works, Inc., 128 F.2d 6, 53 USPQ 
579, (32 TMR 410), Neither are numerals or symbols when used to designate 
size or capacity, Dennison Mfg Co. v. Scharf Tag, Label & Box Co., 135 
F. 625. 

Accordingly, the judgment of the District Court is affirmed. 


G. D. SEARLE & CO. v. CHAS. PFIZER & CO., INC. 
No. 11460 — C. A. 7 — March 20, 1956 


REMEDIES—INFRINGEMENT— EVIDENCE 
To sustain action for trademark infringement and unfair competition it is not 
necessary to show actual cases of confusion since test under Statute 15 U.S.C.A. 
1114 (1) is likelihood of such confusion. 
Courts—MorTIons 
Affidavit by Sales Director stating that no instances of confusion have been 
reported to him after instructions to salesmen to report any such instances and 
stating that this confirms his conviction that there is no reasonable likelihood of 
confusion is merely expression of affiant’s opinion and his legal conclusion; in motion 
for summary judgment, such expressions are totally ineffectual and are not to be 
given any consideration or weight. 
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G. D. SEARLE v. CHAS. PFIZER 


REMEDIES—INFRINGEMENT—BaASIS OF RELIEF—IN GENERAL 
Ultimate determination of consumer confusion is question of fact. 

Action by G. D. Searle & Co. v. Chas. Pfizer & Co., Inc. for trademark 
infringement and unfair competition. Plaintiff appeals from summary 
judgment for defendant of District Court for Northern District of Illinois. 
Reversed. 

Case below reported at 45 TMR 540. 

William T. Woodson, Beverly W. Pattishall, Lewis 8. Garner, Stuart S. Ball, 
Woodson, Pattishall & Garner, and Sidley, Austin, Burgess & Smith, 
of Chicago, Illinois, for appellant. 

Arthur G. Connolly, Thomas Cooch, W. H. Hutz, and Connolly, Cooch & 
Bove, of Wilmington, Delaware, and William J. Marshall, Jr., and 
Haight, Goldstein & Haight, of Chicago, Illinois, for appellee. 

Before Durry, Chief Judge, and Swaim and SCHNACKENBERG, Circuit 
Judges. 

Durry, Chief Judge. 

This is an appeal from a summary judgment in favor of the defendant 
in an action for trademark infringement and unfair competition. The 
trademarks involved are DRAMAMINE used by plaintiff, and BONAMINE used 
by defendant. Both are used as preventives or remedies for motion 
sickness. 

Plaintiff adopted the trademark DRAMAMINE in 1948. It expended more 
than $2,000,000 in advertising and promoting DRAMAMINE as a motion sick- 
ness preventive and remedy. At the time of the filing of this suit, sales 
of this item had exceeded $10,000,000. Plaintiff registered its trademark 
DRAMAMINE in the United States Patent Office in 1950. 

Defendant adopted and began the use of the trademark BONAMINE in 
August, 1953. It claims to have expended $700,000 in sales promotion, and 
that total sales of BONAMINE had exceeded $900,000 by September 8, 1954. 
This action was filed December 16, 1953. 

The summary judgment herein was proper only if the pleadings, deposi- 
tions and admissions on file, together with the affidavits, showed there was 
no genuine issue as to any material fact. Rule 56 Federal Rules of Civil 
Procedure. Albert Dickinson Co. v. Mellos Peanut Co., 7 Cir., 179 F.2d 
265, 84 USPQ 172, (40 TMR 107). 

To sustain an action for trademark infringement and unfair competi- 
tion ‘‘* * * it is not necessary to show actual cases of confusion since the 
test under the statute, 15 U.S.C.A. § 1114(1), is likelihood of such con- 
fusion.” Independent Nail & Packing Co., Inc. v. Stronghold Screw 
Products, Inc., 7 Cir., 205 F.2d 921, 925, 98 USPQ 172, 176, (44 TMR 46) ; 
Keller Products, Inc., v. Rubber Linings Corp., 7 Cir., 213 F.2d 382, 386, 
101 USPQ 307, 311, (44 TMR 1095). 

Plaintiff filed affidavits of thirteen physicians, twelve pharmacists, four 
airline hostesses and three members of the public, dealing with the question 
of likelihood of confusion between DRAMAMINE and BONAMINE. On this 





) 
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point, defendant filed two affidavits each by Thomas G. Bradley, its 
Director of Sales and Promotion. 

The first Bradley affidavit, dated May 13, 1954, detailed the steps 
taken by the defendant in introducing BONAMINE to the trade and explained 
its chemical ingredients. On the question of likelihood of confusion the 
affidavit stated : 

‘‘ Although any and all instances of confusion between BONAMINE 
and any other pharmaceutical product coming to the attention of 
Pfizer’s salesmen throughout the country should be reported to me, I 
have not received a single report of this nature to date. This confirms 
my conviction that there is no reasonable likelihood of confusion, mis- 
take or deception between the products DRAMAMINE and BONAMINE.’’ 


In the second affidavit, filed September 28, 1954, affiant makes this 
further statment: 

‘<* * * Pfizer salesmen throughout the country have been under 

instructions to report any instances of confusion between the products 


BONAMINE and DRAMAMINE. Despite the increased sales of BONAMINE, 
I have not received a single report of this nature to date.’’ 


Rule 56(e), Federal Rules of Civil Procedure, 28 U.S.C.A. provides that 
affidavits may be filed in suport of and in opposition to a motion for 
summary judgment, and in mandatory terms prescribes as follows: 

‘‘(e) Supporting and opposing affidavits shall be made on per- 
sonal knowledge, shall set forth such facts as would be admissible in 


evidence, and shall show affirmatively that the affiant is competent to 
testify to the matters stated therein. * * *.’’ 


The statements above quoted made in the affidavits of the defendant’s 
Director of Sales and Promotion constitute defendant’s showing as to 
likelihood of confusion between the products BONAMINE and DRAMAMINE. 
Such showing constitutes merely expressions of affiant’s opinion and his 
legal conclusion. 

Under Rule 56(e), such expressions are totally ineffectual, and are 
not to be given any consideration or weight whatsoever, Sartor et al. v. 
Arkansas Natural Gas Corp., 321 U.S. 620, 627-628; Jameson v. Jameson, 
CA DC., 176 F.2d 58, 60; United States v. Britten et al., 3 Cir. 161 F.2d 
921, 928; Subin v. Goldsmith, 2 Cir., 224 F.2d 753, 756-758; Williams v. 
Kolb et al., CA DC., 145 F.2d 344; State of Washington et al. v. Maricopa 
County, et al., 9 Cir., 143 F.2d 871, 872; Walling etc. v. Fairmont Creamery 
Co., 8 Cir., 139 F.2d 318, 323; F. R. A. Liquidating Corp. v. Brownell, 3 
Cir., 209 F.2d 375, 379-380, 100 USPQ 153, 156-157. Affidavits which are 
inadequate under Rule 56(e) must be disregarded. Automatic Radio Man- 
ufacturing Co., Inc. v. Hazeltine Research, Inc., 339 U.S. 827, 831, 85 
USPQ 378, 379-380. 

Since the portions of the Bradley affidavits dealing with likelihood of 
confusion between DRAMAMINE and BONAMINE must be disregarded, we 
examine the balance of the record to ascertain if there is any other basis 
for the summary judgment which was entered. 
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The ultimate determination of consumer confusion is a question of 
fact. Albert Dickinson Co. v. Mellos Peanut Co. of Illinois, 7 Cir., 179 
F.2d 265, 269, 84 USPQ 172, 175, (40 TMR 107) ; Coca-Cola Co. v. Snow 
Crest Beverages, Inc., 1 Cir., 162 F.2d 280, 283, 73 USPQ 518, 520-521; 
Skinner Mfg. Co. v. Kellogg Sales Co., 8 Cir., 143 F.2d 895, 899, 62 USPQ 
324, 327-328, (34 TMR 274); William R. Warner & Company v. Eli Lilly 
& Company, 265 U.S. 526, 529. ‘‘The ultimate question is always whether 
or not the public is likely to be deceived; and this is a question of fact, 
depending on all the attendant circumstances.’’ The Federal Glass Com- 
pany v. Samuel Loshin et al., 2 Cir., 224 F.2d 100, 101, 105 USPQ 458, 
459, (45 TMR 983). All doubts as to whether there is a fact issue must 
be resolved against the moving party. Griffeth v. Utah Power & Light 
Company, 9 Cir., 226 F.2d 661, 669; Toebleman et al. v. Missouri-Kansas 
Pipe Line Co. et al., 3 Cir., 130 F.2d 1016, 1018; Weisser et al. v. Mursam 
Shoe Corporation et al., 2 Cir., 127 F.2d 344, 346. 

Plaintiff’s answers to interrogatories show only that prior to March 
1, 1954, eases of actual confusion had not come to the attention of officials 
of plaintiff, but this was prior to the survey which plaintiff conducted in 
August and September of that vear. Furthermore, in said answers, plaintiff 
insisted that the likelihood of confusion did exist. 

At the oral argument some point was made of the fact that at the 
time this action was commenced it was necessary to obtain a doctor’s pre- 
scription for the ultimate consumer to obtain either DRAMAMINE or BONA- 
MINE. However, proof was made that prior to the time when judgment was 
entered permission had been granted by the Department of Health, Edu- 
eation and Welfare to sell DRAMAMINE in over-the-counter sales without 
prescription. Some intimation was made that BONAMINE could now or soon 
would be available in the same manner. What the fact is may be of 
importance on the question of consumer confusion. However, the District 
Court made no findings on this point, and this is only another indication 
as to why the case at bar should be decided on the merits after a trial, 
and not disposed of by summary judgment. 

The judgment of the District Court is reversed and the cause remanded. 


THE BABEE-TENDA CORPORATION et al. v. SCHARCO 
MANUFACTURING CO., INC., et al. 


No. 81-19 — D.C.,$.D. New York — March 21, 1956 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OF GooDs 
Baby walkers and strollers are vehicles, play tables are not; articles thus have 

different descriptive properties. 
REMEDIES—INFRINGEMENT— EVIDENCE 

Where neither plaintiff nor defendant, both in furniture trade, knew of sporadic 
or extraneous uses of term “baby tender” prior to commencement of suit such lack 
of knowledge is strong evidence that use of term in connection with walkers or 
strollers found no reception in trade or among consumers. 
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REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
BABEE-TENDA, no matter how spelled, is not a generic or descriptive term for 
plaintiff’s play and feeding table. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
BABEE-TENDA and TENDA are valid trademarks, and STAY PUT THE SAFETY BABY 
TENDER, is an infringement thereof. 


Action by The Babee-Tenda Corporation, Babee Tenda License Cor- 
poration and Metropolis Bending Company v. Scharco Manufacturing Co., 
Inc. and David Scharaga for trademark infringement and unfair compe- 
tition. Judgment for plaintiffs. 


Kenyon & Kenyon, John A. Reilly, and Hugh A. Chapin, of New York, 
N. Y. (Vern L. Oldham and Oldham & Oldham, of Akron, Ohio, of 
counsel) for plaintiffs. 

Victor M. Helfand (Julius E. Foster of counsel) of New York, N. Y., for 
defendants. 

WatsH, District Judge. 


During the trial of this case the parties wisely decided to settle their 
differences on the basis of a consent decree which I am asked to approve, 
and which I do now approve. The effect of this decree will be to restrain 
the defendants from making any future use of the terms “baby tender” or 
“tender” in relationship to their products. 

Due to the unusual nature of this case and because there seems to be 
an interest in the trade concerning the matter, I will set forth my reasons 
for approving this decree. 

During the trial of this case there was introduced into evidence un- 
usually extensive Stipulations of fact which greatly narrowed the con- 
tested issues. A large number of documents, consisting in part of the 
advertising of the parties and the trade, and consumer advertisements and 
letters concerning the product involved, were introduced, in addition to 
the depositions of fact witnesses and witnesses familiar with trademark 
practices. All of this evidence was extensively developed by opposing coun- 
sel in their statements to the Court, and in their Briefs. 

On the basis of this evidence, and what I have heard in Court, it 
seems to me that the contested issues here can be fairly easily resolved. 

This is a suit for trademark infringement and unfair competition. 
Plaintiffs’ registered trademarks are BABEE TENDA and TENDA applied to an 
article of juvenile furniture which is best described as a play table or 
feeding table. A play table resembles a small bridge table with a seat sus- 
pended in a well in the top of the table. It is a functional substitute for 
the ordinary high chair. Defendants make a similar item. Plaintiffs’ use 
of their trademarks began in 1937 and defendants began to call their ar- 
ticle the STAY PUT THE SAFETY BABY TENDER in 1949. 


Defendants allege that the term BABY TENDER is descriptive or generic 
of the play table and, therefore, that they have the right to use the term 
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to describe their product. In support of this the defendants introduced 
into evidence documentary proofs bearing on certain uses of the term BABY 
TENDER. I will first comment on these. 

Apparently the term “baby tender” was used as early as 1860. It has 
been used sporadically since in connection with patented devices for the 
combined amusement and restraint of a child. There is no evidence that 
any of these patented devices were commercially available during the period 
of time with which this suit is concerned. None of these devices appear to 
be a play table. 

The commercial use of the term “baby tender” seems to have been in 
connection with articles which are presently known as “walkers” and such 
commercial use seems to have ceased spontaneously in the early 1920's. 


The term was also used commercially in connection with an article 
which is known today as a “stroller” and the use of the term “baby tender” 
in this connection ceased spontaneously in 1942. 

As to the use in connection with the stroller, if it can rise to the level 
of a use, it was a very isolated matter and was not a matter of common or 
general use in the trade or by the public. 


The only evidence of any substance which we have of this use in con- 
nection with the stroller is in the Sears, Roebuck catalog. Some other cata- 
log uses were produced by the defendants but they had all terminated long 
before the plaintiffs entered the field, and were of less extent than the Sears, 
Roebuck catalog use. Answering the documentary evidence of the Sears, 
Roebuck catalog use, we have the testimony of the Sears’ buyer for the 
items in question that he, himself, was not aware that the stroller was 
termed a “baby tender” in the catalog, and that it was not so referred 
to by the trade or by consumers during the period of time in question. 


The plaintiffs’ article is not a development from either the walker or 
stroller, either functionally or structurally. The only similarity between 
plaintiffs’ article, the play table, and either the walker or stroller is that 
all of them have a suspended seat, but that is not a significant similarity 
at all. The play table, so far as I can gather from what the parties have 
told me, and the evidence of record, developed as a substitute for the high 
chair, a safer thing to put the baby in, but an article which would also 
keep him in one place. Walkers and strollers are vehicles, play tables are 
not. Thus, the function of the walker and stroller is completely different 
than that of the play table. The articles have different descriptive prop- 
erties. 

Neither the plaintiffs nor the defendants knew of any of the above re- 
ferred to “uses” of the term “baby tender” prior to the commencement of 
this suit. 

This lack of knowledge on the part of all the parties hereto is strong 
evidence that the use of the term “baby tender” in connection with walkers 
or strollers found no response in the trade or amongst consumers. It must 
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be remembered that both plaintiffs and defendants were in the furniture 
business since prior to 1930. 

There is one other use of the term “baby tender” that has been devel- 
oped by defendants’ counsel, and that is that the Classification Board for 
the railroads did have a freight classification for “baby tenders” or for the 
combination “walkers, tenders or jumpers, baby.” 

The article for which this freight classification was created in 1901 
seems to have been the old baby walker, which was a device that resembled 
an inverted peach basket with casters on the bottom and into which a 
child was placed so that it might push itself along the floor and learn to 
walk. This article is virtually extinct and the classification, I gather, was 
virtually unused from the early 1920’s until someone inquired concern- 
ing this classification in the late 1940’s. 

After seeing a picture of the plaintiffs’ article, which picture showed 
the trademark BABEE TENDA, the Classification Board included this article, 
the play table, as something which can be shipped under the classification 
“baby tender.” 

I do not pass on the question of the validity of that ruling of the 
Classification Board for freight purposes at all. The only question in such 
proceedings is whether or not the shipping rate provided under such classifi- 
cation is discriminatory, that is, whether someone will be getting his article 
shipped at different rate than his competitors. All I say is, and I find, 
that the Classification Board in doing what it did, simply put a new and 
completely different article under an old name and that it did so not on 
any basis of the general use of the words “baby tender” to describe the 
play table in the trade. As a matter of fact, we don’t know what basis, 
if any, the Classification Board had for so including this completely dif- 
ferent article under the old term. 

In any event, the classification does not seem to have been known gen- 
erally and it wasn’t known to either the plaintiffs or the defendants before 
the plaintiffs began to use their term as a trademark and before the de- 
fendants used the term “baby tender” on their article. 

Actually, “baby tender,” no matter how it is spelled, is not a generic 
term for the plaintiffs’ article. The plaintiffs’ article might be called a 
table-enclosed chair, or a play table, or a feeding table. This is not only 
the best description that I can think of for it, using normal words, but it 
also seems to be the description which the trade uses in describing this 
article and similar articles. 

BABY TENDER does not seem to be either a generic term or even a de- 
seriptive term for the article. 

The plaintiffs were, apparently, the original distributors of the play 
table. They introduced it as a commercial article of juvenile furniture. 

The plaintiffs first started to market their product in 1937 and since 
that time they have spent over a million dollars in the advertising of this 
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product under their trade name BABEE TENDA and TENDA, and their pri- 
mary method of marketing is to send door-to-door sales people to call upon 
mothers shortly after they have had a child and explain the product to 
them. 

As a result of this advertising and this sales solicitation, the plain- 
tiffs’ trademark has become well and favorably known and is associated 
with their article. 

Indeed, I was shown an advertisement by a prominent New York de- 
partment store of plaintiffs’ play table that described it as—“the one, the 
only, the original” and as a “the world famous BABEE TENDA. The testi- 
mony of the Sears’ buyer was that the term BABEE TENDA, regardless of 
how spelled, meant a play table made by the plaintiffs. 


From the very beginning, plaintiffs used the terms BABEE TENDA and 
TENDA as their trademarks and applied them to their goods. In doing so, 
they used the trademarks, with almost perfect consistency, in conjunction 
with a generic term describing the article. In other words, plaintiffs 
marked their product and advertised it as a BABEE TENDA table or BABEE 
TENDA play table, or some similar fashion. There is only one imperfec- 
tion, that I can recall, in the record with respect to plaintiffs’ consistent 
use of this term as a trademark in conjunction with some apt descriptive 
or generic term. In the Railroad Classification Board exhibit, there was, 
apparently, a cut or picture of the plaintiffs’ article which had the words 
BABEE TENDA under it without any descriptive or generic term for the ar- 
ticle. As far as the evidence in this case shows, plaintiffs’ record is other- 
wise without blemish. 

At the present time, there is substantial competition in the manufac- 
ture and sale of play tables. Many manufacturers other than the plain- 
tiffs and defendants make and sell this article. 


I do not believe that the record develops proof of any significant use 
of the term “baby tender,” regardless of how spelled, as a generic term 
by the trade or by consumers. The trade, in its inquiries and its orders, 
in the overwhelming majority of cases, speaks of the article as a play table 
or feeding table or in some such descriptive way. 


There is proof in the record of classified advertisements by consumers 
offering play tables or feeding tables of several other manufacturers for 
resale. These ads speak of the article as a play table or feeding table. 


There has been no substantial use of the term “baby tender” in the 
trade as a descriptive term. There are some exhibits in the record which 
show that some of the defendants’ customers, I think something like five 
out of two thousand, sometimes used the term BABY TENDER when order- 
ing the defendants’ article, but this is such a small number that it really, 
merely emphasizes the fact that the trade has never accepted the term 
BABY TENDER, regardless of spelling, as a descriptive or a generic term for 
the article. 
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Coming to the defendants, they manufacture an article which is fun- 
damentally similar to that of plaintiffs, and for a period of time from 
1949 into 1952, defendants, in their packaging of the article and in their 
labels and in some advertising, used or referred to the article as a STAY 
PUT THE SAFETY BABY TENDER. 


The defendants contend that they used the term BABY TENDER &s sim- 
ply a descriptive term for the article to which the label was attached. 


I find as a fact that the term did not describe the article and that it 
was not a generic term for the article, but the defendants did stop the 
use of this term when plaintiffs objected to it, and this litigation, regard- 
less of the allegations of the complaint and the counter-allegations of the 
answer, has proceeded primarily in connection with the future use and 
the future protection that the plaintiffs are to have with respect to this 
term. 

Based on the proofs before me, it is my view that the term BABEE 
TENDA is a valid trademark and that the use of it, regardless of how 
spelled, in connection with an article similar to the plaintiffs’ article, would 
infringe that mark and that the mark must be protected from such use. 
This also applies to the plaintiffs’ mark TENDA. 


There has been no proof of bad faith on the part of defendants. The 
proof satisfies me that with reasonable promptness for a person who thinks 
he is right, the defendants stopped the use of this term after complaint 
was made by the plaintiffs, pending the outcome of this law suit, which 
was, I think, the proper way for parties to act under the circumstances. 


On the basis of the record which has been made, I approve the settle- 
ment and the terms of the final decree submitted to me. 


I approve it in substance on the basis of the findings which I, myself, 
have made from the record which seems to represent a great deal of in- 
dustry on the part of both counsel. 


SKINNER et al., doing business as 
FOUR WHEEL BRAKE SERVICE & WHEEL ALIGNING CO. 
et al. v. MARTIN et al., doing business as MARTIN & GENIS 


No. 449027 — California Super. Ct., San Francisco Cty. — March 27, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Words FOUR WHEEL BRAKE either by themselves or with words such as “service” 
or “alignment” are descriptive, common words; generic words may not be appro- 
priated as tradenames by anyone for his exclusive use. 

Use of name may be enjoined, even though it is incapable of exclusive 
appropriation as a tradename, if confusion is likely to result. 

Test of unfair competition is not necessarily that patrons were misled by 
tradename, but that it is probable they would be misled. 
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Where circumstances are not those which admit of an exclusive tradename, 
restriction of use because of possible confusion and deception by use of words which, 
at least in their primary meaning, are generic will be considerably more limited, 
and this because the words tell the truth generally and only in special uses are 
deceptive. 

Courts should not attempt to protect against any possible mistake which might 
be made by extraordinarily careless observer but to protect reasonably careful 
patrons who exercise ordinary powers of perception. 

REMEDIES—UNFAIR COMPETITION—ScOPE OF RELIEF—INJUNCTION 

Condition for issuance of injunction which forbids total us of sign bearing 
descriptive and generic words will be that plaintiff pay an amount later to be 
determined, as whole or part of cost of new sign for defendant. 

Action by Elmer F. Skinner and Leona R. Skinner, copartners doing 
business as Four Wheel Brake Service & Wheel Aligning Co., and Four 
Wheel Brake Service, Inc., v. Earl E. Martin and Theodore F. Gents, co- 
partners doing business as Martin & Genis, for unfair competition. Judg- 
ment for plaintiffs. 


Roy C. Hall, James M. Naylor, and Naylor & Neal, of San Francisco, 
California, for plaintiffs. 

Edward Levin and Rhein, Dienstag & Levin, of San Francisco, California, 
for defendants. 


DEVINE, Judge. 


For convenience, the plaintiffs, who are a co-partnership and a corpo- 
ration, are referred to as “plaintiff” because the sole party actively operat- 
ing the business in question is the corporation named “Four Wheel Brake 
Service, Inc.” Defendants, a co-partnership, are referred to by the 
term in the singular—“defendant”’. 


NATURE OF THE CAUSE 


This is a suit for an injunction on the ground of unfair competition, 
in which plaintiff seeks to enjoin defendant from maintaining a certain 
sign which, plaintiff alleges, unfairly competes with its business. Defendant 
has denied all the material allegations of the complaint. 


The sign, a large one over defendant’s service station, reads: “Special 
$18.95” (this in rather small space), then: “4 Wheel Brake Reline”. Obvi- 
ously, were there nothing to be deduced from reading the sign than what 
appears literally from its words, no inference would be drawn by the 
reader other than that he could have the brakes on the four wheels of his 
automobile relined for $18.95, and, if he chose to add this to his inference, 
that there is something “special” about the price of $18.95. The price 
feature, however, has nothing to do with this case. 

Plaintiff contends that, by advertising and by carrying on business 
under the terms, somewhat variously expressed, FOUR WHEEL BRAKE, it has 
created a secondary meaning to the words, which meaning is associated 
in the mind of the public with plaintiff’s business. 
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Tue Law Tuat Is APPLICABLE 


It should be observed at the outset that plaintiff does not claim, nor 
could it do so successfully, that a trade name is being violated. The words 
FOUR WHEEL BRAKE, either by themselves or with words such as “service” 
or “alignment”, or others similar, are descriptive, common words. Generic 
words may not be appropriated as trade names by anyone for his exclusive 
use. American Automobile Association v. American Automobile Owners’ 
Association, 216 Cal. 125, 131, 14 USPQ 263, 266, (22 TMR 479). 

There is a certain distinctive elongated figure 4, surrounded and 
penetrated by rather fanciful wheels, which has been copyrighted by 
plaintiff, but no attempt has been made by defendant to imitate this. 
The law that applies to the case is not the law of trade names, but the 
broader law of which that of trade names is a part—the law of unfair 
competition. (Compare section 3369, Civil Code, with section 14400, 
Business & Professions Code. See, Yellow Cab Co. v. Sachs, 101 Cal. 238, 
242, (13 TMR 373); Dunston v. Los Angeles Van etc. Co., 165 Cal. 89.) 
The use of a name may be enjoined, even though it is not a name capable 
of exclusive appropriation as a trade name if confusion is likely to result. 
Brown v. Hook, 79 Cal. App. 2d 781, 797. 


An analysis of the case follows, in which the plaintiff’s history and 
present position are reviewed, and defendant’s also, and the possibilities 
of unfairness of competition are considered. 


HIsTorRY AND PosITION OF PLAINTIFF 


The words FOUR WHEEL BRAKE have been used by plaintiff since 1944. 
Commencing in 1945, an extensive advertising program was conducted. 
Over $400,000 has been spent in this program, and the effect has been 
to persuade the public to have work done to keep the brakes on their 
automobiles in order, and to keep the words FOUR WHEEL BRAKE in the 
public mind, with the purpose, of course, of inducing patronage of plain- 
tiff’s establishment. It is not necessary to describe this advertising. The 
Court saw and heard a demonstration of widespread and thorough propa- 
gandizing in an enterprising manner. There can be little doubt that the 
words FOUR WHEEL BRAKE are associated with plaintiff’s business; it could 
not but be so, from the very volume and variety of the advertising. The 
fact that checks to plaintiff were made to FOUR WHEEL BRAKE or its 
variants is proof (if such proof were necessary) that this is so. 


DEFENDANT’S HISTORY AND POSITION 


Defendants have been in business about two and one-half years. Their 
place of business is located within a very few blocks of plaintiff’s. Their 
advertising, by radio, telephone book, ete., has not in any way been objec- 
tionable to plaintiff. In May, 1955, defendants erected a sign above their 
shop similar to the one presently complained of and described above, 
except that the first sign had the word, RELINE in smaller lettering than 
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the words 4 WHEEL BRAKE. Shortly before this action was commenced on 
June 7, 1955, defendant, in response to protest, increased the size of the 
word RELINE so that it was equal in height to the other words. Defendants 
carry on the business by themselves, having no employees. One of the 
partners testified they used the sign to “catch the public and look good to 
them.” It must be concluded that the words FouR WHEEL BRAKE have not 
been “built up” by defendant, as they have by plaintiff, as a distinctive 
ensign of the business. The only purposes they could serve for defendant, 
as | see it, are (1) legitimately to tell the public which comes near 
defendant’s place of business, and those who have seen the sign or who 
may hear of it from others who have seen it, that defendants will reline 
the brakes on four wheels for a stated price; and, (2) unfairly to lead 
the public who see or hear of the sign to believe they will be patronizing 
the business they have seen or heard advertised so extensively, namely, 
plaintiff’s business. 
MISLEADING OF THE PUBLIC 


The testimony as to actual misleading of the public by the sign is 
fragmentary. This, however, is not surprising. The time during which 
the sign was up was short. There is a natural reluctance of persons to 
volunteer to testify. The test is not necessarily that patrons were misled, 
but that it is probable they would be misled. Winfield v. Charles, 77 Cal. 
App. 2d 64, 70; MacSweeney Enterprises v. Tarantino, 106 Cal. App. 2d 
504, 512, 91 USPQ 73, 76, (41 TMR 1084). Proof of fraud is unnecessary. 
D & W Food Corp. v. Graham, 134 Cal. App. 2d 668, 676, 107 USPQ 24, 
28, (45 TMR 1318). 

I believe it is probable a number of patrons, possibly not a large 
percentage, but some, would be misled by the sign, particularly as time 
goes on. Plaintiff was right in proceeding promptly, so that defendant 
could not claim loss of patronage, should the sign be removed, by a 
clientele developed while plaintiff remained silent. 

If defendant must be allowed the unrestricted use of the words because 
they are, in a sense, generic, then anyone else may do so, until the fruits of 
plaintiff’s advertising and good-will are whittled down considerably. 
Plaintiff should be protected in pursuing its business without fear that 
those who have been stirred into action by its advertising will trade with 
its competitors. 

THE PROBLEM AND ITs SOLUTION 


The problem that exists in this case results from the fact that the 
words FOUR WHEEL are, when coupled with others like “service”, “align- 
ment’, or “reline”, descriptive of a process which is common to all brake 
service dealers. In this, the problem is different from that in cases where 
geographical names have been appropriated, and from the case so relied 
on by plaintiff—that of Academy of Motion Pictures Arts & Sciences v. 
Benson, 15 Cal. 2d 685, 46 USPQ 488, (30 TMR 563). In that case, the 
name ACADEMY did not refer to parts of a whole process, such as the four 
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wheel brakes. The defendant in that case could use many names other 
than that of “academy” to describe its work, but if defendant herein 
wishes to inform the public that it services the brakes of four wheels for 
a certain price, it must use the words somehow. 

Plaintiff is not entitled, and could not be, no matter how extensively 
its advertising nor how closely associated with plaintiff the term Four 
WHEEL is in the public mind, to prevent defendant from telling the public 
that it will reline all four brakes for a price. A non-patented process, a 
means of doing a business, cannot be monopolized. Where the cireum- 
stances are not those which admit of an exclusive trade name, the restric- 
tion of use because of possible confusion and deception by the use of 
words which, at least in their primary meaning, are generic, will be 
considerably more limited, and this because the words tell the truth 
generally, and only in special uses are deceptive. 40 Cal. Law Rev., 578; 
Barton v. Rex-Oil Co., 2 F.2d 402; 40 A.L.R. 429; Vredenburg v. Safety 
Devices Corp., 70 N.W 2d 226, 229, 105 USPQ 382, (45 TMR 954). 

On the other hand it is the office of equity to prevent unfair competi- 
tion in business. Plaintiff unquestionably has developed a large business 
with the words in question; not a monopoly, but a substantial business. 
The public is interested in having good, active business concerns which 
as taxpayers support the state and city, as employers provide payrolls, and 
as operators serve the consumers. Plaintiff selected a name which, were it 
to be done over again one would not recommend; but we are at the 
maturity, not at the commencement, of its operations. Defendant has 
used the words for a very short time and has no investment in them except 
that of the mere painting of the sign. It has a variety of names to select, 
following the rule set forth below. See Stork Restaurant v. Sahati, 166 
F.2d 348, 361, 76 USPQ 374, 384, (38 TMR 431). 

The balancing of equities produces, in my mind, the following solu- 
tion: Defendant will be enjoined from using the words 4 WHEEL BRAKE 
or FOUR WHEEL BRAKE as they were used in the sign. Other expressions, 
such as “brakes relined on all four wheels, $18.95”, or a large variety of 
arrangements of the words will be allowable, which would inform the 
public that the four brakes will be relined, and at the same time would 
not mislead any reasonable person. The Court should not attempt to 
protect against any possible mistake which might be made by an extraor- 
dinarily careless observer, but to protect reasonably careful patrons, 
who exercise the ordinary powers of perception. Beverly Hills Hotel Corp. 
v. Hilton Hotels Corp., 134 Cal. App. 2d 345, 106 USPQ 224, (45 TMR 
1204) ; Wise v. Bristol-Myers Corp., 107 F.Supp. 800, 94 USPQ 327. 

In fact, the complaint does not pray that the words FoUR WHEEL BRAKE 
should be enjoined, but only the use of those words in such manner as to 
tend, or be liable, to deceive. All that defendant possibly could lose 
through such an injunction, if it seeks not to compete unfairly, is some 
“eye catching” of the present arrangement. A weighing of the equities 
preponderates against the defendant’s desire. 
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It may well be that the defendant will wish the Court to pass on pro- 
posed arrangements in this proceeding, thus getting a determination for 
its own benefit. 

A condition for the issuance of the injunction will be that plaintiff 
pay an amount later to be determined, as the whole or a part of the cost 
of a new sign for defendant. This the Court deems to be in the interest 
of justice. 


Plaintiff will prepare findings, conclusions, judgment and writ. 


BUNNY BEAR, INC. v. DENNIS MITCHELL INDUSTRIES 
No. 18630 — D.C., E.D. Pennsylvania — April 3, 1956 


REGISTRATION PROCEDURE—APPEALS—R. 8. 4915 

Suit brought in United States District Court under 35 U.S.C. 146 is action to 
invalidate decision of Commissioner and to secure for plaintiff rights given by 
Commissioner to defendant. 

Action under 35 U.S.C. 146 is heard de novo before District Court; every issue 
as to registrability of proposed trademark must be proved by evidence previously 
offered in administrative proceedings in Patent Office and by any new evidence 
which is produced; Court has duty to consider registrability of trademark generally 
and not to confine its attention to priority only. 

REMEDIES—INFRINGEMENT—DEFENSES 

Defendant applied for registration of mark on April 23, 1948 and registration 
was granted October 4, 1949; plaintiff did not apply for registration of its mark 
until July 22, 1950; in view of publication given to application for registration in 
1948, it cannot be said as matter of law that plaintiff’s delay of two years in 
applying for registration in July, 1950 is insufficient to constitute laches. 


Action under 35 U.S.C. 146 by Bunny Bear, Inc. v. Dennis Mitchell 
Industries, trademark application, Serial No. 601,093 filed July 22, 1950. 
On plaintiff’s motion for summary judgment. Motion denied. 

See also 45 TMR 357. 

Albert H. Friedman, of Philadelphia, Pennsylvania and Ezekiel Wolf and 

Daniel Wolf, of Boston, Massachusetts, for plaintiff. 

Harry Langsam and Stanley Bilker, of Philadelphia, Pennsylvania, for 
defendant. 
Van Dusen, District Judge. 


This matter comes before the court on a motion for summary judgment 
filed by the plaintiff corporation in a suit brought under 35 U.S.C. 146° as 
a result of an interference proceeding in which the Commissioner of Patents 


1. 15 U.S.C. 1071 permits any applicant for the registration of a trademark or any 
party to an interference proceeding to “proceed under sections * * * 146 of Title 35, as 
in the case of applicants for patents, under the same conditions, rules and procedures 
as are prescribed in the case of patent * * * proceedings so far as they are applicable 
** *»” A guit brought in a U. S. District Court under 35 U.S.C. 146 is an action to 
invalidate the decision of the Commissioner and to secure for the plaintiff the rights 
given by the Commissioner to the defendant. See Heston v. Kuhlke, 81 F. Supp. 913, 
79 USPQ 148 (D.C. Ohio 1949), affd. 179 F.2d 222, 84 USPQ 168 (6th Cir. 1950) ; 
Central Ry. Signal Co. v. Jackson, 254 F. 103 (E.D. Pa. 1918). 
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(through his representative, Assistant Commissioner Daphne Leeds), 
nullified the judgment of the examiner that plaintiff was entitled to priority 
of registration by holding that plaintiff’s mark, TODDLER TRAVELER,’ does not 
qualify as a trademark. 

Plaintiff seeks findings that it has continuously used its mark, TODDLER 
TRAVELER, from a date prior ot the use of defendant’s mark, TOT TRAVELER, 
that its mark, TODDLER TRAVELER, is a properly registerable trademark, and 
that the Patent Office be authorized to issue a trademark registration to 
plaintiff. The answer demands proof of the use of plaintiff’s mark in 
interstate commerce and sets up defenses of laches, unclean hands in the 
inaccurate notation of plaintiff’s mark as registered, and an attempt to 
register a mark partially.‘ 


An action such as this is heard de novo before the court. Every issue 
as to the registerability of the proposed trademark must be proved by the 
evidence previously offered in the administrative proceedings® and by any 
new evidence which is produced. See Century Distilling Co. v. Continental 
Distilling Co., 106 F.2d 486, 491, 42 USPQ 348, 351-352 (29 TMR 457), 
(3rd Cir. 1939), cert. den. 309 U.S. 662, 44 USPQ 718 (1940) ; Consolidated 
Cosmetics v. Neilson Chemical Co., 109 F.Supp. 300, 96 USPQ 320 (43 
TMR 369), (D. Mich. 1952) ; Mont-O-Min Sales Corp. v. Wyeth, Inc., 92 
F.Supp. 150, 153, 86 USPQ 315, 317 (40 TMR 820), (D. Mo. 1950).° 


The court has a duty to consider registerability of the trademark 
generally and not to confine its attention to priority only. Quaker Oats Co. 
v. General Mills, 45 F.Supp. 462, 53 USPQ 509 (32 TMR 353), (D. II. 
1942), affd. 1384 F.2d 429, 56 USPQ 400 (33 TMR 178), (7th Cir. 19438). 


2. The broad powers of the Commissioner of Patents in an interference proceeding 
are set out in 15 U.S.C. 1068. 15 U.S.C. 1069 provides that equitable principles of laches, 
estoppel and acquiescence may be considered. 15 U.S.C. 1070 authorizes an appeal to the 
Commissioner from any final decision of the examiner in an interference proceeding. 

3. This mark has been applied to an auto seat for a child of one to four years. 
See page 3 of deposition of Eliot S. Mover, taken 10/20/52. 

4. Defendant claims that the mark as used has been BUNNY BEAR TODDLER TRAVELER 
and sets up a Fourth Affirmative Defense which it is not necessary to discuss for 
disposition of this motion. 

5. 35 U.S.C. 146 provides: 

“In such suits the record in the Patent Office shall be admitted on motion of 
either party upon the terms and conditions as to costs, expenses, and the further 
cross-examination of the witnesses as the court imposes, without prejudice to the 
right of the parties to take further testimony. The testimony and exhibits of the 
record in the Patent Office when admitted shall have the same effect as if originally 
taken and produced in the suit.” 


To the extent that the plaintiff wishes to set aside the findings of the Board of Appeals, 
it has been said that his burden is not to be sustained by a mere preponderance of the 
evidence. See Century Distilling Co. v. Continental Distilling Co., 106 F.2d 486, 489, 
42 USPQ 348, 350 (29 TMR 457), (3rd Cir. 1939), cert. den. 309 U.S. 662, 44 USPQ 
718 (1940) ; Pintarelli v. Brogan, 65 F.Supp. 281, 69 USPQ 250 (D.R. I. 1946). 

6. Compare the language in such patent cases as Minnesota Mining g& Mfg. Co. V. 
Carborundum Co., 155 F.2d 746, 69 USPQ 288 (3rd Cir. 1946), and Etten v. Lovell Manu- 
facturing Company, 225 F.2d 844, 848, 106 USPQ 79, 82 (3rd Cir. 1955), which are 
applicable to this suit under 35 U.S.C. 146. 
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In the light of these established legal principles governing this action, 
the record’ is inadequate to support summary judgment on at least two 
issues* which affect the general registerability of the mark.® 


I. PLAINTIFF’S INACCURATE REPRESENTATION THAT ITS 
MARK WAS REGISTERED 


The record discloses that from the time plaintiff first used the mark 
TODDLER TRAVELER (see Exhibit 1) until this suit was instituted, plaintiff 
has inaccurately indicated that this mark was registered’® on the large 
instruction sheet enclosed with each of the car seats sold by placing a star 
after the mark and another star at the bottom of the sheet followed by the 
letters ‘‘Reg.’’ Similar misrepresentation has been held to prevent the 
registration of a trademark. See Four Roses Products Co. v. Small Grain 
Distilling & Drug Co., 29 F.2d 959 (18 TMR 576), (D.C. Cir. 1928), and 
cases there cited.’ Plaintiff attempts to justify its conduct by saying this 
use of the word ‘‘ Reg.’’ was ‘‘inadvertent, * * * due entirely to a mistake 
of law * * * in the full belief that the term * * * was in fact registered 
and plaintiff had a perfect right to use such indication; that plaintiff never 
had any intention of deceiving the public * * *.’’!* Such conclusions in an 
affidavit are not a sufficiently clear explanation of its conduct in this regard 
to justify a decision in its favor on this issue on a motion for summary 
judgment. 


II. Use OF THE MARK IN COMMERCE 


In paragraph 3 of the answer, defendant states that it is without 
knowledge that plaintiff has used this mark in commerce, as alleged in the 
complaint,’* and such use is essential to registration of the trademark. 


7. The record before the court consists of affidavits, admissions in the pleadings, 
depositions, and exhibits. 

8. Laches is among the other issues raised by defendant which he should have an 
opportunity to support. Defendant applied for registration of its mark (TOT TRAVELER) 
on April 23, 1948, and registration was granted October 4, 1949. Plaintiff did not apply 
for registration of its mark until July 22, 1950. In view of the publication given to the 
application for registration in 1948, it cannot be said as a matter of law that plaintiff’s 
delay of two years in applying for registration in July 1950 is insufficient, under all 
circumstances, to constitute laches. See Old Lexington Club Distillery Co. v. Kentucky 
Distilleries & Warehouse Co., 234 F. 464, 469 (6 TMR, 454, 457), (D. N.J. 1916), affd. 
247 F. 1005 (3rd Cir. 1918); Willson v. Graphol Products Co., Inc., 89 USPQ 382, 387 
(41 TMR 591), (1951). In this connection, 15 U.S.C. 1072 provides that registration of 
a mark under the provisions of 15 U.S.C. 1051 shall be constructive notice of the regis- 
trant’s claim of ownership. See General Electric Co. v. Schwartz, 99 F.Supp. 365, 90 
USPQ 198 (41 TMR 984), (S.D. N.Y. 1951). 

9. No summary judgment can be granted where there are issues of fact created by 
the pleadings. See Fairbanks Morse g Co. v. Consolidated Fisheries, 190 F.2d 817, 824 
(3rd Cir. 1951). 

10. See Exhibits 1 and 61 and page 7 of deposition of Eliot S. Mover referred to 
in footnote 3. 

11. See Nims on Unfair Competition and Trademarks, Vol. 2, § 403, pp. 1254-6. 

12. See affidavit filed 3/20/56. Plaintiff also states that it no longer uses this 
word “Reg.” as applied to the mark, but does not state when it discontinued such use. 

13. Under the second sentence of F. R. Civ. P. 8(b), defendant’s language will 
be construed as a denial, although it would be preferable if it used the language of 
the rule. 
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15 U.S.C. 1051. Under the rule adopted in this Circuit, summary judgment 
cannot be granted in the face of a denial in the pleadings on the basis of 
affidavits. See Frederick Hart Co. v. Recordgraph Corp. 169 F.2d 580, 78 
USPQ 310 (3rd Cir. 1948) ; Reynolds Metals Co. v. Metals Disintegrating 
Co., 176 F.2d 90, 82 USPQ 84 (3rd Cir. 1949) ; Levy v. Equitable Life Ins. 
Co., C.A. 16427 (E.D. Pa. Sept. 27, 1955), opinion by Grim, J. 

It is suggested that this case be ordered down on the trial list promptly 
and it can be submitted to the court on the basis of depositions and a 
stipulation, if this is the wish of both parties. 


PIKE v. RUBY FOO’S DEN, INC., OF MARYLAND et al. 
No. 12124 — C. A. D. C. — April 5, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—LICENSES 
REMEDIES—UNFAIR COMPETITION—EVIDENCE 


On record before it, court unwilling to hold that a naked license had been 
extended by plaintiff for use of the name RUBY FOO’S DEN in connection with a 
restaurant business where it appeared that plaintiff was the president for a number 
of years and at the time of trial still was a director of the corporation operating 
such business and the agreement allegedly required high grade food and service 
with a right of revocation in the plaintiff for the breach of any condition. 


REMEDIES—UNFAIR COMPETITION—DEFENSES 
Use of a trade name by a licensee creates no right in him as against the 
licensor. 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF 
Even though prior user’s trade is in an area outside that covered by junior 
user’s business, the latter will be enjoined if at the time he adopts the name or mark 
he had notice of the other’s prior use. 


Action by Florence A. Pike v. Ruby Foo’s Den, Inc., of Maryland, 
Jacob A. Pike, Anna Pike, and David L. Peister for appointment of receiver. 
Plaintiff appeals from District Court for District of Columbia from order 
ratifying sale by receiver. Action remanded. 

Case below reported at 44 TMR 409. 

Ward B. McCarthy, of Washington, D. C., and Clarence P. Greer, of New 

York, N. Y., for appellant. 

Manuel J. Davis, of Washington, D. C., for appellees. 

James C. Toomey and Walter E. Gillcrist, of Washington, D. C., for receiver. 

Before Epagrrton, Chief Judge, and WasHiIneton and DaNaHER, Circuit 
Judges. 

WasHIneTon, Circuit Judge. 


This case concerns the right to use the name RUBY FOO’s DEN, as applied 
to a restaurant business. 

Plaintiff-appellant brought suit in the District Court for the appoint- 
ment of a receiver for appellee corporation, and for certain other relief 
which need not concern us here. A receiver was appointed, and in due 
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course he recommended sale of the appellee corporation’s assets. At this 
point a question arose as to whether the name RUBY FOO’s DEN, used to 
denominate a Washington, D.C., restaurant owned by appellee corporation, 
was an asset of the corporation, or belonged to appellant, who operates a 
restaurant having a similar name in New York City, and who claims to 
have licensed the use of the name by the Washington restaurant. 


After a hearing, the District Court ruled that the trade name ruBY 
FOO’S DEN was an asset of the appellee corporation and therefore subject to 
sale along with the other assets of the business, which was being sold as a 
whole. A sale was held in accordance with this ruling, and appellant filed 
her appeal from the order ratifying sale. 


A copy of the notice of appeal was not mailed to the purchaser at the 
sale (the purchaser having no attorney of record), although its purchase 
made it a party to the action. Kneeland v. American Loan & Trust Co., 
136 U.S. 89, 95 (1890) ; Davis v. Mercantile Trust Co., 152 U.S. 590 (1894). 
However, Rule 73(b), Fed.R.Civ.P., specifically states that the clerk’s 
failure to mail copies of the notice of appeal to a party “does not affect the 
validity of the appeal.” On discovering the error after oral argument had 
taken place, we advised the purchaser of the situation and invited it to take 
such action as it considered necessary to preserve its interest in the appeal. 
The purchaser—the Golden City Restaurant Corporation—responded by 
submitting a detailed statement of its position in this case, and also sub- 
mitted a reply to appellant’s answer to this statement. We have carefully 
considered the purchaser’s submissions in arriving at our decision. We 
believed that the procedure adopted and the disposition we have decided 
to make of this case fairly preserve the purchaser’s rights. 


The purchaser raises one contention that must be considered before we 
can come to the merits of the case. It contends that the only point preserved 
by appellant on this appeal is appellant’s claim that the District Court erred 
in failing to grant appellant’s motion for a rehearing under Rule 60(b), 
Fed.R.Civ.P. This contention is primarily grounded on the conclusion of 
appellant’s brief, that ‘‘the decision of the lower court is erroneous and 
Should be reversed and a hearing on the Motion under Rule 60(b) be 
directed.” But the decision from which this appeal was taken under the 
notice of appeal is the order ratifying the sale; the motion for a rehearing 
was possible only because of our decision in Smith v. Pollin, 90 U.S.App.D.C. 
178, 194 F.2d 349 (1952), permitting such a motion even though an appeal 
is pending. The text of appellant’s brief raises numerous issues not related 
to the denial of a rehearing. A fair reading of the brief and its concluding 
prayer indicates that appellant is asking for reversal of the order of sale. 
We think appellant has preserved her appeal on these issues. We therefore 
turn to the merits. 


Plaintiff-appellant asserts that the Washington restaurant acquired the 
name RUBY FOO by license from her, and had no right in the name which 
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could be transferred by judicial sale. The receiver here contends that if 
such a license arrangement existed, it was invalid as a “naked” license. 
The trial court said only that plaintiff-appellant “purported to license the 
use of the trade name,” from which we may conclude that perhaps it con- 
sidered the license invalid, although it did not specifically say so. At least 
on the present state of the record, we are persuaded that the license agree- 
ment, if in fact there was one, was not a naked license. It appears that 
plaintiff-appellant took part in the organization of the Washington restau- 
rant corporation, was president of it for a number of years, is still a director, 
and is a substantial stockholder. Cf. 2. F. Prichard Co. v. Consumers 
Brewing Co., 136 F.2d 512, 58 USPQ 362 (33 TMR 370) (6th Cir. 1943), 
cert. denied, 321 U.S. 763, 60 USPQ 578 (1944); Vermont Maple Syrup 
Co. v. F. N. Johnson Maple Syrup Co., 272 F. 478 (11 TMR 257) (D. Vt. 
1921). In addition, the agreement is asserted to require that the Wash- 
ington restaurant render high grade service and sell good quality foods and 
liquors, and to be revocable on the breach of any covenant (or on the 
restaurant’s insolvency), so that plaintiff-appellant retained some control 
over the quality of the product and the character of the management. 


If a valid license agreement was entered into, the licensor would seem 
—prima facie at least—entitled to use its revocation privileges as set forth 
in the agreement. Certainly, use of the trade name by the licensee builds 
up no right in the licensee as against the licensor. EF. F. Prichard Co. v. | 
Consumers Brewing Co., supra; Smith v. Dental Products Co., 140 F.2d 
140, 60 USPQ 260 (34 TMR 78) (7th Cir.), cert. denied, 322 U.S. 743, 61 
JSPQ 543 (1944); Vermont Maple Syrup Co. v. F. N. Johnson Maple 
Syrup Co., supra. 

Of course, it is possible that the purported license agreement was never 
entered into by the Washington restaurant, or that plaintiff waived her 
right to revoke for insolvency, ef. American Dirigold Corp. v. Dirigold 
Metals Corp., 125 F.2d 446, 52 USPQ 510 (32 TMR 506) (6th Cir. 1942), 
and her other rights under the agreement.’ But these are purely matters 
of conjecture to us, since the opinion and order before us contain no findings 
bearing on these points. The trial court based its ruling on the thesis that 
development of trade names in one geographical area does not bar use by 
another in a different area, citing Hanover Star Milling Co. v. Metcalf, 
240 U.S. 403 (6 TMR 149) (1916), United Drug Co. v. Theodore Rectanus 
Co., 248 U.S. 90 (9 TMR 1) (1918), and Food Fair Stores, Inc. v. Square 
Deal Market Co., 93 U.S.App.D.C. 7, 206 F.2d 482, 98 USPQ 65 (43 TMR 
1164) (1953), cert. denied, 346 U.S. 937, 100 USPQ 447 (1954). But these 
eases do not appear to us to be controlling here. In the two Supreme Court 


1. It also appears to be suggested that appellant never had any rights in the name 
RUBY FOO. However, if the Washington restaurant did enter into a license agreement 
with her, it might well be estopped to challenge her title. Smith v. Dental Products Co., 
supra at 148, 60 USPQ at 268 (34 TMR 78); E. F. Prichard Co. v. Consumers Brewing 
Co., supra at 522, 58 USPQ at 371 (33 TMR 370); Hicks v. Anchor Packing Co., 16 F.2d 
723, 726 (3d Cir. 1926) (17 TMR 208). 
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unaware of the senior use (240 U.S. at 412, 415; 248 U.S. at 100-103), 
and in Food Fair we noted that the District Court had specifically found 
that both users started to use the name at approximately the same time 
and that there was no usurpation, intentional or otherwise (93 U.S.App. 
D.C. at 9, 206 F.2d at 48, 98 USPQ at 66) (48 TMR 1164). In the 
instant case, there is no question that the Washington corporation had 
notice of the existence of the New York restaurant, and of the claims of 
Mrs. Pike (appellant here). 










The Federal cases are virtually unanimous against a knowing junior 
user. See, for example, Food Fair Stores, Inc. v. Food Fair, Inc., 177 F.2d 
177, 83 USPQ 14 (39 TMR 894) (1st Cir. 1949) ; Stork Restaurant, Inc. v. 
Sahati, 166 F.2d 348, 76 USPQ 374 (38 TMR 431) (9th Cir. 1948) ; White 
Tower System, Inc. v. White Castle System, 90 F.2d 67, 33 USPQ 573 
(27 TMR 600) (6th Cir. 1937); Buckspan v. Hudson’s Bay Co., 22 F.2d 
721 (18 TMR 4) (5th Cir. 1927), cert. denied, 276 U.S. 628 (1928) ; 
Sweet Sixteen Co. v. Sweet “16” Shop, Inc., 15 F.2d 920 (17 TMR 71) 
(8th Cir. 1926). Although all of these cases involve at least minor contacts 
by the senior user with the locale in which the junior user is doing business, 
so that knowing junior use is not the sole factor present, at least one 
commentator has concluded that ‘‘the presence of notice is the determi- 
native factor, usually sufficient in itself to bar the second user’s claim.” 
Developments in the Law—Trade Marks and Unfair Competition, 68 Harv. 
L.Rev. 814, 858 (1955). The only Federal case we have found which seems 
to point in the opposite direction is Lerner Stores Corp. v. Lerner, 162 F.2d 
160, 73 USPQ 524 (37 TMR 452) (9th Cir. 1947), but in that case the 
trade name was the personal name of the junior user and he went to con- 
siderable pains to distinguish his enterprise from that of the senior user.’ 






















Furthermore, if the license agreement relied on by appellant was in 
fact valid, and if its provisions have not been waived by appellant, the 
problem in the instant case becomes an entirely different one from that 
presented by the cases cited by the trial court. But this is a matter which 
we cannot adequately review, by reason of lack of findings and conclusions 
by the trial court. Cf. Uline v. Uline, 92 U.S.App.D.C. 281, 205 F.2d 870 


















2. A few older state cases permit a knowing junior use. Yellow Cab Co. of San 
Diego v. Sachs, 191 Cal. 238, 216 Pac. 33 (1923); The Tent v. Burnham, 269 Mass. 211, 
168 N.E. 735 (1929); Kaufman v. Kaufman, 223 Mass. 104, 111 N.E. 691 (1916). 
However, these cases seem to be based on the now outmoded theory that “there cannot 
be unfair competition unless there is competition” (quoted in Yellow Cab Co. v. Sachs, 
supra, 191 Cal. at 243, 216 Pac. at 35 (13 TMR 373), from Sartor v. Schaden, 125 Ia. 
696, 702, 101 N.W. 511, 513-14 (1904)), and at least one more recent state case has gone 
the other way. Maison Prunier v. Prunier’s Restaurant §& Cafe, Inc., 159 Misc. 551, 288 
N.Y.S. 529 (Sup.Ct., Sp.T., N.Y. Co., 1936). It is also worthy of note concerning the 
rights of the junior user that “If he imitates the other’s trademark or trade name 
knowingly and acts in other ways to convey the impression that his business is associated 
with the other, the inference may reasonably be drawn that there are prospective pur- 
chasers to be misled.” Restatement, Torts § 732, Comment a. And ef. American Medicinal 
Spirits Co. v. United Distillers, Ltd., 76 F.2d 124, 125, 25 USPQ 82, 83 (25 TMR 155) 
(2d Cir. 1935); My-T Fine Corp. v. Samuels, 69 F.2d 76, 77, 21 USPQ 94, 95 (24 TMR 
141) (2d Cir. 1934), and cases there cited. 
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cases the Court specifically relied on the fact that the junior user was 
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(1953). Accordingly, we must remand the ease to the District Court for 
further proceedings not inconsistent with this opinion. We do not at this 
time vacate the order ratifying the sale, but if it should be determined 
that the receiver is not entitled to sell the name RUBY FOO’S DEN, or any 
similar name, then the order should be vacated so as to restore to appellant 
her rights in the trade name, and the purchaser should be permitted, if it 
wishes, to rescind the sale in its entirety, under appropriate conditions 
looking to adjustment of the equities. 
Remanded for proceedings not inconsistent with this opinion. 


H. D. HUDSON MANUFACTURING COMPANY v. 
FOOD MACHINERY AND CHEMICAL CORPORATION 


Appl!. No. 6178 — C.C.P.A. — February 21, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Appellant, registrant of mark misty for sprayers for agricultural and horti- 
cultural spraying and dusting and roTo-POWER for machines disseminating insecti- 
cidal dust opposes registration of mark roToMisT for agricultural and horticultural 
spraying and dusting machines. 

Although the common portion roto of appellant’s mark ROTO-POWER and 
appellee’s mark ROTOMIST is identical, the dissimilarities must be considered, and 
if viewed in their entireties they do not look and sound alike. Therefore, concurrent 
use of marks is not likely to cause confusion; decision of Commissioner of Patents 
is affirmed. “ 

Opposition proceeding No. 30,993 by H. D. Hudson Manufacturing 
Company v. Food Machinery and Chemical Corporation, application Serial 
No. 588,684 filed December 2, 1949. Opposer appeals from decision of 
Commissioner of Patents dismissing opposition. Affirmed. 

Case below reported at 44 TMR 979. 

Wilson & Geppert, Ira J. Wilson, and Carl F. Geppert, of Chicago, Illinois, 
for appellant. 

Woodcock & Phelan and Virgil E. Woodcock, of Philadelphia, Pennsyl- 
vania (Hans G. Hoffmeister, San Jose, California and Robert B. Wash- 
burn, Philadelphia, Pennsylvania, of counsel) for appellee. 

Before O’ConNELL, Acting Chief Judge, and JoHNsON, WoRLEy, COLE 
and JACKSON (retired), Associate Judges. 


JOHNSON, Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner, 101 USPQ 372 (44 TMR 
979), affirming the decision of the Examiner of Interferences which dis- 
missed appellant’s notice of opposition to the registration by appellee, 
under the Trademark Act of 1946, of the notation roromist for agricultural 
and horticultural spraying and dusting machines in class 23, cutlery, ma- 
ehinery, and tools, and parts thereof, 
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Appellee alleged March 20, 1948, as the date of first use of the involved 
mark in the commerce among the several states. The application was ex- 
amined and passed for publication pursuant to Section 12(a) of the Trade- 
mark Act of 1946, and the mark was duly published in the Official Gazette 
on October 16, 1951. On November 13, 1951, appellant filed its notice of 
opposition. 

In the notice of opposition, appellant alleged that it is the owner of 
Trademark Registration No. 195,745, dated March 3, 1925, for the mark 
MIsTy for sprayers for agricultural and horticultural spraying and dusting 
in class 23, supra, and registration No. 340,866, dated November 24, 1936 
for the mark ROTO-POWER, the suffix POWER being disclaimed apart from 
the mark, for machines for disseminating insecticidal dust for agricul- 
tural and horticultural spraying and dusting in class 23, supra. It was 
also alleged that appellant’s goods bearing the involved marks have been 
extensively advertised and widely sold throughout the United States; and 
that its marks have great trademark value and have become generally 
known to the public as designating and identifying the goods of appellant. 
Appellant also alleges that the goods of the parties are of the same de- 
seriptive properties, are normally sold to the same class of customers, and 
that use by appellee of its mark roroMist on its goods will result in great 
and irreparable damage to opposer. 


Appellee took no testimony and offered no evidence. Both parties filed 
briefs and were represented at final arguments. 


Various issues have been raised, but in view of our opinion as herein- 
after set forth, it is necessary to consider only the issue of confusing 
similarity. 

The law pertinent to the issue of confusing similarity in the instant 
case is set out in the case of L. J. Mueller Furnace Co. v. United Condition- 
ing Corporation, 41 C.C.P.A. (Patents) 932, 222 F.2d 755, 106 USPQ 112, 
114, (45 TMR 1223), wherein we stated: 


The test applied by this court in an opposition proceeding is the 
likelihood of confusion in the mind of the purchasing public as to the 
origin of the goods. Nestle’s Milk Products, Inc. v. Baker Importing 
Co., Inc., 37 C.C.P.A. (Patents) 1066, 182 F.2d 193, 86 USPQ 80 
(40 TMR 526) ; Standard Laboratories, Inc. v. Procter & Gamble Co., 
35 C.C.P.A. (Patents) 1146, 167 F.2d 1022, 77 USPQ 617 (38 TMR 
768). This is a subjective test. Therefore prior decisions are of little 
value since each case must be decided on its own particular set of 
facts. North Star Manufacturing Co. v. Wells Lamont Corp., 39 
C.C.P.A. (Patents) 764, 193 F.2d 204, 92 USPQ 128 (42 TMR 220). 


However, various rules have been developed for the purpose of 
aiding in the determination of the question of confusing similarity. 
It is well settled that the marks must be considered in their entireties. 
Apollo Shirt Co. v. Enro Shirt Co., Inc., 35 C.C.P.A. (Patents) 849, 
165 F.2d 469, 76 USPQ 329 (38 TMR 314) ; Valpo Co. v. Solis Entri- 
algo y Compania, 36 C.C.P.A. (Patents) 1160, 175 F.2d 457, 82 USPQ 
182 (39 TMR 699). But different features may be analyzed to deter- 
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mine whether the marks are confusingly similar, Hoffmann-LaRoche, 
Inc., v. Roch D. Kawerk, Etc., 32 C.C.P.A. (Patents) 954, 148 F.2d 
557, 65 USPQ 218 (35 TMR 71), and similarities and dissimilarities 
should both be considered, Younghusband v. Kurlash Co., Inc., 25 
C.C.P.A. (Patents) 886, 94 F.2d 230, 36 USPQ 323 (28 TMR 132). 


It has also been held that common portions of the marks cannot 

be disregarded, Schering & Glatz, Inc. v. Sharp & Dohme, Inc., 32 

yore x (Patents) 827, 146 F.2d 1019, 64 USPQ 394 (35 TMR 

It is our opinion, applying the above-quoted criteria for determining 
similarity to the marks before us, when the individual marks, ROTOMIST 
and ROTO-POWER, are viewed in their entireties, they do not look alike, or 
sound alike. We are of the same opinion relative to the marks ROTOMIST 
and Misty. Although the common portion roto of appellant’s mark RoTo- 
POWER and appellee’s mark ROTOMIST is identical, the dissimilarities of the 
marks, must be considered. The dissimilar portions of the marks, POWER 
and MIST, in our opinion, are sufficiently different to cause the marks in 
their entireties to be more dissimilar than similar. 

Appellant contends that the term roTomist is confusingly similar to 
the combination of terms RoTO-POWER and MISTY in that appellee has taken 
the word roto, which appellant considers the dominant part of its mark 
ROTO-POWER, and has added as a suffix the word mist, which appellant con- 
siders the dominant part of its mark misty, in order to form the mark 
ROTOMIST, citing Parke, Davis & Co. v. G. F. Harvey Co., 31 C.C.P.A. 
(Patents) 879, 141 F.2d 132, 60 USPQ 572 (34 TMR 179). In that case 
the applicant took the first syllable, pia1, of one of opposer’s marks DIGIFORTIS 
and combined it with the second syllable, szaus, of opposer’s other mark 
KAPSEALs to form applicant’s mark of DiaiseaLs. The opposer had been 
using both marks combined, KAPSEALS DIGIFORTIS, aS One mark on goods 
identical to applicant’s goods, and under those circumstances, the court 
held the marks to be confusingly similar. Here appellant has not used 
its marks ROTO-POWER and MISTY combined as one mark. We agree with 
appellee’s contention that in Parke, Davis & Co. v. G. F. Harvey Co., supra, 
the court’s ruling represents “a consideration of the trademark rights estab- 
lished in the compound mark and not a ruling upon the propriety of com- 
bining parts of two different marks in order to create a compound mark, 
not previously used by opposer.” 

We have carefully considered appellant’s brief and the cases cited 
therein. However, we are of the opinion that the foregoing application of 
the law is determinative of the issues in the present case, and that the 
other points raised by appellant need not be considered. We do not think 
the concurrent use of the marks on the goods of the parties is likely to 
cause confusion or mistake or to deceive purchasers. 


Therefore, the decision appealed from is affirmed. 
JACKSON, Judge, retired, recalled to participate. 


ei 
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INTERCONTINENTAL MFG. CO., INC. v. CONTINENTAL 
MOTORS CORPORATION 


Appl. No. 6182 —C.C. P. A. — February 21, 1956; Rehearing denied 
March 29, 1956 


TRADEMARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


Applications for marks INTERCONTINENTAL and letter “C” surrounding number 
26 with INTERCONTINENTAL superimposed, both marks used on agriculture machinery 
including tractors and parts thereof, opposed by prior user and registrant of CON- 
TINENTAL for combustion engines. Decision of Assistant Commissioner reversed 
and opposition dismissed upon finding that no confusion was likely to occur in view 
of the nature and cost of the goods, requiring care and discrimination on the part 
of purchasers, the geographical significance of the marks and the different meaning, 
sound and appearance of the marks. 


The degree of permissable similarity between marks consisting of ordinary 
words, especially when of descriptive or geographical significance, is greater than 
where arbitrary or fanciful words are involved and sufficient differences existed be- 
tween marks INTERCONTINENTAL and CONTINENTAL to obviate likelihood of confusion. 


Opposition proceeding Nos. 31,182 and 31,184 by Continental Motors 
Corporation v. Intercontinental Mfg. Co., Inc., applications Serial Nos. 
574,967 and 574,966 filed March 5, 1949. Applicant appeals from decision 
of Commissioner of Patents sustaining oppositions. Reversed. 

Case below reported at 44 TMR 1221. 

Robert B. Harmon, of Washington, D. C., for appellant. 
Barnes, Kisselle, Laughlin & Raisch and Hauke & Hardesty (John M. 

Kisselle of counsel), of Detroit, Michigan, for appellee. 

Before O’CoNNELL, Acting Chief Judge, and JoHNsoN, WorLEy, CoLe and 

JACKSON (retired), Associate Judges. 

WorRLEY, Judge. 


This is an appeal from the decision of the Assistant Commissioner of 
Patents affirming the decision of the Examiner of Interferences sustain- 
ing two notices of opposition filed by appellee against appellant’s applica- 
tions for the registration of certain trademarks. The two proceedings, 
disposed of by a single decision below, are Nos. 31,182 and 31,184, involv- 
ing trademark applications Nos. 574,967 and 574,966, respectively. Appli- 


“cg? 


cation No. 574,967 relates to a mark comprising a large letter sur- 
rounding the number “26”, with the word INTERCONTINENTAL superimposed 
on the letter. The mark involved in application No. 574,966 consists solely 
of the word INTERCONTINENTAL. The goods listed in each of the applica- 
tions comprise various kinds of agricultural machinery, including tractors, 
and parts therefor. 

The notices of opposition were based on appellee’s allegation of prior 
use of the mark CONTINENTAL on goods including internal combustion en- 
gines, and upon a number of registrations of that mark for such goods. 
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The Examiner of Interferences and the Assistant Commissioner held 
that the record clearly established use by appellee of the mark CONTINENTAL, 
as applied to internal combustion engines, long prior to any use by appel- 
lant of its marks. Those holdings are not disputed here by appellant. 

The examiner noted that appellant’s applications list goods including 
tractor parts, and that internal combustion engines commonly form parts 
of tractors. He therefore concluded that the goods of the respective parties 
must be considered “as being in part identical in kind,” citing General 
Foods Corporation v. Casein Company of America, Inc., 27 C.C.P.A. (Pat- 
ents) 797, 108 F.2d 261, 44 USPQ 33 (30 TMR 48). The Assistant Com- 
missioner stated, 102 USPQ 37, 38, that “It is common knowledge that 
tractors and motors therefor are sometimes made by a single manufacturer.” 
Both tribunals held that appellant’s marks so nearly resembled the mark 
CONTINENTAL that concurrent use thereof by the parties on their respective 
goods would be likely to result in confusion. 

Appellant argues at some length that the products of the parties are 
actually so different that confusion is impossible. However, we agree with 
the Examiner of Interferences that the decision must be based on the goods 
covered in appellant’s applications, and since those goods overlap those of 
appellee, it must be considered that the goods of the respective parties are 
of the same descriptive properties. 

Since there is no issue of priority between the parties, the question to | 
be decided is whether the marks themselves are confusingly similar. 

Appellee points out that its entire mark CONTINENTAL is included in 
appellant’s mark INTERCONTINENTAL, and argues that confusion is likely 
to result “when the subsequent user appropriates a registered mark in its 
entirety and adds an insignificant syllable thereto.” 

Clearly the marks involved are not coined or artificial words, but are 
words in common use. Both are primarily geographical in their signifi- 
cance but their geographical meanings are sharply distinguished, one re- 
ferring to a single continent and the other to two or more continents. As 
applied to merchandise, we think they tend to suggest the scope of the 
actual or expected market. In that connection it is noted that the testimony 
shows that appellant’s goods are sold principally in Turkey, South Africa, 
Mexico, Argentina, Brazil, and other foreign countries. 

Normally, the degree of similarity which is permissible between trade- 
marks consisting of ordinary words, especially when such words are de- 
seriptive or geographical, is greater than that permissible between arbi- 
trary or fanciful marks. Thus, in Nims, Unfair Competition and Trade- 
marks, Third Edition, page 611, it is said that: 

Similarity which is based only on the use of descriptive words has 
been held not to be a ground for denying registration. 


and on page 297 of the same work, the statement is made that: 
The primary right of all to use the geographical names must be 
considered in connection with the other right which each man has to 
be free from fraudulent competition. 
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The following statement to the same effect is found in Callmann, Un- 
fair Competition and Trademarks, Second Edition, page 1503: 

The rule that coined or fanciful marks should be given a much 
broader degree of protection than words in common use is sound for 
it recognizes not only the orthodox basis of the law of trademarks that 
the sale of goods of one manufacturer or vendor as those of another 
should be prevented, but also the fact that in modern business the 
trademark performs the added function of an advertising device 


whose value may be injured or destroyed unless protected by the 
courts. 


The general principle to be applied in cases such as the present one is 
well expressed in the following statement by the commissioner which was 
quoted with approval by this court in United Drug Company, etc. v. The 
Mercirex Company, 37 C.C.P.A. (Patents) 1063, 182 F.2d 222, 86 USPQ 
112, 113-114 (40 TMR 534), where it was held that MERCEREX and REX 
were not confusingly similar: 

It is true that the word “rex” which opposer uses as a valid and 
technical trademark does form one syllable of applicant’s mark. It is 
not, however, set out separately or emphasized and, as presented by 
the drawing and specimens, would not, in my opinion, be recognized 
or connected with opposer’s mark even by persons familiar with it. 
While a known mark cannot be appropriated and rights cannot be 
acquired by mere addition of words, syllables, or other features which 
leave the known mark recognizable as a prominent feature of the new 
mark, comparison of the marks does not give that impression in this 
ease. In my opinion the inclusion of that syllable in applicant’s mark 
cannot be considered an appropriation of opposer’s mark. 

In our opinion the instant mark INTERCONTINENTAL would not be re- 
garded merely as appellee’s mark CONTINENTAL with two syllables added, 
but as a new word having such a different meaning, sound, and appearance 
as to preclude the likelihod of confusion. We think that particularly true 
in view of the nature, use, and relative cost of the respective goods, all of 
which suggest the exercise of care and discrimination on the part of pur- 
chasers thereof. 

While it is axiomatic that decisions in trademark cases are seldom 
rigid authorities, the following additional cases are noted in which marks 
were held not to be confusingly similar even though one of them was in- 
cluded in its entirety as a part of the other: Crown Overall Mfg. Co. v. 
Desmond’s, 37 C.C.P.A. (Patents) 1118, 182 F.2d 645, 86 USPQ 166 (40 
TMR 680), (cROWN and FLEXI-cROWN) ; McGraw-Hill Publishing Co. v. 
American Aviation Associates Inc., 117 F.2d 293, 47 USPQ 494 (31 TMR 
150), (AVIATION and AMERICAN AVIATION) ; Wise v. Bristol-Myers Co., 107 
F.Supp. 800, 94 USPQ 327 (Burr and BUFFERIN). 

The case of Quaker State Refining Co. v. Steinberg et al., 189 At. 473, 
27 TMR 146, is also in point. It was there held that QUAKER STATE and 
QUAKER CITY were not confusingly similar, it being pointed out that the 
former mark would be understood as referring to Pennsylvania and the 
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latter to Philadelphia. Similarly, in the present case, CONTINENTAL and 
INTERCONTINENTAL would be understood as referring to distinctly different 
geographical areas. 

As was pointed out in Crown Overall Mfg. Co. v. Desmond’s, supra, 
likelihood of confusion is largely a matter of opinion, to be determined on 
the merits of each individual case. In the present case, for the reasons 
above set forth, we are of the opinion that concurrent use by the parties 
of their respective marks CONTINENTAL and INTERCONTINENTAL would not 
be likely to result in confusion. We think that is likewise true with ref- 
erence to appellant’s other mark which includes a large letter “C,” the 
number “26,” and the word INTERCONTINENTAL. 

In view of our conclusion, it is unnecessary to consider the contention 
of appellant that appellee is barred by laches from contesting the right of 
appellant to register those marks. 

The decision of the Assistant Commissioner is reversed. 


JACKSON, Judge, retired, recalled to participate. 


PRINCESS PAT, LTD. v. TURSI 
Appl. No. 6174 — C.C.P.A. — February 21, 1956 


TRADEMARK ACT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Registrant of PRINCESS PAT with crown and medallion for perfumes, face powder, 
lipsticks and other cosmetics opposes application for registration of pat for beard 
softening agent. Since applicant’s mark consists of one word only and goods are 
used primarily by men and registrant’s mark has two words and design features 
and goods are primarily for use by women concurrent use of marks is not likely to 
result in confusion. Decision of Patent Office is affirmed. 

Opposition proceeding No. 31,675 by Princess Pat, Ltd., v. Joseph 
Tursi, application Serial No. 612,379 filed April 7, 1951. Opposer appeals 
from decision of Examiner-in-Chief of Patent Office dismissing opposition. 
Affirmed. 


Case below reported at 44 TMR 1112. 


James R. McKnight, of Chicago, Lllinois, for opposer-appellant. 

Parker Cook, of Atlantie City, New Jersey, for applicant-appellee. 

Before O’ConNELL, Acting Chief Judge, and JoHNson, WorLEy, COLE and 
JACKSON (retired), Associate Judges. 

O’ConNELL, Acting Chief Judge. 


This is an appeal from the decision of the Examiner-in-Chief of the 
United States Patent Office, acting for the Commissioner of Patents, 101 
USPQ 346, (44 TMR 1112), which decision affirmed that of the Examiner of 
Interferences dismissing an opposition by Princess Pat, Ltd., the appellant 
here, against application No. 612,379 filed by the appellee, Joseph Tursi, for 
registration of the word PaT as a trademark for a beard softening agent. 
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The opposition was based on appellant’s registration No. 146,236, 
granted September 6, 1921, and republished October 30, 1951 under the 
Act of 1946, for PRINCESS PAT with a design including a crown and a medal- 
lion bearing a profile of a woman’s head, as a trademark for perfumes, 
toilet water, face powder, taleum power, face creams, rouges, sachet- 
powders, lip-sticks, eyebrow pencils, hair-tonics, scalp-ointments, shampoos, 
eyebrow-growers, liquid face powders, nail polishes, cuticle-remover, nail- 
bleaches, cuticle salves, hand-lotions, deodorizers, depilatories, and bath 
salts. 


Neither party took testimony and there is no issue of priority since 
the appellant’s registration was granted long prior to the earliest date of 
use alleged by the appellee. The sole question to be decided is whether the 
mark sought to be registered, as applied to a beard softener, is confusingly 
similar to the appellant’s mark as applied to any or all of the goods above 
listed. 


Both Patent Office tribunals held that in view of the specifie differences 
between the marks and the goods involved there was no likelihood that con- 
fusion would result from their concurrent use. They stated that the appel- 
lee’s product, to which the mark pat is applied, is used primarily, if not 
exclusively, by men, whereas the goods to which the appellant’s prINcEsS 
PAT mark is applied are primarily intended for purchase and use by the 
feminine sex. 


The appellant argues here, as it did below, that both men and women 
use the shaving cream to which appellee’s mark is applied and that both 
men and women also use a number of the preparations to which appellant’s 
mark relates, such as hair tonics, scalp ointments and shampoos. As 
pointed out by the Examiner-in-Chief, the record contains no evidence to 
support those contentions. However, assuming them to be accurate, it is 
still clear that appellant’s goods are designed primarily for use by the 
feminine trade and appellee’s by the masculine. Accordingly, despite the 
fact that all the goods may be sold in the same stores and occasionally 
bought by persons of both sexes, there is a material difference in their 
primary markets and customers appeals. 


The foregoing distinction is accentuated by the fact that the name PAT, 
standing alone, has a distinctly masculine significance, while PRINCESS PAT, 
with a medallion bearing a profile of a women’s head, is definitely feminine. 


Moreover, the appellee’s mark consists of but a single word, while the 
appellant’s mark includes prominent design features. While such features 
alone may not be controlling, they cannot be properly overlooked in decid- 
ing the question of confusing similarity. In re Malvina D. Myers, Etc., 
40 C.C.P.A. (Patents) 747, 201 F.2d 379, 96 USPQ 238 (43 TMR 284). 


In the final analysis, the question of confusing similarity is usually one 
which must be determined by individual judgment based on all the cireum- 
stances of the particular case involved. 


— 
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After a careful consideration of the present case, we are in agreement 
with the tribunals of the Patent Office that the concurrent use of the marks 
here involved on the goods of the respective parties would not be likely to 
result in confusion. 


The decision of the Examiner-in-Chief is affirmed. 
JACKSON, Judge, retired, recalled to participate. 


THE HEMINWAY & BARTLETT MFG. CO. v. STERLING NET & TWINE 
COMPANY, INC. 


No. 32350 — Commissioner of Patents — February 24, 1956 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Opposition by registrant of NYLOCK used on thread and twine of silk, nylon 
and other synthetic fibers for use in making and repairing fish nets against appli- 
cation for NYLOON as used on fishing lines and nets dismissed where supported only 
by copy of opposer’s registration since no likelihood of confusion, mistake or decep- 
tion was shown to exist. 
TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


Application for mark NYLOON used on fishing lines and nets of nylon fiber 
refused on ex parte consideration since the mark was merely a misspelling of nylon, 
the common descriptive name of the material of which the product was made, and, 
hence, the alleged mark performed no trademark function. 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Stipulation of facts submitted by opposer during rebuttal period related to 
opposer’s proofs in support of its pleading and not to rebuttal of applicant’s proofs, 
therefore, stipulation was not considered. 


Opposition proceeding by The Heminway & Bartlett Mfg. Co. v. 
Sterling Net & Twine Company, Inc., application Serial No. 596,692 filed 
May 1, 1950. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Reversed, but registration refused ex parte. 


Pennie, Edmonds, Morton, Barrows & Taylor, of New York, N. Y., for 
opposer-appellee. 

Sawyer, Kennedy & Murray, of New York, N. Y., for applicant-appellant. 

Leeps, Assistant Commissioner. 

An application has been filed to register NyLoon for fishing lines and 
fishing nets, use since April 28, 1950, having been asserted. Registration 
has been opposed by the registrant of NyLock? for multiple-filament thread 
and twine of silk, nylon and other synthetic fibers for use in the manufac- 
ture and repair of fishnets. The Examiner of Interferences sustained the 
opposition, and applicant has appealed. 

Opposer’s record consists of a copy of its registration. During the 
rebuttal period, opposer submitted a stipulation of facts concerning its 
product and advertising of its product, but since such facts relate to 


1. Reg. No. 544,786, issued July 10, 1951. 
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opposer’s proofs in support of its pleading and not to rebuttal of the facts 
shown by applicant’s testimony, they are improper rebuttal and cannot 
be considered. | 

Applicant’s record shows that it manufactures fishing nets and twine | 
which it sells to marine chandlers. Since the business was started in 1950 | 
applicant has marked its goods with tags showing a circular design within \ 
which appears a picture of a duck on a mountain lake or river with the | 
words LOON BRAND arcuately displayed beneath the duck. Below the design i 
the word NYLOON appears; and at the left and right sides, respectively, H 
of the design the words NYLON and NETTING appear. Applicant advertises 
its netting in fishermen’s magazines, and the advertising features “100% 
Nylon Netting”—Fishermen have proven that Nylon is ‘Best by Test’? ”— 
“Made from highest quality 100% Du Pont Nylon”—‘Sterling’s Nyloon 
100% Nylon netting”—“Nyloon Netting made from the highest quality 
Du Pont Nylon means better fishing.” 


Opposer is not, on the record here, entitled to prevail, since there are 
no facts from which it can be concluded that confusion, mistake or decep- 
tion of purchasers is likely, nor do any other facts appear from which it 
can be presumed that opposer is, or is likely to be, damaged by the regis- 
tration sought. 

There is, however, a question to be resolved concerning registrability 
of the word NYLOON as a mark for nylon twine and netting. Several years 
ago when a synthetic filament useful for making threads and yarns was 
perfected, the name “nylon” was given by the manufacturer to the public 
as the common name of the filaments and of threads, yarns, twines, fabrics 
and other items made therefrom. NYLOON is merely a misspelling of “nylon”, 
and, as such, it is no more registrable for nylon twine and netting than 
would be “sillke” for silk stockings, or ‘wul” for wool yarn, or “cotin” for 
cotton twine and netting. The common descriptive name, misspelled, of an 
article does not perform a trademark function and is therefore unregis- 
trable. 

The decision of the Examiner of Interferences is reversed; but regis- 
tration is refused for the reasons herein set forth. 


THE HEWITT SOAP COMPANY, INC., et al. v. LAN-LAY CO. 
No. 31880 — Commissioner of Patents — February 24, 1956 





TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
In absence of specific proofs, no confusion found to exist between applicant’s 
LAN-LAY with a drawing of a sheep for a liquid medicinal preparation used to treat ) 
the scalp and dress the hair and opposers’ registrations for LANA used for a skin 
food complexion cream and ointment and LANoIL used for a hair waving and 
curling preparation. 


Opposition proceeding by The Hewitt Soap Company, Inc. and The 
Procter and Gamble Company v. Lan-Lay Co., application Serial No. 504,850 
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filed June 29, 1946. Opposer’s appeal from decision of Examiner of Inter- 
ferences dismissing opposition. Affirmed. 

Erastus 8. Allen, of Cincinnati, Ohio, for opposers-appellants. 

Edward C. Healy, of San Francisco, California, for applicant-appellee. 
Leeps, Assistant Commissioner. 


An application was filed under the Trademark Act of 1905 to register 
the word mark LAN-LAY, above which appears a line drawing of a sheep 
against a black rectangle, for a “medicinal preparation in liquid form for 
the treatment of the scalp to effect a massaging of the same and to dress 
the hair,” use since August 1, 1945 having been asserted. 


Opposition has been filed by the registrant of LANA for skin foods, and 
complexion creams and ointments ;' and by the registrant of LaANoru for hair 
waving and curling preparations.? A third registration, LANA om for toilet 
soap,® was pleaded, but in Hewitt Soap Co., Inc. v. Lanolin Plus Cosmetics, 
Inc., 101 USPQ 295 (44 TMR 967) ; decided on May 11, 1954, cancelation of 
this registration was recommended, and it, therefore, is not considered as 
a part of this proceeding. 


The pleading of the opposer contains an averment that the named 
opposers are related companies. 


The Examiner of Interferences dismissed the opposition, and opposers 
have appealed. 


The record consists of applicant’s application and copies of the two 
registrations pleaded by the opposers, both of which issued respectively 
to predecessors, as shown by the records of the Patent Office. There are no 
proofs concerning the alleged relationship of the opposers, and in the absence 
of such proofs it would seem necessary to make an election between the 
opposers and their respective registered marks. There are no other proofs, 
however, so the question presented is in the nature of an ex parte question 
which must necessarily be based on opinion. 


Considering the marks of the three parties when applied to their prod- 
ucts, it is not believed that the purchasing public is likely to be led by the 
mark to believe that LAN-LAY medicinal scalp preparation emanates from 
the same source as LANA cosmetic creams or LANOIL hair waving and curling 
preparations. If there are facts which might have led to a different con- 
clusion, the burden was on the opposers to present them in a regular manner. 


The decision of the Examiner of Interferences is affirmed. 


1. Reg. No. 53,041 issued to a predecessor on May 22, 1906, renewed twice and 
published under Sec. 12(¢) on Dee. 23, 1947. 

2. Reg. No. 200,234 issued to a predecessor on June 30, 1925, renewed. 

3. Reg. No. 25,429, issued on Oct. 30, 1894. 
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IRONITE CO. v. SALSBURY CORP. 


IRONITE COMPANY v. SALSBURY CORPORATION 
No. 32450 — Commissioner of Patents — February 24, 1956 


TRADEMARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
No likelihood of confusion found to exist between opposer’s registration for 
IRONITE used on a water-proofing composition for cement concrete structures and 
IRONTITE for an automobile sealing composition where it appeared from the record 


that the goods of the parties were sold in different trades and channels and the 
circumstances surrounding purchase were different. 


Opposition proceeding by Ironite Company v. Salsbury Corporation 
application Serial No. 632,000 filed June 30, 1952. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Affirmed. 


Olson & Trexler, of Chicago, Illinois, for opposer-appellant. 


Harris, Kiech, Foster & Harris, of Los Angeles, California, for applicant- 
appellee. 


Leeps, Assistant Commissioner. 


An application has been filed to register rRONTITE for a sealing com- 
position for sealing cracks or leaks in automotive radiators, blocks or heads, 
use since May 6, 1952 having been asserted. Registration has been opposed 
by the registrant of IRoNITE for a water-proofing composition for use on 
cement and concrete structures and bricks. The Examiner of Interferences 
dismissed the opposition, and opposer has appealed. 

Opposer’s record consist of a copy of its registration and certified copy 
of instruments evidencing title of the mark and the registration in opposer. 

Applicant’s testimony shows that it manufactures what it terms a 
“motor seal” which it sells under the mark IRONTITE to automotive jobbers 
and wholesalers which, in turn, sell the product under the mark to service 
stations, garages, and other outlets for auto accessories and parts. From 
May of 1952 to December of 1953 applicant spent more than $11,500 in 
advertising its IRONTITE motor seal by direct mail and by displays in na- 
tionally circulated automotive trade periodicals; and sales in 1953 approxi- 
mated $100,000, distribution being nationwide. The product, according 
to the testimony and to the labels for the product, is useful in sealing 
cracked motor blocks, cracked cylinder heads, cylinder sleeves, leaky radia- 
tors and porous castings. It may be purchased for use by the automobile 
owner or operator or it may be used by the service station or garage 
operator. 

The record does not show who the average purchasers of opposer’s goods 
are, nor does it show the conditions and circumstances surrounding their 
purchase. Water-proofing compounds of the nature of opposer’s product 
are more often than not sold to organizations or companies which, under 
contract with the owner or lessee of the structure to be water-proofed, 


1. Reg. No. 83943 issued to a predecessor on Oct. 24, 1911, renewed twice and 
published under Sec. 12(¢) on Feb. 15, 1949. 
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apply it as a part of a water-proofing service. If opposer’s product is thus 
distributed for use, the products of the parties would move in trade chan- 
nels so different; they would be advertised to different trades; and the 
conditions and circumstances surrounding their purchase would be so 
different that confusion, mistake or deception is likely to be non-existent. 
If opposer’s product is not so distributed, the burden rested upon it to 
offer proofs which might have supported a different conclusion. 

No facts appear from which it can be presumed that opposer is 
likely to be damaged by the registration sought. 

The decision of the Examiner of Interferences is affirmed. 


NATIONAL BISCUIT COMPANY v. HOUSE OF HUSTON, INC. 
No. 32617 — Commissioner of Patents — February 24, 1956 


TRADEMARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


Opposition based upon a record merely showing opposer’s registration for PAL 
used on dog biscuits and application for PAL, used on dog leashes, choke chains, 
collars and combs sustained; common knowledge indicates that products of both 
parties are sold in same outlets, are purchased at the same time and under identical 
conditions. Purchasers might well attribute the goods of both to one source or 
assume that applicant’s goods are sponsored, approved or in some way connected 
with opposer. 

REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Proof of the “commercial magnetism” and “drawing power” of opposer’s mark 
would be extremely helpful in resolving question of likelihood of confusion with 
applicant’s mark. 

Opposition proceeding by National Biscuit Company v. House of 
Huston, Inc., application Serial No. 637,255 filed October 27, 1952. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Reversed. 


James E. Curtiss, of New York, N. Y., for opposer-appellant 
John B. Hosty, of Chicago, Illinois, for applicant-appellee. 
Lreps, Assistant Commissioner. 

An application has been filed to register pau for dog leashes, choke 
chains, and dog collars and combs, use since September 26, 1951 having 
been asserted. Registration has been opposed by the registrant of pau for 
dog biscuits: The Examiner of Interferences dismissed the opposition, and 
opposer has appealed. 

The record consists of applicant’s application and a copy of opposer’s 
registration. A conclusion must, therefore, be reached not upon the basis of 
any proved facts, but upon facts which are common knowledge and an 


1. Reg. No 258,894 issued to a predecessor on July 16, 1929 and renewed to 
opposer. 
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evaluation of the probable association stimulated in the minds of the 


average purchasers of the goods. 


The average purchasers of dog food and dog leashes, collars, chains 
and combs are dog owners. It is common knowledge that the products of 
both parties are sold in pet shops and are sometimes displayed together. 
The diverse products of the parties are likely to be purchased at the same 
time under identical conditions and circumstances. 


Purchasers of PAL dog food, upon seeing PAL dog leashes, collars, 
chains and combs may well associate them with the dog food and attribute 
the different products to a common source, or, at least, they may believe 
that the leashes, collars, chains and combs are sponsored or approved or in 
some way connected with opposer. 


Proofs concerning the “commercial magnetism’* and the “drawing 
power”’* of opposer’s mark as a result of its use and advertising would 
have been extremely helpful in this case, but the element of doubt which 
exists in my mind tips the scales in favor of opposer. 


The Examiner of Interferences is reversed, and the opposition is 
sustained. 


VALCORT HOSIERY CORPORATION v. VALCOURT, INC. 
No. 6005 — Commissioner of Patents — February 24, 1956 


CANCELLATION PROCEDURE—IN GENERAL 
CANCELLATION PROCEDURE—EVIDENCE 


Dismissal of cancellation petition filed by owner of registrations for VALCORT 
used on women’s hosiery against Supplemental registration of VALCOURT PADDIES as 
used on powder puffs affirmed by Assistant Commissioner upon a showing that 95% 
of respondent’s goods were sold with the mark affixed to cosmetic manufacturers 
and by them resold to retail outlets in compacts without respondent’s mark appear- 
ing thereon. The mark registered thus did not come to the attention of ultimate 
purchasers and under the circumstances petitioner could not be presumed to have 
been damaged by the registration. 


While four or five per cent of respondent’s powder puffs were sold directly to 
retailers bearing the mark vVALCouURT, this was not the same mark—vVALCOURT 
PADDIES—registered by respondent and it was not therefore the subject matter of 
the controversy which involved a petition to cancel the latter from the Supplemental 
Register. Moreover, nothing was established to suggest that manufacturers of 
hosiery make powder puffs or that the average purchaser would attribute the prod- 
ucts to a single source. 


Cancellation proceeding by Valcort Hosiery Corporation v. Valcourt, 
Inc., Registration No. 565,148 issued October 7, 1952. Petitioner appeals 
from decision of Examiner of Interferences dismissing petition. Affirmed. 
Louis Casper and Leo Mandelstam, of New York, N. Y., and Chauncey 

P. Carter, of Washington, D. C., for petitioner-appellant. 





* See: Mishawaka Rubber and Woolen Mfg. Co. v. 8S. 8S. Kresge Co., 316 U.S. 
203, 53 USPQ 323 (32 TMR 254), (1942). 
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Howard P. King, of New York, N. Y., for respondent-appellee. 
Leeps, Assistant Commissioner. 

A petition has been filed to cancel the Supplemental registration of 
VALCOURT PADDIES, issued on October 7, 1952 (Reg. No. 565,148) for powder 
puffs, by the registrant of vaLcort for women’s hosiery. The Examiner 
of Interferences dismissed the petition, and petitioner has appealed. 

Petitioner pleaded ownership of five registrations’ showing the word 
mark vaucort for hosiery, and attached printed copies of the registrations 
to its pleading. Three of such registrations issued to a person not a party 
to this proceeding, but petitioner’s pleading recited that the registrations 
issued to a predecessor in business and it identified the liber and page 
number where the transfer (or change of name) was recorded. The printed 
copies of two of these registrations attached to the pleading show that one 
was renewed to petitioner and the other was published under Sec. 12(c) 
by petitioner. The third had no notation indicating ownership by petitioner. 

After its trial period had closed, petitioner gave notice under Rule 282 
of reliance upon the recorded transfer and attached a certified copy to the 
notice. Applicant objected to the notice on the ground that its filing and 
serving were not timely, and it urged exclusion of the certified copy. The 
Examiner of Interferences struck the certified copy from the record, but 
held that since the copies of the registrations filed with the petition showed 
that they issued to, were renewed to, or were published under Sec. 12(c) 
by petitioner, it appeared that petitioner is the owner of such registrations.’ 


During the pendency of this proceeding new Rules of Practice in 
Trademark Cases became effective, and Rule 2.122(b) provides in part: 


“The Office will take notice of the fact shown by its records of 
renewal of such registrations, the publication thereof under section 
12(c), the filing of affidavits under section 8, and the filing of affidavits 
under section 15, and such matters need not be proved by the parties. 
Notice will also be taken of a recorded assignment identified in a 
notice of opposition or petition to cancel or other pleading, and such 
pleaded recorded paper need not be otherwise proved by the parties.” 
The Rules were, by notice duly published, made applicable to further 
action in inter partes cases pending on their effective date, except in cases 
where it would not be feasible or where an injustice would result. This 
case does not come within the exception; and it is therefore held that 
opposer owns Reg. Nos. 258,055; 340,677; 356,437; and 544,717. Reg. No. 
509,331 has been canceled as a result of failure to file the affidavit required 
by See. 8 of the Statute. 

Petitioner’s record shows that it and its predecessor have used the 
mark VALCoRT on hosiery since 1929; its sales volume in 1951 and 1952 ex- 

1, Reg. No. 258,055, issued to a predecessor on June 25, 1929 and renewed to 
petitioner; Reg. No. 340,677 issued to a predecessor on Nov. 17, 1936; Reg. No. 356,437 
issued to a predecessor on Apr. 26, 1938 and published under Sec. 12(¢) by petitioner; 
Reg. No. 509,331 issued to petitioner on May 3, 1949; and Reg. No. 544,717 issued to 
petitioner on July 10, 1951. 


2. It is noted that Reg. No. 340,677 contains no notation indicating ownership 
in petitioner. 
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ceeded a million dollars, representing about one and a quarter million 
pairs of stockings, annually; its advertising expenditures during 1951 and 
1952 totaled approximately $78,000, apparently through the media of 
subway and point of sale display cards; and petitioner sells its hosiery to 
retail outlets, such as department stores, chain stores, and specialty shops, 
and to exporters. 


Respondent is, according to the record, a manufacturer and seller of 
powder puffs, ninety-five per cent of which are sold to cosmetics manu- 
facturers who incorporate them in powder and rouge compacts which are 
sold through retail outlets to ultimate users. The individual puffs sold 
to the cosmetics houses are either unmarked or marked with the buyer’s 
mark. Since 1949 respondent has marked its packages of powder puffs 
sold to cosmetics houses with labels showing VALCOURT PADDIES as the trade- 
mark. Once the powder puffs are unpackaged and inserted in the com- 
pacts, they lose their identity as to trademark and source of manufacture. 
In other words, VALCOURT PADDIES is a manufacturer’s mark so far as 
industrial purchasers are concerned, but the mark does not reach the 
ultimate purchaser and it therefore performs no trademark function so | 
far as ultimate users are concerned. 





Under the circumstances of this case, there are no facts from which it 
can be presumed that petitioner will be damaged by the registration 
sought to be canceled; nor are there any facts which would support a 
finding either that the registrant was not entitled to register the mark at 
the time of its application, or that the mark is not used by the registrant, 
or that it has been abandoned. 





It appears from the record that between four and five per cent of 
respondent’s powder puffs are sold to five-and-ten-cent stores, and that each 
of such puffs is marked with the single word vaLcourt—recently changed 
to vAL-courRT. In addition to the fact that this mark is not registered to 
respondent and it is not the subject matter of this controversy, there is 
nothing in the record which suggests that manufacturers of hosiery make 
or sell, or are likely to make or sell, powder puffs, or that the average pur- 
chaser would be likely to attribute such items of merchandise to a single 
producer. And this is true even though the agent representing petitioner 
attempted, in his examination of witnesses, to show some kind of relation- 
ship between the products on the theory that powder puffs may be used 
by women in applying dusting powder to their legs and stockings are 
worn as leg coverings by women, and that in some stores the hosiery 
counters and the cosmetics counters are not too far apart. The mere state- 
ment of the theory seems sufficient to refute it. 


ee 


The decision of the Examiner of Interferences is affirmed. 
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MEYER v. LUDWIG SCHERK, INC. 
No. 119 — Commissioner of Patents — March 7, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONCURRENT MARKS 
Applicant seeks to register RENAISSANCE for cosmetics requesting a concurrent 
registration with Ludwig Scherk, who has registration for RENAISSANCE for same 
goods. Applicant asserts use of mark since 1932 for entire United States except 
for New York, Pennsylvania, California and Missouri but evidence with regard 
date of first use or volume of sales is meager and attempt of applicant to show 
nature of sales by attaching affidavit to brief on appeal is inadmissible and incom- 
petent. Conclusion is that applicant’s cosmetic business is essentially local in 
character with sporadic mail orders in interstate commerce. 
CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Registrant has used mark on bath powder, face powder, rouge, perfume, toilet 
water and cologne but in verified application in 1940 use of the mark was alleged 
on numerous other items and application also asserted use of the mark in appli- 
cant’s business and in the business of applicant’s predecessor, Scherk Importing 
Company since 1921, contrary to the fact. In view of the false representations of 
material facts in obtaining the registration, the registration should now be cancelled 
and the action of the Examiner in refusing to issue a concurrent registration is 
affirmed. 


Concurrent use proceeding between Flora Maree Meyer, application 
Serial No. 606,878 filed November 24, 1950 and Ludwig Scherk, Inc., Regis- 
tration No. 377,659 issued May 7, 1940. Applicant appeals from decision of 
Examiner of Interferences that applicant is not entitled to concurrent 
registration. Affirmed, but registration cancelled. 


Woodling & Krost, of Cleveland, Ohio, for applicant-appellant. 
Leo C. Krazinski, of New York, N. Y., for registrant-appellee. 


LeEeEps, Assistant Commissioner. 

On November 24, 1950, Flora Maree Meyer, filed an application to 
register RENAISSANCE for cosmetics and toiletries requesting a concurrent 
registration with Ludwig Scherk, Inc., owner of Registration No. 377,659' 
for the mark RENAISSANCE, the goods listed being in part identical to appli- 
eant’s. Applicant asserts use of her mark since September 12, 1932 for the 
area comprising all of the states and territories of the United States except 
New York, Pennsylvania, California and Missouri. The Examiner of Inter- 
ferences held that the applicant is not entitled to a concurrent registration 
and applicant has appealed. 

The records of the Patent Office show that this applicant first filed an 
application to register RENAISSANCE (S. N. 503,583) on June 10, 1946. 
On June 21, 1949 the mark was published subject to interference with 
Reg. No. 377,659, the registration involved in the present proceedings. 
Within the statutory period for filing opposition, the registrant of Reg. No. 
377,659 filed an opposition,’ the interference* was instituted, and the two 


1. The application which matured into Reg. No. 377,659 was filed January 20, 1940 
and issued May 7, 1940. 

2. Opp. No. 28,737. 

3. Intf. No. 4,322. 
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proceeded concurrently. A single decision was written by the Examiner of 
Interferences in which the opposer-registrant prevailed, and registration to 
applicant was denied. 

Following this disposition of the cases, applicant filed an application 
for concurrent registration. The record on behalf of both parties to the prior 
proceedings has been introduced in the present proceedings, and additional 
testimony and exhibits have been introduced to complete the record here. 

Applicant’s record shows that on January 13, 1932 she filed a business 
certificate with the clerk of the New York County Court to transact business 
under the name of RENAISSANCE FACIAL SALON, with her business address at 
19 East 57th Street, New York City. The testimony indicates that a salon 
known aS RENAISSANCE FACIAL sTupDIOs at the East 57th Street address had 
its opening on Christmas Eve of 1931; and one exhibit announcing appli- 
cant’s affiliation with Renaissance Facial Studios is dated December twenty- 
first, with no year identified, and another exhibit is a Christmas greeting 
mailed on December 23, 1931, addressed to applicant at the East 57th Street 
address with the name RENAISSANCE appearing in parenthesis at the lower 
left corner of the envelope. The testimony of applicant and her secretary 
(who has been employed by her since 1931) is to the effect that certain 
identified labels showing RENAISSANCE have been used on creams, lotions, 
powder, and other cosmetics since the beginning of the business of RENAIs- 
SANCE FACIAL SALON, but the exhibits associating RENAISSANCE with cosmetics 
are undated. As early as January 22, 1932 applicant used a letterhead 
showing RENAISSANCE SKIN FACIAL SCIENCE with address at 19 East 57th 
Street, but such use was as a trade name. 

The record shows that some time in the fall of 1932 applicant’s products 
were introduced in Cleveland, Ohio through sales to a beauty salon there, 
and although the testimony indicates that the products were labeled 
RENAISSANCE, there are no substantiating exhibits. The sales slips show 
merely the common names of the cosmetic items, and the word RENAISSANCE 
is stamped in red script at various locations on the different sales slips. 


At some unidentified time (the testimony is conflicting as to the time) 
applicant moved her business operations from New York to Cleveland, and 
at that time she apparently abandoned the “salon” or “studio” business 
and limited her business to the sale of cosmeties. Her secretary testified 
that applicant had not “given up in New York” and that applicant still 
maintained an office at 509 Fifth Avenue in New York, but opposer’s testi- 
mony shows that the name RENAISSANCE appears on the building directory | 
along with fifty-four other names for Room Number 1002, indicating that 
this is merely a mailing address rather than a business address. 

So far as the record shows, applicant sold cosmetics in Florida, New 
York, Pennsylvania, California, Arizona, Michigan and Ohio in an amount 
totaling $90.67 prior to the time registrant’s application was filed. With 
the exceptions of New York, and Ohio, the sales apparently were small 
individual mail orders. 
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There is no evidence concerning any advertising of RENAISSANCE ¢o0s- 
meties other than three undated direct mail announcements, and there is 
no evidence either as to the number of such announcements sent out or any 
identification of addresses. There is no competent evidence concerning the 
total sales by applicant, although she attempted to show total sales by an 
affidavit attached to her brief on appeal. This is obviously inadmissible, 
as well as incompetent. The record leads to the conclusion that applicant’s 
business is, and has always been, essentially local in character with occa- 
sional mail orders being shipped to individuals in States other than the 
State where she was located. 

It appears from registrant’s record that in 1920 one William Dienemann 
(hereafter called “Dean,” since this has been his legal name since he had it 
changed in 1940) went to work in Germany for his unele Ludwig Scherk, 
owner of Parfumerie Scherk, a manufacturer of cosmetics in Berlin. From 
1920 to 1922, Dean worked as a salesman, and in 1922 he went to work in 
his uncle’s factory. At that time, according to the testimony, Parfumerie 
Scherk, Berlin, was selling, among other products, rouge under the trade- 
mark RENAISSANCE in a number of countries in Europe; and in the United 
States the product was sold by the German manufacturer to Scherk Import- 
ing Company which, in turn, sold to retailers and thence to consumers. 

In July of 1923 Dean came to the United States where he worked until 
about January of 1924 for Scherk Importing Company. Mr. Dean testified 
that during that period RENAISSANCE rouge, as well as other toiletries which 
were sold under other marks, was purchased from the German manufac- 
turer and sold by Scherk Importing Company under an exclusive distribut- 
ing agreement. 

During 1923 Dean established for his uncle a manufacturing plant in 
New York under the name Parfumerie Scherk New York for the reason 
that customs duties on importing perfumeries were prohibitively high, and 
the plant in New York could sell at a lower price. 

Early in 1924 the New York factory of Parfumerie Scherk, owned solely 
by Ludwig Scherk of Germany, was opened, and RENAISSANCE rouge was 
one of the products made and sold by this factory. The products of Par- 
fumerie Scherk New York were sold only to Scherk Importing Company 
as wholesaler under an exclusive distribution agreement until the spring of 
1927, at which time the New York factory commenced selling directly to 
retailers. 

In August of 1924, Dean returned to Germany where he remained until 
1927. Before returning to the United States his uncle executed a power of 
attorney dated August 9, 1927 appointing Dean his attorney for all pur- 
poses. This power is in evidence. According to Dean’s testimony, the 
primary purpose for which the power was executed was to authorize him 
to form a corporation in New York to be known as “Ludwig Scherk, Inc.” 


On the same day as the power was executed, Ludwig Scherk executed 
a bill of sale, which is in evidence, transferring for a consideration of 
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$10,000, to Dean all of the transferor’s business known as Parfumerie Scherk 
conducted in New York in connection with the manufacture and sale of 
perfumery and other articles, including goods, chattels, property and effects 
pertaining to the business; all leaseholds, contracts and other rights, privi- 
leges and franchises used, or of use in connection with, or acquired by said 
business; and all claims and accounts receivable and all intangible assets of 
any kind, nature or description, except as will hereinafter be explained. 


In paragraph (b) of the bill of sale the transferor granted to Dean 
“the sole right to the use of the name ‘Scherk,’ and of the trademark, patents, 
formulae, and secret processes, and/or labels adopted by me, the said Seller, 
in manufacturing and exposing and offering for sale and in selling per- 
fumery and articles allied thereto. It is expressly understood and agreed, 
however, that title to such trademarks, patents, labels, formulae and secret 
processes shall remain in the Seller.” 

On August 27, 1927, Dean executed an assignment to Ludwig Scherk, 
Ine. which had been organized under the New York laws, all of the assets 
which he had received from Ludwig Scherk, including the finished stock of 
RENAISSANCE rouge totaling three pieces, and 1900 RENAISSANCE rouge labels. 

Ludwig Scherk, Inc. then manufactured and sold RENAISSANCE rouge 
to retailers until 1932 when the Scherk Corporation was formed and became 
the sole distributor for Ludwig Scherk, Inc. RENAISSANCE rouge moved 
through these trade channels until late in 1939 or early in 1940. RrENaIs- 
SANCE rouge was discontinued with the outbreak of the war in Europe. 

Sometime in 1939 Ludwig Scherk, Inc. commenced using RENAISSANCE 
on bath powder and perfumeries. At one time or another, according to the 
record, it has been used on toilet water, bath powder, cologne, perfumes 
and face powder. Sales of all RENAISSANCE products by registrant amounted 
to approximately $8,000 in 1939. 

On January 20, 1940, Ludwig Scherk, Ine. filed an application to 
register RENAISSANCE for a line of cosmetic products, the verified application 
having contained the statement that the mark had been “used on astring- 
ents, astringent cerates, beauty creams, bleach creams, cold creams, cleansing 
creams, obesity creams, refreshing creams, vanishing creams, obesity as- 
tringents, dry rouges, liquid rouges, face bleaches, face packs, skin whitener 
in liquid and solid form, eyebrow and eyelash grower, eye drops, eye lotions, 
eyebrow pencils, chemical preparations suitable for the darkening of eye- 
lashes and eyebrows, hand lotions, skin lotions, after shave lotions, styptic 
pencils, pomades, face powders, sachets, hair salves, hair elixirs, dandruff 
preparations, hair tonics, hair oils, shampoos, hair dyes, bath salts, bath oils, 
bath powders, bath crystals, smelling salts, lip sticks, incense, tooth powders, 
mouth washes, dentifrices, tooth pastes, depilatories, nail creams, nail 
powders, nail bleaches, nail polishes, nail polish removers, witch hazel, 
peroxide, petroleum jellies, witch hazel salves, camphor creams, foot pow- 
ders, corn salves, deodorants, disinfectants, bay rum, perfumes, colognes 
and toilet waters.” 
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The record shows that registrant has used the mark only on bath 
powder, face powder, rouge, perfume, toilet water and cologne. 

The verified application also contained a statement that ‘‘the trademark 
has been continuously used and applied to said goods in applicant’s business 
and in the business of applicant’s predecessor, Scherk Importing Company, 
since 1921.”’ 

The record not only fails to show any succession in business from 
Scherk Importing Company to registrant, but it affirmatively appears that 
the succession was from Ludwig Scherk, of Berlin, to William Dean to 
Ludwig Scherk, Inc.; and that the business of Scherk Importing Company 
was merely that of importer from Ludwig Scherk’s firm known as 
Parfumerie Scherk, Berlin, and of wholesaler for Ludwig Scherk’s firm 
known as Parfumerie Scherk, New York. 

It also affirmatively appears that neither William Dean nor Ludwig 
Scherk, Inc. obtained any rights in the trademark RENAISSANCE from Ludwig 
Scherk, but title to all trademarks were retained by Ludwig Scherk, an 
individual, 

It is clearly apparent from the record that Ludwig Scherk, of Berlin, 
had sold RENAISSANCE rouge to Macy’s in New York, John Wanamaker in 
Philadelphia, J. W. Robinson of Los Angeles, Stix, Baer & Fuller of St. 
Louis, and other department stores for several years prior to the date 
applicant obtained its business certificate under the name RENAISSANCE 
FACIAL SALON; and therefore at such time as applicant commenced using 
RENAISSANCE On cosmetic items, it had been previously adopted and used 
by another on a cosmetic item. Applicant has known of RENAISSANCE per- 
fume by Scherk and its advertising since 1940, but she “just thought it 
was the name of a perfume which was put out by the Scherk Company,”’ 
and ‘‘we tolerated them.’’ It further appears that applicant’s business is, 
and has been for some twenty years or more essentially intrastate in 
character with occasional and sporadic mail orders shipped to individual 
users outside the State. Although applicant contends that its unmolested 
use of the word RENAISSANCE over such a long period of time entitles it to 
registration, there is nothing in the record to show that registrant knew of 
applicant’s use, or that there has been either a substantial or an expanding 
interstate use of applicant’s mark, or that there has been any course of 
conduct on the part of applicant which would entitle her to registration 
under the facts and circumstances present here. 

Since 1939 registrant has sold perfumes, toilet waters and cologne (and 
possibly a small amount of rouge) under the trademark RENAISSANCE in al 
upproximate amount of $500,000. It commenced advertising its perfumeries 
in 1939 in The New Yorker, The New York Times, The Daily News 
and The Mirror; and since 1942 it has advertised rather extensively in 
Mademoiselle, Vogue, Town and Country and The New Yorker. As a result 
of such use, it may be that registrant has rights in the trademark 
RENAISSANCE for these products, even though title to the mark was expressly 
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retained by Ludwig Scherk, of Berlin, in the bill of sale to Dean dated 
August 9, 1927. 

The registration obtained by Ludwig Scherk, Inc. in 1940, however, was 
obtained on the basis of false statements in the application, namely, that 
the mark had been used on the long list of items named hereinabove and 
that the trademark had been used by applicant’s predecessor, Scherk 
Importing Company since 1921. In view of the false representation of 
material facts in obtaining Reg. No. 377,659, the registration should be 
canceled. 

For the foregoing reasons the decision of the Examiner of Interferences 
is affirmed insofar as refusal to issue a concurrent registration to applicant 
is concerned; and it is further ordered that Reg. No. 377,659 be canceled. 


ROGER & GALLET v. JANMARIE, INC. 
No. 32406 — Commissioner of Patents — March 23, 1956 


TRADEMARK AcT or 1946—TITLE—IN GENERAL 


Trademark was adopted by French manufacturer and goods bearing mark had 
been manufactured in France by adopter and successors; manufacturer affixes labels 
to containers and ships them in commerce to United States importer; use as such 
is by manufacturer and not by importer. 


TRADEMARK ACT OF 1946—TITLE—ASSIGNMENTS 
French manufacturer shipped goods to United States importer and then regis- 
tered mark in United States. Subsequent assignment by manufacturer to importer 
was invalid since importer received nothing by assignment, and so no actual transfer 

of good will, and mark continues as identification for manufacturer’s business. 

Opposition proceeding by Roger & Gallet v. Janmarie, Inc., applica- 
tion Serial No. 618,742 filed September 13, 1951. Applicant appeals from 
decision of Examiner of Interferences sustaining opposition. Reversed 
(46 TMR 216) on petition for reconsideration. Decision adhered to. 
Choate, Byrd, Leon & Garretson, of New York, N. Y., for Roger & Gallet. 
Janmarie, Inc., pro se. 

LEEDS, Assistant Commissioner. 

Opposer, Roger & Gallet, within thirty days after the decision in this 
case (46 TMR 216), filed a petition for rehearing and requested reconsidera- 
tion of that portion of the decision holding that opposer did not own the 
registered mark pleaded in its opposition. 

Although proofs are lacking in some particulars, the following “Facts” 
recited in the brief on reconsideration will be accepted as a partial state- 
ment of the facts of the case: 

1. The trademark JEAN MARIE FARINA was adopted for certain soaps 
and toilet preparations in 1806 by Jean Marie Farina who manufactured 
goods at Paris, France. He used the mark from 1806 to 1840. 

2. The goods, so trademarked have been manufactured continuously 
at Paris since then by a succession of firms as follows: 
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Jacques Collas et ux. 1840-1862 

C. A. Roger and C. M. Gallet, 1862-1869 

Roger & Gallet 1869-1909 

Gallet, Pellerin & Cie 1909-1917 

Pellerin, Rocherolle & Cie 1917-X (prior to 1928) 
Parfumerie Roger & Gallet, S. A.-X to date. 


3. Opposer is a New York corporation organized in 1910. 


4. Before 1910 goods bearing the mark JEAN MARIE FARINA were im- 
ported by a series of distributors, the last of which [prior to opposer] was 
Park & Tilford. 


5. Since that time [1910] the goods have been imported and dis- 
tributed exclusively by opposer, which sells the goods throughout the 
United States. Its sales are partly to jobbers or wholesale distributors, 
partly to its retail trade. 


6. Since 1910 opposer has continuously advertised the mark in price 
lists, magazines, jobbers’ sheets and direct mailing. 


7. In 1930 the [French] manufacturer registered the mark in the 
United States Patent Office under the Trademark Act of 1905. 


8. In 1947, the [French] manufacturer assigned to opposer ‘‘* * * 
the entire right, title and interest in and to the * * * (trademark JEAN 
MARIE FARINA) * * * and the registration thereof * * * together with the 
good will of the business in connection with which the said (trademark) 
is used.’’ This assignment (written) was duly recorded in the Patent 
Office Liber I 214, page 217. 


9. In 1950, opposer applied for renewals of the registrations, alleging 
itself to be the owner of the mark, and registrations under the assignment. 
The Patent Office granted the renewals. 


In addition to this statement by opposer, the following facts must be 
included : 


One of the physical exhibits has affixed to it labels entirely in the 
French language showing, among other things, “JEAN MARIE FARINA— 
Deposée—Roger & Gallet Successeurs, New York—Paris,’’ and a small 
label affixed below the French label shows ‘‘Roger & Gallet, New York, 
Distributors—Contents 8 ozs.’’ 


Another physical exhibit has affixed a label in the French language, 
showing among other things, “JEAN MARIE FARINA—Deposée— Roger & 
Gallet, Suecesseurs, Paris,” and a small label attached shows “Made, Packed, 
and Sealed in France, Contents 3.5 oz.’’ 


An advertisement from ‘‘Beauty’’ magazine which is in evidence shows 
EAU DE COLOGNE JEAN MARIE FARINA, a facsimile signature of Jean Marie 
Farina, and “Extra Vieille, Roger & Gallet, Paris, France” with “Roger 
& Gallet’’ appearing in bands across the top and bottom of the full-page 
advertisement. 
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A ‘‘jobber’s sheet’’ supplied to wholesale distributors shows a picture 
of a man across which appears a facsimile signature of Jean Marie Farina, 
pictures of soap and cologne with labels in the French language, and a 
statement ‘‘The original cologne, perfected by Jean Marie Farina in 
1806.’’ The name ‘‘ Roger & Gallet’’ and the address ‘‘500 Fifth Avenue, 
New York 18, New York’’ appear at the bottom of the sheet, thus advising 
jobbers that the JEAN MARIE FARINA products of the French maker are 
available from opposer. 

A 1953 price list in evidence lists, among other things, JEAN MARIE 
FARINA EAUX DE COLOGNE, stick cologne and soap offered for sale by Roger 
& Gallet, 240 Madison Avenue, New York. 

The French owner of the mark, Parfumerie Roger et Gallet, S.A. of 
Paris, France, obtained in 1930 Reg. Nos. 267,944 for soap, 268,367 for 
perfume extracts, toilet waters and perfumery, and 271,914 for eau de 
cologne, perfume extracts, toilet waters and perfumery, each of which shows 
JEAN MARIE FARINA. The specimen labels showing the mark in its setting 
which were filed with the applications are identical with those affixed to the 
physical exhibits introduced in the present case, except that on one of the 
physical exhibits ‘‘New York’’ has been added. The specimen filed with 
the third registration is merely a printer’s proof, and there is nothing 
which indicates that such a label was used. 


The brief of opposer states: 


“Upon these facts the Assistant Commissioner determined 107 
USPQ at 296, (46 TMR 216): 


‘It seems clear from the record that the mark JEAN MARIE FARINA is 
a mark which identifies and distinguishes the products of the French 
manufacturer; and the French manufacturer is therefore the owner 
of the mark. Opposer, as an importer and distributor, stands in a 
position comparable to a wholesaler, who neither owns nor uses the 
mark within the legal concept of ownership and use of a trademark in 
this country. 











‘The instrument which transferred record title to the registrations 
might well create an estoppel as between the French manufacturer and 
the U.S. distributor so far as the registrations are concerned; but 
so long as the French manufacturer continues to manufacture the 
goods and use the mark JEAN MARIE FARINA to identify and distinguish 
its goods sold in this country, it owns the mark. The opposition must 
be dismissed.’ ’’ 

The decision cited as precedents the following cases: Mackie-Lovejoy 

v. Birnbaum, 102 USPQ 38, (44 TMR 1223) (Com’r., 1954) ; Rimmel, Inc. 

v. Nelson, 102 USPQ 258, (44 TMR 1248) (Com’r., 1954) ; Ez parte E. Leitz, 

Ine., 105 USPQ 480, (45 TMR 855) (Com’r., 1955) ; and Ex parte E. Leitz, 

Inc., 105 USPQ 481, (45 TMR 857) (Com’r., 1955). 

Opposer contends that the conclusions reached in those cases, and in 
the present case, were based upon facts and events outside the United 


ROGER & GALLET v. JANMARIE, INC. 629 





630 THE TRADEMARK REPORTER Vol. 46 T. M. R. 


States; that ‘‘to a Martian visitor, trying to solve the questions on a global 
basis, this approach might appear reasonable’’; that on the basis of its 
arguments here, a different conclusion should have been reached in each of 
the cases ;' and that the conclusions reached are in conflict with the Inter- 
national Convention for the Protection of Industrial Property and with 
the decisions of the Second Cireuit Court of Appeals in 1919 in Scandinavia 
Belting Co. v. Asbestos & Rubber Works of America, Inc., 257 F.2d 937, 
and of the Supreme Court in 1923 in Bourjois & Co. v. Katzel, 260 U. S. 689. 


Aside from pointing out that each of the cited decisions was based 
upon the facts presented in each of the cases and the governing statutory 
provisions existing at the time they were written, the first and second 
contentions require no discussion. 

Opposer’s first argument is based on the statement that the decision 
in this case is wrong in its conclusion ‘‘as to the function, or functions, of 
the trademark JEAN MARIE FARINA; and that it should be concluded that 
the function of the mark is to identify the marked goods and distinguish 
them from other goods of the same general kind.’’ 


The statute defines the term ‘‘trademark’’, and the function of a mark 
is inherently defined therein as follows: 


‘The term ‘trademark’ includes any word, name, symbol or device 
or any combination thereof adopted and used by a manufacturer or 
merchant to identify his goods and distinguish them from those manu- 
factured or sold by others.’’ 


Under the provisions of the statute, a trademark shall be deemed to be 
used on goods when it is placed in any manner on the goods or their 
containers or the displays associated therewith or on the tags or labels 
affixed thereto and the goods are sold or transported in commerce. Accord- 
ing to opposer’s fact statement, the trademark JEAN MARIE FARINA was 
adopted by a French manufacturer in 1806, and goods bearing the mark 
have been manufactured since 1806 in Paris, France, by the adopter and 
first user, and his successors. Under these facts, the trademark was adopted 
and is and has been used by the French manufacturer which affixes its 
labels to the containers and ships them in commerce with the United States; 
and the function of the mark is to identify the goods of the French manu- 
facturer and distinguish them from those manufactured and sold by others. 


1. In connection with Ez parte E. Leitz, Inc., 105 USPQ 481, (45 TMR 857), 
opposer states: “With a display of semantics appropriate to the Fourth of July, and 
having found that ‘a considerable amount of good will was generated in the United States’ 
(by the distributor) she somehow concludes that ‘the good will in the United States had 
its situs in Wetzlar, Germany, where the manufacturer was located.’ ” It is observed that 
in context the finding was, 105 USPQ at 483: “It is true that as a result of the sale of 
German LEITZ products in the United States by its American distributor, New York Leitz, 
a considerable amount of trademark goodwill was generated in the United States, but 
such goodwill was not separated, indeed, it was inseparable, from the mark itself. In 
other words, the goodwill in the United States which was symbolized by the trademark 
LEITZ had its situs in Wetzlar, Germany, where the manufacturer was located. The 
American distributor acquired no rights in the trademark or in the goodwill symbolized 
by it merely as a result of importation and sale in this country of the products of 
German LEITZ. 
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It is noted that the opening words of the Trademark Act are, ‘‘The owner 
of a trademark * * * may register his trademark * * *.’’ 


The second argument is based on the statement that the decision is 
wrong in its holding as to the purpose or purposes for which the trademark 
is affixed, and that it should have been held that the purpose of the mark 
is to attract and retain custom. Although the rationale of the argument is 
not clear, it is observed that in view of the fact that the mark JEAN MARIE 
FARINA was adopted and has always been used by, and to identify the goods 
of, the French manufacturer and distinguish them from those of others, the 
custom to be attracted and retained is that which the manufacturer has 
enjoyed as a result of sales of its goods, either directly, or indirectly 
through distributors, and thence to ultimate consumers. 


The third argument is based on the statement that the decision is wrong 
in its holding that opposer is incapable of owning and using a tradmark 
because it is only a middleman and not the manufacturer of goods; and that 
a middleman is at least upon an equal footing with a manufacturer in this 
respect. The decision did not hold that “opposer is incapable of owning 
and using a trademark because it is only a middleman and not the manu- 
facturer of goods.” It held that under the facts of this case, where opposer 
is merely the importer and distributor, it does not own or use the manu- 
facturer’s mark within the legal concept of ownership and use of a trade- 
mark in this country. Opposer, even though a “middleman” may adopt and 
use its own mark to identify and distinguish goods sold by it, but it does 
not “use” or “own” the manufacturer’s mark merely as a result of purchase 
and sale of the French goods bewring the French manufacturer’s mark, 
irrespective of whether or not its distributorship is exclusive.’ 


The fourth argument is based on the statement that the decision is 
wrong in its holding that the manufacturer still owns the mark, and it 
should have held that the assignment to opposer was valid and that opposer 
owns the mark. 

The statute provides that a registered mark shall be assignable with 
the goodwill of the business in which the mark ts used, or with that part 
of the goodwill of the business connected with the use of and symbolized by 
the mark, and in any such assignment it shall not be necessary to include 
the goodwill of the business connected with the use of and symbolized by 
any other mark used in the business or by the name or style under which 
the business is conducted. The instrument recorded in the Patent Office 
in 1947 states in substance that the French manufacturer has adopted and 
used in its business in the United States, and registered in the United States 
Patent Office the marks identified therein, including JEAN MARIE FARINA; 


2. It is not contended by opposer that Park and Tilford or any of the prior dis- 
tributors “owned” the mark as a result of doing exactly what opposer is and has been 
doing. If such should be contended, there is no showing of successive transfers from 
them to establish prima facie ownership in opposer; and if such is not contended, the 
evidence concerning the relationship between the French manufacturer and opposer 
appears to be the same as that between the French manufacturer and its prior distributors. 





632 THE TRADEMARK REPORTER Vol. 46 T. M. R. 


that opposer, a New York corporation, is desirous of acquiring said marks 
(but neither business nor know-how is mentioned); and for and in con- 
sideration of One Dollar and other valuable consideration, registrant as- 
signs and transfers the entire right, title and interest in and to the marks, 
including JEAN MARIE FARINA (Reg. Nos. 267,944; 268,367, and 271,914), 
together with the goodwill of the business in connection with which the 
marks are used. On its face, the instrument appears to be a valid assign- 
ment. 

The record, however, shows that the parties to the instrument have 
continued to do that, and only that, which they were doing prior to and 
at the time the instrument was executed. In other words, the French manu- 
facturer continued to make the products, package them, label them with 
the same French labels, and ship them to opposer for sale in the United 
States; and the opposer continued to buy the products of the French 
manufacturer so packaged and labeled and sell them to wholesalers, re- 
tailers, and ultimately to consumers. 


Under these facts, the purported assignee could not have received, as 
a result of the execution of the instrument, anything which it did not have 
before; and it can hardly be contended that opposer owned the mark at 
the time of its registration, since the managing director of the applicant- 
registrant swore that JEAN MARIE FARINA had been in continuous use as 
a trademark in its and its predecessors’ business since 1806. So far as 
this record shows, it is still in use as a trademark in the business of the 
French manufacturer, and opposer merely imports and sells the French- 
made products under the French mark. There was not, under these con- 
ditions and circumstances, any actual transfer of either the good will of 
the business in which the mark is used or that part of the business con- 
nected with the use of and symbolized by the mark. The mark continues 
to be used in the French concern’s business and to symbolize the goodwill 
of that concern. Under the facts of this case, the mark JEAN MARIE FARINA 
was not transferred by the instrument of 1947, because the factual situ- 
ation does not meet the requirements of Section 10 of the statute. 


Opposer contends that the foregoing conclusion is in conflict with the 
International Convention for the Protection of Industrial Property. Article 
6D of that convention provides: 


“When a trademark shall have been duly registered in the coun- 
try of origin, then in one or more of the other countries of the Union, 
each of these national marks shall be considered, from the date on 
which it shall have been registered, as independent of the mark in 
the country of origin, provided it conforms to the internal law of the 
country of importation.” 


Article 6 Quater provides: 


“When, in accordance with the laws of a country of the Union, 
the assignment of a mark is valid only if it takes place at the same 
time as the transfer of the enterprise or business and goodwill to which 
the mark belongs, it will suffice, for the admission of the validity of 
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such transfer, that the part of the enterprise or business and good- 
will which is located in this country be transfered to the assignee with 
the exclusive right therein to manufacture or sell products under the 
mark which has been assigned.”* (Emphasis added. ) 


In 1946, Congress enacted the Trademark Act of 1946 which states in 
Section 44(f) : 

“The registration of a mark under the provisions of paragraphs 

(c), (d), and (e) of this section by a person described in paragraph (b) 

shall be independent of the registration in the country of origin, and 

the duration, validity, or transfer in the United States of such regis- 
tration shall be governed by the provisions of this Act.” 

In this case, the French manufacturer had no enterprise or business 
located in the United States within the meaning of Article 6 Quater. The 
enterprise or business of the French manufacturer and the goodwill sym- 
bolized by the mark JEAN MARIE FARINA were located in France. Such 
business and goodwill continue to be located in France. The transfer of 
the mark under consideration is governed by the provisions of our domestic 
law, and as stated above, the facts of this case do not meet the require- 
ments of the statute; and no conflict between the conclusions reached in 
the decision and the provisions of the International Convention exists. 

Opposer contends that the conclusions reached in this case are in con- 
flict with the decision in Scandinavia Belting Co. v. Asbestos & Rubber 
Works of America, Inc., 257 F. 987 (C.A. 2, 1919). This was a suit for 
infringement and unfair competition in which the court found that the 
defendant intended to appropriate the plaintiff’s trade by a fraudulent 
use of the plaintiff’s trademark; and that it adopted the trademark scan- 
DINAVIAN for no other purpose than to obtain an unfair and fraudulent 
share of the plaintiff’s business, knowing that its use of the trademark 
would mislead the public into the belief that in purchasing the scanpI- 
NAVIAN product it was obtaining the scANDINAVIA brake lining of the plain- 
tiff. (P. 961). The defendant was held guilty of infringement and unfair 
competition. One of the defenses was based on the ground that plaintiff 
did not own the mark SCANDINAVIA. 

The court found that under an agreement between the English trade- 
mark owner and the plaintiff, the English Company surrendered to plain- 
tiff, for a specified term (some 27 years), the irrevocable right to exclu- 
sive use in the United States of any and all trademarks connected with 
its (the English Company’s) belting, or used by it in marketing such belt- 
ing. The agreement, according to the substance of the decision, did not 
limit the plantiff’s use to belting made by the English Company, but it 
surrendered to plaintiff the right to use the marks on products manufac- 
tured by plaintiff or otherwise acquired and sold by it; and no right to 
cancel the agreement existed in either party. Under this fact finding the 
Court held that the plaintiff was the “owner” within the meaning of the 
Act of 1905 for purposes of registration; and that since plaintiff and its 





3. These provisions were inserted by the revision of the convention at London, 1934, 
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predecessors had had continuous and exclusive use of the mark for more 
than ten years prior to February 20, 1905, plaintiff was entitled to reg- 
istration and protection under the statute without regard to whether the 
mark was valid at common law prior to its registration.‘ The Court stated 
that if it was mistaken in holding that the plaintiff had the right to reg- 
ister the trademark as “owner”, nevertheless there was no ground for 
charging the plaintiff with an attempt to defraud the United States or the 
public, entitling a party, whose own fraud is manifest, to defraud the 
other of that to which in all justice he is entitled. 


In this case there are no questions of fraud, or registrability under 
the Ten-Year Clause of the 1905 Act, validity of the mark JEAN MARIE 
FARINA, or validity of a registration issued under such Ten-Year Clause, 
as were involved in the SCANDINAVIA case. There is no evidence that the 
French manufacturer surrendered to opposer the irrevocable right to ez- 
clusive use in the United States, for a specified term, of the mark JEAN 
MARIE FARINA on products manufactured by opposer or otherwise acquired 
and sold by it. On the contrary, the evidence shows that the French manu- 
facturer has continued to manufacture the products, package them, label 
them with its own French labels, and ship them to opposer; and opposer 
has continued to sell the product so labeled to jobbers and retailers. There 
is no evidence which indicates that anyone—competitor or purchaser— 
believes that the products involved are products of opposer. 


No conflict between the conclusions reached on the basis of the facts in 
the SCANDINAVIA case and those reached on the basis of the facts in this 
case is apparent.® 


Opposer contends that the conclusions reached in the present case 
are in conflict with those reached in A. Bourjois & Company, Inc. v. Katzel, 
260 U. S. 689. This was a suit for infringement in which the plaintiff 
acquired fot a large sum the business in the United States, the goodwill 
connected with such business, and the registered trademarks of a French 
manufacturer. The plaintiff (assignee) operated the business that it pur- 
chased, importing the product involved (face powder) from France. It 
selected its own packages, marking them “Trademarks Reg. U.S. Pat. Off. 
Made in France—Packed in U.S.A. by A. Bourjois & Co., Ine., of New 
York Suce’rs. in the U.S. to A. Bourjois & Cie, and E. Wertheimer & Cie.”’; 


4. At least one competitor testified that he had known of SCANDINAVIA belting for 
35 years and that only one company had used the name—the plaintiff. The decision does 
not explain how plaintiff used the mark, but presumably, it had used it with its own name 
to indicate source. 

5. It must be remembered that the SCANDINAVIA case was decided under a statute 
which did not define either “trademark” or “use”, whereas the present case must be 
decided under the present statute which defines both. Furthermore, the present statute 
provides for a registrant’s acquisition of an incontestable right to use by filing an affidavit 
of continuous use for five consecutive years after registration. In view of these and other 
statutory changes, there is a question of considerable magnitude as to whether the same 
conclusions would be reached on the facts of the SCANDINAVIA case if they were presented 
today. But we need not be concerned with that question here, since the facts are not the 
same. 
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it spent much money in advertising the product so labeled, and its business 
grew. The products came to be understood by the public as products 
coming from plaintiff. 


The defendant bought face powder from the French concern and sold 
it in the original French package. 


The Court held that the plaintiff’s rights were infringed; that after 
the sale of its business in the U.S., the French manufacturers could not 
have come to the U.S. and have used the marks in competition with plaintiff. 
In disposing of defendant’s claim that the trademark was that of the 
French house and truly indicated origin of the goods in it, the Court found 
that such a statement was not accurate, holding: “It is the trademark of 
the plaintiff only in the United States and indicates in law, and, it is found, 
by public understanding, that the goods come from plaintiff although not 
made by it. It [the mark] was sold and could only be sold with the good- 
will of the business that the plaintiff bought.” (Emphasis added.) 


In the present case there is no evidence of sale of the French concern’s 
business in the United States to the opposer for a large sum. There is no 
evidence that opposer operates any business other than the distribution 
of the French manufacturer’s product. The exhibits show that this opposer 
does not select its own packages and mark them in a manner which leads 
the public to understand that the goods emanate from it. It merely sells 
the goods which are so marked as to lead the public to understand that the 
goods emanate from the French Company. So far as the record shows, 
opposer does not advertise the products as products emanating from it. 
On the facts here, it cannot be held that JEAN MARIE FARINA indicates 
in law, or by public understanding, that the goods come from opposer. 


The legal conclusions in the Bourjois case were based upon the facts 
in the case, and since the facts in the present case are vastly different, there 
is no basis for contending that the same conclusions should be reached here. 


As was stated in Rimmel, Inc. v. Nelson, 102 USPQ 258, 259 (44 
TMR 1248) (Com’r., 1954) : 


“A distributor in the United States of foreign-made goods bear- 
ing a foreign mark is not without status to oppose registration of a 
mark which so resembles the foreign mark when applied to an appli- 
cant’s goods as to cause confusion, mistake or deception of purchasers. 
This is especially true if the distributorship is exclusive in its terms. 
The statute gives to any person who believes he will be damaged the 
right to oppose, and damage might well result to such a distributor 
through loss of sales to him, as well as to the owner of the mark. The 
grounds of opposition in such cases, however, are not ownership and 
use of the mark.” 


This opposer, however, based its opposition upon ownership of the 
mark which it has failed to prove. 
Upon this reconsideration, the prior decision is adhered to; and the 


opposition must be dismissed for failure of proof of the ultimate facts 
pleaded. 


LS 





— 
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FELDMAN v. HOENIG PLYWOOD CORPORATION 
No. 6082 — Commissioner of Patents — March 27, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—GENERIC TERMS 
MIKROHOLZ for wooden veneer sheets is not a generic term. 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 


MICROWOOD for wooden veneer sheets, being the English translation of MIKROHOLZ 
for same goods was registered on Principal Register by importer of goods manu- 
factured in Germany. Petitioner files cancellation suit and alleges that MIKROHOLZ 
is used generically in Germany and that he needs use of descriptive term MICROWOOD 
in his business of selling sheets of wooden veneer. 


Although considerable doubt exists that respondent was entitled to registration, 
it can only be cancelled on basis of facts from which can be concluded that petitioner 
is or is likely to be damaged. Since petitioner failed to discharge burden of proof, 
petition for cancellation is dismissed. 

Cancellation proceeding by David Feldman v. Hoenig Plywood Cor- 
poration, Registration No. 572,324 issued March 24, 1953. Petitioner appeals 
from decision of Examiner of Interferences dismissing petition. Affirmed. 


J. Warren Kinney, Jr., of Cincinnati, Ohio, for petitioner-appellant. 
Paul H,. Smolka, of New York, N. Y., for respondent-appellee. 
LEEDs, Assistant Commissioner. 

A petition has been filed to cancel mMicrowoop for wooden veneer 
sheets, plywood membranous wooden sheets and wooden veneers fused to 
a paper base for use as wall coverings. The main grounds for cancellation 
alleged by petitioner are that it imports thin sheets of wooden veneer from 
Germany; such sheets of wooden veneer are known in Germany by the 
generic name “mikroholz’; the English translation of “microholz” is 
“microwood”; petitioner needs to use the descriptive term “microwood” 
in his business of selling sheets of wooden veneer to designate such sheets. 

The Examiner of Interferences dismissed the petition, and petitioner 
has appealed. 

According to petitioner’s record, he learned sometime in October of 
1952 from a Mr. Karske of Helsingfors, Finland, of microwoop. On De- 
ecember 1, 1952 Industriebiiro Herbert Brodthagen of Berlin, Germany, 
wrote to petitioner stating that Mr. Karske had passed on information 
that petitioner probably was interested in the product MIKROHOLZ, and 
that petitioner might possibly act as sale agent for MIKROHOLZ in the 
U.S.A. The letter set out a description of the product, packing standards 
for shipping, delivery times, and terms of payment for importation. 

A booklet which, according to the record, accompanied the letter, 
presents in the German, English, French and Spanish languages state- 
ments that MIKROHOLZ is an “especially processed wood veneer, imposed 
in endless strips on paper or board, can be worked like paper or board. 
MIKROHOLZ is bendable—of high tensile strength—suitable for stamping. 


1. The application which matured into Reg. No. 572,324 was filed Jan. 18, 1952 and 
issued Mar. 24, 1953. The asserted date of first use was Jan. 9, 1952. 
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MIKROHOLZ can be printed, painted, lacquered, varnished, waxed, oiled, 
punched, ground and polished either by machine or by hand.” Various 
uses of the product are explained, and numerous illustrations appear in 
the booklet. According to the booklet, mrkroHoLz is a firm combination 
of a finely shaven wood veneer and paper.”? 


According to the testimony, the product is manufactured in Germany 
by Mikroholz, G.m.b.H. and Industriebiiro Herbert Brodthagen is exporter 
for the German producer. 


On January 1, 1953 Industriebiiro Herbert Brodthagen sent the fol- 
lowing signed communication to petitioner: 
“TO WHOM IT MAY CONCERN 


“We hereby certify that the firm of David Feldman & Associates, 
of Cincinnati, Ohio, are our exclusive representatives in the United 
States, Canada, and Latin America, and as such have been franchised 
as the sole distributors of mMicrowoop and all other products of our 
manufacture of the aforementioned territory. 

“No other firm in the aforementioned territory is authorized to 
represent itself as the agent or distributor of Industriebiiro Herbert 
Brodthagen in the territory above described.” 


On January 5, 1953 the Trademark Bureau of The United States 
Printing & Lithograph Company submitted to petitioner a search report, 
apparently on MICROWOOD, and micro alone and in other combinations, 
in response to a telephone request by petitioner on January 2, 1953. 

On January 8, 1953, petitioner had duplicated 300 copies of a release 
to the trade announcing availability of microwoop from petitioner and 
explaining the qualities of and uses for the product. 


On January 8, 1953, petitioner had duplicated some 117 letters on 
his own letterhead and 306 letters on the letterhead of his advertising 
agency, each directed to the trade, announcing availability of micRowoop 
from petitioner. 

On January 16, 1953 the rolls of the ten woods requested by petitioner 
in his cable of December 16, 1953 were shipped from Germany. 

On February 9, 1953, petitioner had printed 2,000 folders for use 
as a binder in making up sample booklets. 

During the last week of February of 1953 the rolls of wood used to 
make up the sample books were received by petitioner. 


On or about March 8, 1953 the letters which had been duplicated on 
the letterhead of petitioner’s advertising agency apparently were mailed, 
together with sample books, since The Wall Paper Magazine, a trade 
periodical, wrote to petitioner under date of March 9, 1953 stating in part, 
“we are familiar with microwoop since it has been imported and adver- 
tised in our pages for some time by Hoenig Plywood Corporation, 
270 Madison Avenue, New York.” 


2. The booklet was printed in Germany, but nowhere does the name of the manu- 
facturer or seller of MIKROHOLZ appear, 
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The record indicates that on March 13, 1953, petitioner wrote to 
Industriebiiro Herbert Brodthagen advising that respondent was offering 
MICROWOOD for sale. 

On March 17, 1953, American Lumberman & Building Products 
Merchandiser, a trade periodical, acknowledged the letter from petitioner’s 
advertising agency and stated in part, “It’s a peculiar thing that we just 
carried on page 74 of our February 23 issue announcement about another 
company—Hoenig Plywood Corp. at New York taking on this product. 
Does your client have national distribution of this or only sectional local 
distribution?” Copy of page 74 of the February 23 issue of the periodical 
was enclosed announcing availability of Microwoop from Hoenig Plywood 
Corporation, 280 Madison Ave., New York 16, N. Y. 

On March 20, 1953, Industriebiiro Herbert Brodthagen wrote to 
petitioner in part as follows: 


“This is the first information we hear from you that MIcro- 
woop (?) is being sold through HOENIG PLYWOOD CORPORA- 
TION of New York. We affirm that we have no relations to this 
company; it appears that this firm probably receives the material by 
intervenience of a German exporter but, under no circumstances, 
denominated as microwoop. We are reflecting which precautions 
must be adopted to create an alteration. 


Respondent’s registration issued on March 24, 1953. 


On March 27, 1953, respondent wrote to petitioner warning petitioner 
against infringement, stating in part, “We wish to draw your attention 
to the facts that we have been and are the exclusive importers of this 
product for the last two years and that the trademark MIcROWOOD is our 
exclusive trademark registered for us in the U.S.A. Patent Office under 
# 572-324.” 

It appears that on April 6, 1953 petitioner again wrote to Industrie- 
biiro Herbert Brodthagen concerning importation and sale of MICROWOOD 
by respondent, and on April 16, 1953 the German company replied in 
part as follows: 

“In reply to your letter of the 6th April, 1953, we firstly might 
inform you that the declaration of the HOENIG PLYWOOD 
CORPORATION, to be the exclusive representatives [sic] of 
MIKROHOLZ, is wholly incorrect. Either in the past nor at present 
such an authorisation was or ts existent. 

“As we could find out in the meantime the HOENIG PLYWOOD 
CORPORATION received against the end of the year 1951 a small 
quantity of that material and during 1952 they imported, apart from 
one delivery of approx. 30,000 mtrs, only a few small parcels not worth 
to be mentioned. However, we want to make it perfectly clear that we 
have not been the suppliers. When Hoenig wrote to the paper mentioned 
in your letter, saying, they were the only authorized representatives of 
MICROWOOD, they pretended [sic] the untruth and concealed the real 
situation.’’ 


On April 6, 1953, respondent wrote to petitioner’s advertising agency 
protesting use of MIcROWooD in a “generic manner,” and stating further, 
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“We have to draw your attention to the facts that we are not only the 
first and original importers but also that Microwoop is our exclusive trade- 
mark registered for us in the U. S. Patent Office under No. 572,324. We 
warn against any unauthorized use of our trademark MICROWOOD as we 
are resolved to protect our trademark rights against any and all infringes 
thereof.” 

On April 8, 1953, petitioner’s attorney wrote to respondent (this letter 
is not in the record), and on April 10, 1953, respondent’s attorney replied 
denying that MIKROHOLZ is used in Germany in a “generic sense” and again 
warning petitioner against infringement. 

On April 17, 1953 petitioner filed an application with the Secretary 
of State of Illinois to register MIcRoWooD, and said application, made under 
oath, recited that applicant has the right to use the said trademark and that 
no other person has a right to use it, either in the identical form or in such 
near resemblance thereto as may be calculated to deceive. The registration 
issued. ; 

On August 7, 1953, Mikroholz G.m.b.H. wrote a letter to respondent, 
apparently in response to letters and telegrams not in the record, advising 
that it could not in the future execute direct deliveries to respondent and 
stating that respondent could, of course, procure MIKROHOLZ from petitioner. 

On August 8, 1953, Mikroholz, G.m.b.H. wrote to petitioner stating in 
substance that it had been making a solid combination of wooden veneer 
combined with paper or other base since the fall of 1951 and such product 
is sold exclusively under the name MIKROHOLZ, that Industriebiiro Herbert 
Brodthagen is its export representative in Germany and is in exclusive 
charge of sale of such products in the United States; that Industriebiiro 
Herbert Brodthagen, with express consent of Mikroholz, G.m.b.H. has 
authorized petitioner exclusively to sell MrkROHOLZ in the United States; 
and that the former connection with respondent has expired and respondent 
is not entitled to sell MIrKROHOLZ as its representative in the United States. 

It seems clear from the evidence here that petitioner is attempting to 
eat his cake and have it, too. He asserts, in effect, that insofar as respond- 
ent is concerned and for purposes of this proceeding MIKROHOLZ is a generic 
term in Germany and that microwoop, the English translation or equiva- 
lent, is a descriptive term which he needs to use in his business of selling 
sheets of wooden veneer; and at the same time he asserts that he has 
trademark rights in the word and that no other person has a right to use 
it. The inconsistency is obvious. 

There is no evidence which tends to support petitioner’s averment that 
MIKROHOLZ is a generic term. Indeed, the exhibits refute such a contention. 
The German manufacturer and exporter employ the term in its trademark 
sense as identifying the wooden veneer and paper combination manufac- 
tured and sold by them respectively. 

There is no evidence which tends to support petitioner’s averment that 
MICROWOOD is a descriptive term in the United States or that it has been 
so used either by petitioner or respondent or the trade or the public. 
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Under the facts and circumstances of this case, there exists consider- 
able doubt that respondent was entitled to register the English translation 
of the German manufacturer’s mark for the products of the German concern 
imported by it,? but it obtained the registration on the Principal Register, 
and such registration can be canceled only on the basis of facts from which 
it ean be concluded that the person seeking cancelation is or likely to be 
damaged.* 

Petitioner has failed to discharge its burden of proof. It has failed 
to offer proofs to support the ultimate facts pleaded, and it has offered no 
other proofs from which legal damage can be presumed. 


The decision of the Examiner-in-Chief is affirmed. 


EX PARTE FORT SCHUYLER KNITTING COMPANY 
Commissioner of Patents — March 27, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SKYLER KNIT for men’s and boys’ knitted underwear and skKyYNiT for like 
goods look and sound too much alike to avoid confusion, mistake or deception and 
registration must be refused. 
Application for trademark registration by Fort Schuyler Knitting - 
Company, Serial No. 621,820 filed November 29, 1951. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 


John P. Murphy, of Washington, D.C., for applicant. 
LEEDs, Assistant Commissioner. 


Application has been filed to register on the Principal Register 
SKYLER KNIT for men’s and boys’ knitted underwear,’ and registration 
has been refused on the ground of likelihood of confusion with SKYNIT, 
registered for “socks, underwear, hosiery, sweaters and athletic shirts.” 
Applicant has appealed. 


Applicant presents the following arguments: (a) the only similar 
part of the marks is the word KNIT which is incapable of exclusive appro- 
priation; (b) the remaining portions of the marks sky and SKYLER are 
not similar; (c) sKY is in common use as a prefix for trademarks; and 
(d) its mark consists of two words while the registered mark consists of 
a single word. 


3. See: Mackie-Lovejoy v. Birnbaum, 102 USPQ 38 (44 TMR 1223) (Com’r., 
1954); and Roger & Gallet v. Janmarie, 107 USPQ 295 (46 TMR 216) (Com’r., 1955). 

4. See Mackie-Lovejoy v. Birnbaum, cited above, where a supplemental Registration 
was involved. In connection with such registrations, if it is found that the registrant 
was not entitled to registration at the time of his application, the registration shall be 
canceled by the Commissioner. (Sec. 24). 

1. The underwear is listed as athletic shirts, short sleeve shirts, briefs, T shirts, 
polo shirts, sweat shirts and knitted pajamas. 

2. Reg. No. 540,293, issued April 3, 1951. 
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Applicant’s name is Fort Schuyler Knitting Company. Obviously, 
SKYLER is another way of spelling scHuyLER, but the impressions created 
by SKYLER KNIT and by SCHUYLER KNIT are not the same, even though they 
may be pronounced the same. No reason for the misspelling of the rather 
well-known surname “Schuyler” appears. 


SKYLER KNIT and SKYNIT look too much alike and sound too much 
alike, when applied to identical products, to avoid confusion, mistake or 
deception of purchasers. Under such circumstances, registration must be 
refused. 


The decision of the Examiner of Trademarks is affirmed. 


EX PARTE DAN RIVER MILLS, INC. 
Commissioner of Patents — March 28, 1956 


TRADEMARK AcT or 1946—REGISTRABILITY—IN GENERAL 
TRADEMARK AcT OF 1946—REGISTRABILITY—RELATED COMPANY USE 


Applicant seeks to register as secondary meaning mark IT’S A DAN RIVER FABRIC 
for men’s dress and sport shirts, shorts, pajamas, raincoats and other wearing 
apparel, used on tags supplied by applicant to manufacturers of items listed to be 
placed on finished goods. Commissioner affirms decision of Examiner of Trademarks 
on the ground that there is no evidence that related company relationship exists 
between applicant and manufacturers who buy and use its fabrics in manufacture 
of wearing apparel. Record shows that no control is exercised over nature or quality 
of goods made and sold by manufacturer. 


Where a mark used on finished product either by nature or manner of use, 
identifies component of goods or material of which they are made, it may be 
registered only for component or material but not for finished product. 


Application for trademark registration by Dan River Mills, Inc., Serial 
No. 559,215 filed June 15, 1948. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Thomson & Thomson, of Boston, Massachusetts, for applicant. 
Leeps, Assistant Commissioner. 


An application has been filed to register as a secondary meaning mark 
IT’S A DAN RIVER FABRIC for men’s dress and sport shirts, shorts, pajamas, 
summer suits and slacks, bathing trunks, raincoats, dresses, blouses, hats 
and other wearing apparel. Use since June 1, 1945 is asserted. The Exam- 
iner of Trademarks has refused registration on the ground that the wording 
for which registration is sought identifies the fabric of which the goods 
are made, and it does not function as a mark to identify and distinguish 
the items of wearing apparel identified in this application. Applicant has 
appealed. 


The record indicates that applicant is a manufacturer of textile fab- 
rics and that its goods are purchased by others to be used in the manu- 
facture of the goods set forth in this application. The specimens submitted 
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are tags supplied by applicant to manufacturers of the items listed to be 
placed on the finished articles by such manufacturers. The specimens in 
most instances bear the manufacturer’s mark as well as the wording It’s A 
DAN RIVER FABRIC. The applicant seeks registration on the theory that the 
purchaser of its fabrics who make them into garments are its “related 
companies” within the meaning of Section 45 of the Statute, and that 
the use of the mark on wearing apparel by the “related companies” inures 
to applicant’s benefits. 

There is no evidence in this case that a related company relationship 
exists between applicant and the manufacturers who buy and use its fab- 
rics in the manufacture of wearing apparel. Applicant merely sells the 
fabrics which the manufacturers use, and, so far as the record shows, it 
exercises no control over the nature or quality of the wearing apparel 
which the manufacturers make and sell. Under such circumstances, there 
is no such relationship as is contemplated by Sections 5 and 45 of the 
statute. 

Regardless of whether an application is based upon an applicant’s use 
or upon the use of “related companies,” the mark presented must identify 
and distinguish the goods set forth in the application. The facts presented 
in this case do not justify a finding that the mark sought to be registered 
either identifies or distinguishes wearing apparel. The mark states IT’s A 
DAN RIVER FABRIC, and the purchasing public is entitled and likely to take 
the phrase at face value and assume that the apparel is made from a fabric 
manufactured by applicant. The mark, itself, and as used by apparel manu- 
facturers, identifies and distinguishes the fabric and not the garment. 

The apparel sold by the manufacturers is identified by the manufac- 
turers’ own marks, and it is to those marks that purchasers will look, and 
upon them that they will rely, as a guaranty that they are receiving 
products emanating from the same producer as they were received the 
last time they purchased goods bearing the mark. 

Where a mark used on a finished product, either by its nature or 
manner of use, identifies a component of the goods or the material of which 
the goods are made, it may be registered only for the component or the 
material and not for the finished product. Winthrop-Stearns, Inc. v. Milner 
Products Co., 106 USPQ 382 (45 TMR 1512). 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE THE HUDSON COAL COMPANY 


Commissioner of Patents — March 28, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—COLOR MARKS 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register on Principal Register as a mark “an irridescent 
aluminum-colored coating to cover the surface of each lump of coal” is refused, 
as subsidiary color markings, although capable of distinguishing, do not serve as 
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indications of origin until and unless they are used and advertised in such manner 


and over such period of time as to create in the minds of purchasers an association 


with word mark or with producer. 


Considering that prior registrant has obtained registrations of green, violet, 
brown and purple for coal with lumps colored in such colors, applicant’s irridescent 


aluminum coating is not likely to cause confusion. 


REGISTRATION PROCEDURE—APPLICATION 


Although application was refused by Commissioner of Patents, applicant is 
given 30 days to submit necessary papers to seek registration on Supplemental 


Register. 


Application for trademark registration by The Hudson Coal Company, 
Serial No. 646,552 filed May 6, 1953. Applicant appeals from decision of 


Examiner of Trademarks refusing registration. Affirmed. 


Robert M. Barr, of Philadelphia, Pennsylvania, for applicant. 
LeeEps, Assistant Commissioner. 


Application has been filed to register as a mark on the Principal Regis- 
ter “an irridescent aluminum-colored coating applied to coal in a manner 
to cover the surface of each lump of coal.” The goods recited in the appli- 


cation are coal, and use since March 25, 1953 is asserted. 


Registration has been refused on the ground that the subject matter of 
the application so resembles the subject matter of Reg. No. 245,358' which 
is described as pieces of coal covered with silver paint mixed approximately 
one such piece with every cubic foot of coal.? Applicant has appealed. 


Applicant apparently uses the word mark sTEeruLiINne for coal, and two 
affidavits in the record suggest that it also uses HUDSON and possibly HUDSON 


STERLING. 


There exists in my mind grave doubt that colors applied to lumps of 
coal are registrable on the Principal Register in the absence of a showing 
of secondary meaning. It is common practice in the coal industry for 
producers and sellers to adopt and use word marks to identify their coal 
and distinguish it from that of others, and these subsidiary color markings, 
although capable of distinguishing, do not, in my opinion, serve as indica- 
tions of origin until and unless they are used and advertised in such manner 
and over such a period of time as to create in the minds of purchasers— 
trade and public alike—an association of the color with the word mark or 
with the producer. There is no such evidence in this case, and it is, there- 





1. Issued on Aug. 14, 1928, and renewed to a successor of the registrant. 

2. The records of the Patent Office show that the present registrant of the cited 
registration also has registrations as follows: No. 298,475 for coal with some of the 
lumps painted green; No. 332,305, showing OLD BEN VIOLET MARK COAL affixed by indis- 
criminately coloring lumps of coal violet; No. 332,643, showing OLD BEN PURPLE MARK 
COAL affixed by coloring lumps of coal purple; No. 332,780, showing OLD BEN BROWN COAL 
affixed by coloring lumps of coal brown; No. 341,379, showing “A glance identifies 


green mark coal” and design of a lump of green coal in a circle; No. 350,57 


9 


9 


fore, held that the mark is, on this record, unregisterable on the Principal 


showing 


a lump of coal with brown blotches; No. 350,573 showing a lump of coal with violet 
blotches; No. 380,371, showing a lump of coal with green surface; and No. 511,188, 


showing “A glance identifies green mark coal,” and design of a lump of green coal. 
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Register apart from the question of likelihood of confusion with the regis- 
tered mark relied upon by the examiner. 

Giving due consideration to the practice of the industry referred to 
above, and to the fact that the registrant of the cited registration has ob- 
tained in its own name registrations of green, violet, brown, and purple 
for coal with lumps colored in such colors, and has obtained by assignment 
the reference registration showing silver for coal with occasional lumps 
colored in such color, it is not believed that applicant’s coal with each 
lump covered with an irridescent aluminum coating is likely to cause con- 
fusion with the coal described in the cited registration. 

Applicant is given leave to submit, within thirty days from the date 
hereof, necessary papers to amend the application to seek registration on 
the Supplemental Register. Upon receipt of such papers properly executed, 
the examiner will, in due course, authorize registration on the Supplemental 
Register. 


EX PARTE U. S. STATIONERY CO. 
Commissioner of Patents — March 28, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


GRAVITY DROP for office filing cabinets is not merely descriptive and record 
shows that term is not used by anyone else to describe goods. Finding that mark 
is merely descriptive within meaning of Section 2(e) must be based upon commercial 
impression created by mark and mark should not be held merely descriptive if 
significance depends upon round-about and detailed reasoning leading to connection 
between mark and goods. 


REGISTRATION PROCEDURE—APPLICATION 


Examiner refused registration of GRAVITY DROP on ground that specimens filed 
with application did not show trademark use. New specimens submitted showed 
trademark use but lacked verification that specimens were in use at time of filing 
of application. Commissioner affirms rejection but grants leave to furnish affidavit 
within 30 days stating that specimens were used at time of filing of application. 


Application for trademark registration by U. 8. Stationery Co., Serial 
No. 627,231 filed March 28, 1952. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 

A. J. Nydick, of New York, N.Y., for applicant. 
LEEpDs, Assistant Commissioner. 

An application has been filed to register GRAVITY-DROP as a trademark 
on the Principal Register for office filing cabinets. Use is claimed since 
December 15, 1951. The Examiner of Trademarks has refused registration 
on the ground that the mark is merely descriptive of a characteristic of 
the goods in that it “refers to a particular type of drawer which is s0 
constructed as to drop into its locked position by the force of gravity.” 

There is nothing in the record of this case to show that the term 
GRAVITY-DROP is used by anyone else to describe filing cabinets or that its 
use is necessary to describe them. 
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A finding that a mark is merely descriptive within the meaning of 
Section 2(e) must be based upon the commercial impression created by 
the mark, and a mark should not be held merely descriptive if its signifi- 
cance depends upon round-about and detailed reasoning which leads to a 
connection between the mark and the goods. It is not believed that Gravity- 
DROP is “merely descriptive” of filing cabinets within the meaning of Section 
2(d) of the statute. 

The examiner originally refused registration on the ground that the 
specimens filed with the application do not show use of GRAVITY-DROP as 
a trademark. In response, applicant submitted new specimens which show 
use as a trademark. Although the examiner then requested verification of 
the fact that such specimens were in use at least as early as the time the 
application was filed, applicant did not comply with that requirement. 
Since there is no evidence in this case that specimens such as were subse- 
quently filed were in use at the time of the filing of the application, only 
those originally filed may be considered in determining the registrability 
of the mark. Ex parte Armour and Company, 100 USPQ 122 (44 TMR 
600). 

On the present record registration is refused, but leave is granted to 
furnish, within thirty days, an affidavit stating that specimens like those 
submitted subsequent to the filing of the application were in use at least 
as early as the time the application was filed. Upon receipt of such an 
affidavit, the Examiner of Trademarks will authorize publication of the 
mark in accordance with Section 12(a). 

The decision of the Examiner of Trademarks is reversed on the mat- 
ter of mere descriptiveness, but is affirmed on the matter of inadequate 
specimens. 





EX PARTE DEERING, MILLIKEN & CO., INC. 


Commissioner of Patents — April 2, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—SLOGANS 

Registration is sought on Principal Register for slogan LOOK FOR THE SILVER 
LINING used on textile fabrics made of cotton, rayon, acetate nylon and mixtures 
thereof. Phrase appears on garment tags together with other wording including 
word MILIUM. Slogan has two meanings which is sufficient to establish that it is 
capable of distinguishing applicant’s goods from those of others, but facts pre- 
sented must support conclusion that slogan does in fact identify and distinguish 
applicant’s goods and not merely point out or refer to a characteristic of the goods 
themselves. Nature of mark and manner of use lead to conclusion that on present 
record mark is unregistrable on Principal Register. 


Application for trademark registration by Deering, Milliken & Co. Inc., 
Serial No. 630,924 filed June 9, 1952. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 

Norman C. Armitage and Walter E. Mueller, of Pendleton, South Carolina, 
for applicant. 
LEEps, Assistant Commissioner. 


————————————— 


a 
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Registration on the Principal Register is sought for the slogan Look 
FOR THE SILVER LINING used since October 18, 1950 on textile fabrics made 
of cotton, rayon, acetate nylon and mixtures thereof. The Examiner of 
Trademarks refused registration on the ground that the wording is merely 
descriptive of the goods. The examiner, while conceding that the words 
had a double entendre, held that they, nevertheless, inform the public that 
the fabrics are colored silver. Applicant has appealed. 


The phrase for which registration is sought appears as a slogan 
enclosed in quotation marks at the bottom of the garment tags submitted 
as specimens. Other wording appearing on the specimens consists of THIs 
GARMENT IS LINED WITH MILIUM METAL INSULATED LINING FOR ALL-WEATHER 
COMFORT AND ECONOMY. The word MILIUM appears in much larger and more 
prominent print than any of the other wording, and obviously is appli- 
cant’s primary trademark. 


Applicant’s position is that its goods are made of cotton, rayon, acetate, 
nylon and mixtures thereof and not of silver; that the wording LOOK FoR 
THE SILVER LINING is not an expression normally used to describe fabrics; 
and that the primary significance of the wording is its reference to the 
“brighter side of life.” 


The slogan for which registration is sought clearly has two meanings. 
It not only describes the goods as the examiner contends but it also has © 


the alternate meaning referred to by applicant. The fact that the slogan 
has a double meaning is sufficient to establish that it is capable of distin- 
guishing applicant’s goods from goods of others. Where, however, regis- 
tration is sought on the Principal Register, the facts presented must 
support a conclusion that the slogan does in fact identify and distinguish 
the applicant’s goods from the goods of others and not merely point out 
or refer to a characteristic of the goods themselves. In making such a 
determination, facts bearing on the manner and extent to which the mark 
has been advertised, the extent of its use and probable significance of the 
mark to the general public are of extreme importance. Ex parte Robbins & 
Myers, Inc., 104 USPQ 403 (45 TMR 477) (Com’r, 1955). See also: Ex 
parte Mooresville Mills, Inc., 102 USPQ 440 (45 TMR 318) (Com’r, 1954). 
There is no evidence in this case. In the absence of such evidence, the 
registrability of the mark must be based solely upon its nature and the 
manner of use which is indicated by the specimens. 


Section 2 of the statute begins with the words: ‘‘No trademark by 
which the goods of the applicant may be distinguished from the goods of 
others shall be refused registration on account of its nature unless,” etc. 
Conversely, if a mark sought to be registered does not appear to distinguish 
an applicant’s goods—either because of its nature or the manner of its use, 
or both—it is not registrable on the Principal Register. 


In this case, the nature of the mark and the manner of its use are 
such as to lead, in the absence of evidence of trademark significance, func- 
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tion or recognition, to a conclusion that on the present record the mark is 
unregistrable on the Principal Register. 

The decision of the Examiner of Trademarks is affirmed, but for the 
foregoing reasons. 


DOLCIN CORPORATION v. KORDOL CORPORATION 
OF AMERICA 


No. 31890 — Commissioner of Patents — April 3, 1956 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


REGISTRATION PROCEDURKE—OPPOSITION—IN GENERAL 


Opposition to application for KORDOLIN, used on medicinal tablets for relief 
of pains of arthritis, rheumatism and similar ailments, filed by registrant of 
DOLCIN used on products designed for same purpose, dismissed; the marks are not 
similar in sound, appearance or meaning and under ordinary conditions of sale, 
no confusion could be presumed. 

Opposition proceeding by Dolcin Corporation v. Kordol Corporation 
of America, application Serial No. 625,280 filed February 20, 1952. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 
A. A. Orlinger, of New York, N.Y., for opposer-appellant. 
Mock & Blum, of New York, N.Y., for applicant appellee. 


Lreps, Assistant Commissioner. 


An application has been filed to register KorDOLIN for tablets for the 
relief of pains from arthritis, rheumatism, sciatica, muscular aches, bursitis, 
neuritis and neuralgia. Use since September 15, 1951 is asserted. 

Registration has been opposed by registrant of poutcin for medicinal 
preparations for treatment of substantially the same ailments as set out in 
the opposed application.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of opposer’s registration and applicant’s applica- 
tion. 

The marks do not look alike—they do not sound alike—and neither 
has any suggestive significance. On the record here it is not believed that 
purchasers of pain relieving medicaments, buying under ordinary condi- 
tions over the counters of drug stores, are likely to be confused, mistaken 
or deceived as between KORDOLIN and DOLCIN. 

The decision of the Examiner of Interferences is affirmed. 


1. Reg. No. 429,323, issued April 29, 1947. 
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EKCO PRODUCTS COMPANY v. W. E. KAUTENBERG CO. 
No. 31807 — Commissioner of Patents — April 3, 1956 


TRADEMARK AcT or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Opposition filed against application for WEKCO, used in connection with mops 
and sponge mop heads since 1949, by one who had previously used and registered 

EKCO and EKCOWARE for cutlery, pots, pans and other kitchen utensils, opposer hav- 

ing purchased in 1951, the business of a firm making mops, brushes, scouring pads 

and wiping cloths and since that year having sold such products under the trademark 

EKCO. Decision of Examiner reversed and opposition sustained. Question as to 

whether the goods set forth in the application constituted a normal expansion of 

opposer’s line was answered by the fact that opposer had actually so expanded by 
purchasing a going concern making such goods. 

Opposition proceeding by Ekco Products Company v. W. E. Kauten- 
berg Co., application Serial No. 578,508 filed May 10, 1949. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Reversed. 

Stanley Hoods of Chicago, Lllinois for opposer-appellant. 


Kent W. Wonnell of Chicago, Illinois for applicant-appellee. 


Leeps, Assistant Commissioner. 


An application has been filed to register wexco for “floor and wall 
mops and sponge mop heads for use therein.” Registration has been op- 
posed by the user of the mark EKco for mops and brushes and the regis- 
trant of EKco and EKcowakE for kitchen cutlery, pots, pans, kettles, shov- 
els, ice cream dishers and molds and other kitchen utensils.1 The Exam- 
iner of Interferences dismissed the opposition and opposer has appealed. 


The record shows that opposer, Ekco Products Company, was incor- 
porated in 1903 under the name The Edward Katzinger Company and it 
operated under that name until July 1, 1944 when it assumed its present 
name. In the latter part of 1951, Ekeo acquired the assets of Minute Mop 
Company which at that time was engaged in the manufacture and sale 
of mops, brushes, scouring pads, wiping cloths and the like. Since the 
latter part of 1951, the business of Minute Mop Company has been oper- 
ated as a division of Ekco. The principal mark of opposer is EKco but 
its mops also bear the mark minuTE. Since 1944, opposer has spent in 
excess of five million dollars in advertising products under the mark EKCo. 


Opposer’s exhibits include its own catalog, as well as catalogs of Mar- 
shall Field and Company and Sears, Roebuck and Company. Each of 
these catalogs lists mops and brushes as houseware items. Other exhibits 


1. Reg. No. 109,742, issued April 18, 1916 to The Edward Katzinger Co. and 
renewed to opposer-registrant by change of name; Reg. No. 109,743, issued April 18, 
1916 to The Edward Katzinger Co., and renewed to opposer-registrant by change of 
name; Reg. No. 252,992 issued Feb. 19, 1929 to The Edward Katzinger Co. and renewed 
to opposer; Reg. No. 425,967, issued Dec. 10, 1946; Reg. No. 426,320, issued Dec. 24, 
1946, Reg. No. 432,092, issued Aug. 19, 1947; and Reg. No. 432,093, issued Aug. 19, 1947. 
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include an announcement of television shows on which opposer’s brushes 
and mops are advertised and a poster showing its mops and brushes and 
indicating that the products have been advertised in “Life” magazine. 


Applicant, W. E. Kautenberg Co., is engaged in the manufacture and 
sale of mop holders, mops, mopsticks, cellulose sponge mop units, window 
and floor squeezers, household, warehouse and heavy duty brooms. It has 
been making some of these goods since 1922. It began making sponge mops 
in 1941. The record does not, however, clearly show when it first used the 
mark wekco. In its application, it asserts that the date of first use and 
the date of first use of the mark in interstate commerce was on February 
10, 1949. By stipulation, it sets forth that it “adopted and used the trade- 
mark WEKCO in commerce among the several states February 10, 1949, by 
applying to the handles of its mops, a sticker containing instructions for 
a cellulose mop and uses.” However, this stipulated fact appears incon- 
sistent with another stipulated fact that “The trademark wexKco has been 
metal-stamped in the aluminum back of all WEKco mops since W. E. Kau- 
tenberg Co. started making them, the first of which were shipped in June 
1949.” 


Applicant’s exhibits include catalogs showing its wExKco line, bulle- 
tins to distributors and advertising mats proposed for use by dealers. 
Reference is made in an exhibit to advertisements in the publication “Bet- 
ter Living.” It is also stipulated that applicant has spent many thousands 
of dollars in advertising, but the record does not show how much of this 
advertising was in connection with the mark WEKCO. 


It was said in Ekco Products Co. v. Bernard Edward Co., 102 USPQ 
396, 397 (44 TMR 1441) (Com’r., 1954), “It is obvious that opposer coined 
its mark EKco from the initials of the corporate name ‘The Edward Kat- 
zinger Co.’ It is equally obvious that applicant coined its mark in the 
same manner.” So it is here—but the result, unlike that in the earlier 
ease, is a strange and unusual combination of letters—r-x-c. The addi- 
tion of the initial letter “W” to opposer’s mark EKCo does not make an ap- 
preciable change in sound, and there is little or no chance of mispronun- 
ciation of the two marks. 

































While it is true that applicant used wEKCo on or in connection with 
mops and mop heads before opposer used EKCO on the same items, con- 
sideration must, nevertheless, be given to the question of whether or not 
mops and mop heads are a “normal,” “usual” or “expected” expansion of 
opposer’s line of houseware items. This question is answered by the fact 
that opposer has so expanded its line by purchasing a going concern which 
was manufacturing such items, and opposer has continued to manufacture 
them in a division of its operations. 










The record is not too satisfactory insofar as pertinent facts are con- 
cerned; but when the conditions and circumstances surrounding the pur- 
chase of mops and mop heads, the lack of care exercised in making such 
purchases, and the somewhat striking resemblance in sound—with some- 
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what less striking resemblance in appearance—are considered, some doubt 
is created as to whether or not the marks WEKCOo and EKCO can be used on 
such items without causing some confusion, mistake or deception. The 
opposer must be given the benefit of such doubt as exists. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is sustained. 

If, on further proceedings in this case, it should be concluded that 
applicant is entitled to registration, the Examiner of Trademarks will 
withhold registration pending satisfactory resolution of the conflict con- 
cerning dates of first use which exists as a result of applicant’s record. 


W. B. RODDENBERY COMPANY, INC. v. COLONIAL 
MOLASSES CO. OF LA., INC. 


No. 32285 — Commissioner of Patents — April 3, 1956 


TRADEMARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Opposition to application for SAILOR Boy used for syrup, filed by registrant of 

OH! Boy and design showing young boy in middy blouse, used by opposer on syrup 

since 1924. Examiner reversed and opposition dismissed; the marks do not look or 

sound alike nor do they stimulate similar mental associations or psychological re- 
actions. 

Opposition proceeding by W. B. Roddenbery Company, Inc. v. 
Colonial Molasses Co. of La., Inc., application Serial No. 633,835 filed 
August 13, 1952. Applicant appeals from decision of Examiner of Inter- 
ferences sustaining opposition. Reversed. 

Mason, Fenwick & Lawrence, of Washington, D. C., for opposer-appellee. 
Milton N. Scofield, Bernard Liles, and Julius H. Sherman, of New York, 

N. Y., and Robert I. Dennison, of Washington, D. C., for applicant- 

appellant. 


Leeps, Assistant Commissioner. 


An application has been filed to register SAILOR BOY syRUP’ for sugar 
cane syrup. Use since October 15, 1938 is asserted. Registration has been 
opposed by the registrant of oH! Boy for table syrup.? Opposer’s mark 
appears on labels which show an illustration of a young golden-haired 
boy wearing a light blue middy blouse and looking eagerly at a stack of 
hot cakes over which syrup is being poured. The Examiner of Interfer- 
ences sustained the opposition, and applicant has appealed. 

It appears from opposer’s record that it and its predecessors have 
used the trademark oH! Boy on syrup since 1924 and from first use of 


1. The word syrup is disclaimed, but it does not, in display or otherwise, form a 
part of the mark and should have been deleted from the mark sought to be registered. 


2. Reg. No. 197,035, issued April 7, 1925, renewed, and published in accordance 
with Sec. 12(¢) on June 7, 1949. 
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the word mark they have also used the illustration of the boy described 
above. In addition to the oH! Boy mark, opposer uses CANE PATCH and 
HAPPY KIDS as trademarks for its products which comprise, in the main, 
syrup, pickles and peanut butter. Although opposer’s witnesses and its 
counsel referred to opposer’s mark as “the words oH! Boy and Sailor 
Boy design,” there is no competent evidence in the record which suggests 
that purchasers or the public refer to the product in such manner or that 
purchasers of opposer’s product would be likely to associate the young boy 
in the illustration with a sailor. 

Applicant’s record consists of its application. 


Where, as here, the goods are the same, the sole issue is whether or 
not purchasers, buying the goods under ordinary conditions and cireum- 
stances, would, upon seeing the products in the usual retail outlets, be 
likely to purchase one when the other was intended or to assume that the 
products come from a common producer. 

The only identity in the marks is the word Boy; but in their entireties 
oH! Boy and SAILOR BOY neither look alike, nor sound alike, nor do they 
stimulate similar mental associations or psychological reactions. Opposer’s 
mark is an exclamation of delight, and the associated design is obviously 
intended to illustrate this emotion. The fact that the young golden-haired 
boy happens to be wearing a light blue middy blouse is so secondary as 
to be seareely, if at all, noticeable in the overall display. Under such cir- 
cumstances, it is not believed that confusion, mistake or deception of pur- 
chasers is likely to occur. 


The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 


STARDUST, INCORPORATED v. M. I. KOHAN, INC. 
No. 32560 — Commissioner of Patents — April 3, 1956 


TRADEMARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 





In opposition filed by registrant of STARDUST, used on a line of women’s apparel 
including lingerie and skirts, to application for STARSHEEN, used on ladies’ and 
children’s tights, leotards, bathing suits, dance dresses, shorts and skirts, marks 
found to suggest substantially same thing and in view of nature of products, the 
fact that they would ordinarily be in a single producer’s line and the occasional 
faulty recollection of purchasers buying such goods under ordinary conditions, con- 
fusion or mistake was likely to result. 





Opposition proceeding by Stardust, Incorporated v. M. I. Kohan, 
Inc., application Serial No. 624,277 filed January 30, 1952. Applicant 


appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


Theodore W. Miller, of Chicago, Illinois, for opposer-appellee. 
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Howard A. Rosenberg, of New York, N. Y., for applicant-appellee. 


LEEDs, Assistant Commissioner. 


An application has been filed to register STARSHEEN for “ladies’, misses’ 
and children’s tights, leotards, bathing suits, trunks, dance dresses, mid- 
riff and shorts combinations, and outer skirts.” Use since September 11, 
1951 is asserted. Registration has been opposed by the registrant of sTaR- 
pust for a line of women’s apparel,’ including slips, petticoats, briefs, 
underdrawers, panties, outer skirts and undershirts. The Examiner of 
Interferences sustained the opposition, and applicant appealed. 


The record consists of the pleadings, copies of opposer’s registrations 
and the application. 


There is no question but that the involved products are of a nature 
which might ordinarily be found in the line of a single producer. STARDUST 
and STARSHEEN are words which suggest substantially the same thing— 
even though it might be difficult to define the suggestion. This similarity 
of suggestion, when considered in the light of the sometimes faulty recollec- 
tion of purchasers buying the items of apparel under ordinary conditions 
surrounding their purchase, is likely, in my opinion, to result in confusion 
or mistake in the minds of such purchasers. 


The decision of the Examiner of Interferences is affirmed. 


GERBER PRODUCTS COMPANY v. GERBER 
No. 5943 — Commissioner of Patents — April 4, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
TRADEMARK AcT oF 1946—REGISTRABILITY—PERSONAL NAMES 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


Mark GERBER’S, originally the surname of family which founded cancellation 
petitioner’s predecessor, used since 1928 as a trademark on food products and since 
1940 on baby food, found by virtue of extensive sales and advertising to have acquired 
secondary meaning prior to registrant’s alleged date of first use and in the absence 
of such meaning having been established by registrant in GERBER’S, used by him 
since 1943 as part of the mark GERBER’S GOLD-N-TOASTED for bread crumbs here 
sought to be cancelled from Supplemental Register, likelihood of confusion deter- 
mined in same manner as if petitioner’s mark were a coined or arbitrary one. 


Supplemental registration for GERBER’S GOLD-N-TOASTED, used since 1943 for 
bread crumbs by registrant whose name was Gerber, cancelled on petition of one 
who had used, registered and established a secondary meaning for GERBER’S in con- 
nection with food products, particularly baby foods; petitioner’s mark having been 
family name of petitioner’s founder; purchasers of food products in retail stores 


1. Reg. No. 235,931, issued Nov. 29, 1927 for hosiery, renewed, published in 
accordance with Sec. 12(c) on Oct. 26, 1948; Reg. No. 391,172, issued Oct. 28, 1941 
for slips, published in accordance with Sec. 12(c) on Oct. 26, 1948; Reg. No. 416,187, 
issued Sept. 4, 1945 for the items listed in the opinion and blouses, robes, negligees and 
other lingerie; and Reg. No. 564,132, issued on Sept. 16, 1952 for girdles, garter belts 
and baby pants. 
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would inevitably assume that GERBER’S GOLD-N-TOASTED bread crumbs originate 

from same source as GERBER’S baby food. 

Cancellation proceeding by Gerber Products Company v. Charles A. 
Gerber, Registration No. 559,715 issued June 3, 1952. Registrant appeals 
from decision of Examiner of Interferences sustaining petition. Affirmed. 
Semmens, Keegin, Robinson & Semmes, of Washington, D.C., for petitioner- 

appellant. 


Garvey & O’Connell and Bernard F. Garvey, of Washington, D.C., for 
respondent-appellee. 


LEEDs, Assistant Commissioner. 


A petition has been filed to cancel Supplemental Registration of 
GERBER’S GOLD-N-TOASTED, used since November 16, 1943 on bread crumbs,’ 
by the registrant of GERBER’s, both with and without designs, for a line of 
food products for infants and invalids.* 


It appears from petitioner’s record that the Gerber family which 
founded petitioner’s predecessor has been engaged in the food business 
since 1901 and since at least 1928 it has used GERBER’s as a trademark for its 
food products. In 1940 petitioner concentrated its production on foods for 
babies and invalids, and since 1944 it has not sold ordinary canned and 
prepared foods for adults. Sales volume of GERBER’s baby foods has in- 
creased from $364,000 in 1929 to $65,000,000 in 1953, and advertising ex- 
penditures in all types of media have increased from $120,000 in 1929 to 
$3,800,000 in 1952. GERBER’s baby foods are sold chiefly in retail grocery 
stores. The mark is usually accompanied on the package by an illustration 
of a baby’s head. 

Respondent submitted stipulated facts in lieu of testimony. According 
to the stipulation, the surname of respondent’s predecessors was Gerber, 
and it is apparent that respondent’s surname is Gerber. Since 1936, re- 
spondent has been selling bread crumbs for human consumption, and 
since 1939 he has used GERBER’S GOLD-N-TOASTED On such bread crumbs 
which were sold for institutional and industrial use. Since 1943 bread 
crumbs have been packaged for home use under the mark GERBER’S GOLD-N- 
TOASTED. Presumably, the bread crumbs so packaged are sold through retail 
grocery stores which are the usual outlets for such a product. The product 
has, according to the stipulation, been advertised “in certain food trade 
magazines and special bulletins.” 


Thus, it is seen that both parties are engaged in selling prepared food 
products. Both are using the name GERBER’s which originally was primarily 


1. Reg. No. 559,715, issued June 3, 1952. 


2. Reg. No. 268,365, issued to a predecessor on Mar. 11, 1930; Reg. No. 310,224, 


issued to a predecessor on Feb. 13, 1934; Reg. No. 369,865, issued to a predecessor on 
Aug. 8, 1939, published in accordance with Sec. 12(¢) on Jan. 11, 1949; Reg. No. 555,558, 
issued on Mar. 4, 1952; Reg. No. 560,057, issued on June 17, 1952; Reg. No. 277,101, 
issued on Nov. 4, 1930 to a predecessor; and Reg. No. 405,310, issued on Jan. 18, 1944 
and published in accordance with See. 12(c) on Jan. 11, 1949. 
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merely a surname insofar as both parties are concerned. The record, how- 
ever, unmistakably supports a finding that as applied to food products— 
particularly food products for babies—GERBER’s has acquired a secondary 
meaning and identifies and distinguishes the products of petitioner. There 
is no showing or attempted showing of secondary meaning on the part of 
respondent. Under these circumstances, the question of likelihood of 
confusion must be determined in the same manner as if petitioner’s mark 
were coined or arbitrary. 


Applicant contends that it is “fundamental that ordinary surnames 
are not subject matter of exclusive appropriation,” citing and quoting 
from In re Sawyer Electrical Manufacturing Co., 63 USPQ 66 (34 TMR 
338) (C.C.P.A., 1944). The decision relied upon was decided under the 
1905 Act which did not recognize secondary meaning marks other than 
those which were used exclusively for ten years next preceding February 20, 
1905. The statute was changed in 1946, and one of the underlying reasons 
for the change was to bring the statute into conformity with modern com- 
mercial practices and with decisional law in the Courts. The development 
of the law was commented upon briefly in a footnote appearing in Ex parte 
Rivera Watch Co., 106 USPQ 145, 150 (45 TMR 1123) (Com’r, 1955) as 
follows: 


“At one time in our commercial history trademarks were marks 
which indicated personal origin of goods; and it was during that 
period that the case law developed the maxim that every man has the 
right to use his own name in his own business. In the more complex 
commercial society of today, however, marks seldom indicate personal 
origin. The courts have recognized this fact and have frequently cir- 
cumscribed the right of a person to use his own name in his own busi- 
ness when the natural result of such use is likely to lead to confusion 
or deception of the public. Congress also recognized it in enacting the 
Trademark Act of 1946 by limiting the defense of use of one’s own 
name in his business to use otherwise than as a trademark. (Sec. 23 [a] 
of the Act.) The development of this language is found in H.R. 102, 
H.R. 5461, S. 895 and the Committee Print and discussed on pp. 63-74 
of the hearings on these bills.” 


According to the record here, respondent’s predecessors in business had 
the surname GERBER, and they operated, probably from sometime prior 
to 1934, a bread crumb and motor service business. In 1936 respondent 
succeeded to the business, and he has used GERBER’S GOLD-N-TOASTED on his 
bread crumbs for sale to industrial and institutional users. It apparently 
was not until 1943 that he commenced using GERBER’S GOLD-N-TOASTED on 
bread crumbs for sale in retail stores. 


It appears from the record that at the time respondent commenced 
using GERBER’s as a mark for the bread crumbs sold for industrial and 
institutional use petitioner had been using GERBER’s for foods for eleven 
years, it had sold more than $26,000,000 worth of GERBER’s foods and had 
spent hundreds of thousands of dollars advertising such foods. At the 
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time respondent commenced using GERBER’s for bread crumbs sold at 
retail, petitioner had been using GERBER’s for food products sold at retail 
for fourteen years, it had sold more than $52,000,000 worth of GERBER’s 
foods—primarily baby foods—and had spent several millions of dollars 
in advertising such foods. There is no question but that petitioner’s mark 
had acquired a secondary meaning at the time respondent entered the 
retail food field; and it probably had acquired a secondary meaning at the 
time respondent entered the industrial and institutional food field. 


It seems inevitable that purchasers of food products in retail outlets 
would assume that GERBER’S GOLD-N-TOASTED bread crumbs come from the 
same producer as do GERBER’s baby food products. In the circumstances of 
this case, it must be found that respondent was not entitled to register the 
mark at the time of his application for registration in 1949. 


The decision of the Examiner of Interferences is affirmed. 


THE ALLIGATOR COMPANY v. CIAROCHI 
Opp. Nos. 29603 and 29998 — Commissioner of Patents — April 5, 1956 


TRADEMARK AcT oF 1946—REGISTRABILITY—-CONFUSINGLY SIMILAR MARKS 





REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

Opposition to applications for STYLIGATOR, used on wallets and belts, filed by 
owner of registrations for ALLIGATOR and WEATHERSTYLE, used on raincoats and 
sportswear, dismissed; similarity in sound of marks is not as important a factor as 
appearance or suggestive significance where products are such as ordinarily are seen 
before purchase. 

In opposition proceedings involving applicant’s mark sTyLIicATor for wallets 
and belts and opposer’s ALLIGATOR for rain and sportswear, use by opposer of word 
“style” and by applicant of word “alligator”’—both in the primary sense—held to 
be totally irrelevant to issue, as to whether purchasers upon seeing the respective 
marks would assume that they originated from the same source. 





Opposition proceeding by The Alligator Company v. Carlo C. 

Ciarochi, applications Serial Nos. 575,849 and 575,848 filed March 22, 

1949. Opposer appeals from decision of Examiner of Interferences dis- | 

missing oppositions. Affirmed. | 
| 


See also 41 TMR 53. 


Zabel, Baker, York, Jones & Dithmar, of Chicago, Illinois, for opposer- 
appellant. 


Caesar & Rivise, of Philadelphia, Pennsylvania, for applicant-appellee. 
LeEgEps, Assistant Commissioner. 


Two applications have been filed to register styLIGATOR one for wallets, 
and the other for apparel belts. Use since January 15, 1945 has been asser- 
ted in each application. 


THE TRADEMARK REPORTER Vol. 46 T. M. R. 


Registration has been opposed by the registrant of ALLIGATOR for outer 
wearing apparel,! WEATHERSTYLE for raincoats and topcoats,” and ALLIGATOR 
BRAND with an illustration of an alligator, for oiled clothing.® 


The Examiner of Interferences dismissed both oppositions, and opposer 
has appealed. 

Opposer is a manufacturer of coats—“all-weather” coats—and other 
water-repellent outer apparel which it sells nationwide under the trademark 
ALLIGATOR. For some forty-six years opposer has used the word ALLIGATOR 
in its commercial name, and it has used ALLIGATOR as its trademark. Prior 
to the middle thirties it made and sold under the ALLIGATOR mark items other 
than apparel, such as shower curtains, tarpaulins, and’ ponchos, but since 
that time opposer’s sales under the mark have been limited to water-repel- 
lent coats and sportswear. Opposer’s apparel identified by its mark has 
been widely advertised in magazines having national circulation, and its 
retailers have advertised such apparel extensively throughout the country. 
It is beyond question that opposer’s mark is well-known, and it symbolizes 
a valuable goodwill. 

Applicant manufactures, among other things, belts and wallets made 
of alligator and imitation alligator grain leather. It is on these belts and 
wallets that it uses styLicaTor. Belts, wallets and other items made of 
alligator leather are, according to the record, stamped with the words 
GENUINE ALLIGATOR. 

Opposer has shown that it uses the word “style” in its primary sense 
in such advertising phrases as FIRST IN STYLE, FOR STYLE IN THE RAIN, ALLI- 
GATOR STYLE, STYLE BY ALLIGATOR, ALLIGATOR FOR STYLE IN THE RAIN and 
RAINCOAT WINS STYLE HONORS, and opposer’s catalogs are designated STYLE 
Books. This, of course, it has every right to continue to do. It also owns 
a registration of WEATHERSTYLE for coats which is used in conjunction with 
its primary mark ALLIGATOR. 

The record also shows that applicant uses the word “alligator” in its 
primary sense on his products made of alligator leather. This, of course, 
it has every right to continue to do. 

The fact that each of the parties uses ordinary English words in their 
ordinary English meaning in advertising or otherwise giving information to 
the public concerning their products is totally irrelevant to the issue. 


The only question presented is whether or not purchasers familiar with 
ALLIGATOR water-repellent apparel will be likely, upon seeing STYLIGATOR 
wallets and belts, to assume that they have a common origin. 


STYLIGATOR and ALLIGATOR sound somewhat alike when spoken, but in 
this case where the goods are not the same and where they are products 
which ordinarily are seen when purchased, sound is not as important a 


1. Reg. No. 251,201, issued Jan. 1, 1929, renewed, published in accordance with 
See. 12(c) on Aug. 3, 1948. 

2. Reg. No. 381,725, issued Oct. 1, 1940. 

3. Reg. No. 75,365, issued Sept. 28, 1909 to a predecessor and renewed to opposer. 
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factor as appearance or suggestive significance in determining likelihood 
of confusion. The marks do not look alike. styLiGator when seen on belts 
and wallets made of alligator leather or imitation alligator grain leather 
suggests, if anything, styled from alligator. ALLIGATOR when seen on water- 
repellent apparel suggests, if anything, toughness and resistence to water. 

The resemblance between STYLIGATOR and WEATHERSTYLE as they appear 
on the products of the parties is almost nonexistent. 

The products are of a nature which, if sold under identical marks, 
might be assumed to come from a single producer. But when we consider 
the respective marks as they appear on the respective goods, it is not believed 
that any confusion will result. 

The decisions of the Examiner of Interferences are affirmed. 

It appears from applicant’s record that he is no longer operating under 
a trade style as an individual, but his enterprise is now a corporation and 
the corporation is using the mark. If, upon termination of these proceed- 
ings, it is finally held that applicant is entitled to the registrations sought, 
the Examiner of Trademarks will require appropriate evidence of title 
before authorizing issuance of the registrations. 


EX PARTE M. WILE & COMPANY, INC. 
Commissioner of Patents — April 5, 1956 


TRADEMARK ActT OF 1946—REGISTRABILITY—IN GENERAL 





TRADEMARK ACT OF 1946—REGISTRABILITY—CONCURRENT MARKS 
Concurrent use registration of mark STYLED BY DON RICHARDS, used on men’s 
clothing, refused upon ground that said words were informational only and did not 
function as a trademark by identifying applicant’s goods and distinguishing them 
from those of others. Proofs of use submitted by applicant showed label which in- 
cluded the words SHORE BREEZE, a design of a sailboat floating on water and a palm 
tree on the shore, under all of which appeared the words STYLED BY DON RICHARDS 
DRY CLEAN ONLY. 





Mark for which concurrent use registration is sought must be capable of dis- 
tinguishing goods of applicant from those of others. 


Application for trademark registration by M. Wile & Company, Inc., | 

Serial No. 565,027 filed September 11, 1948. Applicant appeals from | 

decision of Examiner of Trademarks refusing to institute concurrent use 

proceedings. Affirmed. | 

3ean, Brooks, Buckley & Bean, of Buffalo, N. Y., for applicant. 

LEEps, Assistant Commissioner. | 
An application has been filed seeking registration as a result of lawful | 

concurrent use of the phrase STYLE BY DON RICHARDS for suits, topcoats, 

overcoats, sports coats and slacks. Use since April 1, 1937 is asserted. The 

exception to exclusive use is set forth as ‘‘the Kleinhans Company, a retail 

men’s clothing store, located and doing business at Main and Clinton Streets 

in the City of Buffalo, County of Erie, State of New York, and using mark 
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substantially as shown in its trademark registration No. 350,458, dated 
September 28, 1937 * * * in the territory comprising the retail trade area 
of the City of Buffalo, such area being normally confined well within the 
counties of Erie and Niagara in the State of New York, and contiguous 
portions of the province of Ontario, Canada, from March 11, 1936 to 
Gote *.¢ *,”” 

The mark shown in Reg. No. 350,458' is a label design showing the 
words STYLE BY DONALD RICHARD EXPRESSLY FOR KLEINHANS COLLEGE SHOP 
and the initial K superimposed upon a shield. The goods are men’s suits. 

The specimens submitted with the application here involved are labels 
showing SHORE BREEZE, an illustration of a sailboat on a body of water at 
the edge of which appears a palm tree, and beneath which appear the words 
STYLED BY DON RICHARDS DRY CLEAN ONLY. 

The Examiner of Trademarks refused to institute concurrent use 
proceedings on the group that both applicant and registrant are located 
and doing business in the City of Buffalo, County of Erie, State of New 
York, and, in his opinion, confusion, mistake and deceit would be unavoid- 
able from the concurrent use of substantially the same mark on the same 
goods. Applicant has appealed. 

According to representations made by applicant, it is a manufacturer 
of men’s clothing located in Buffalo, New York, selling—‘“so far as the 
present trademark is concerned’’—only in markets outside the Buffalo 
retail trade area. The registrant is a retail men’s store having a single 
outlet in downtown Buffalo. 

Registrant’s use dates from March 11, 1936, and applicant’s use dates 
from April 1, 1937. 

According to applicant’s brief, “use by both parties of their respective 
trademarks has been with the full knowledge and consent of the other, and 
early in the prosecution of this application applicant filed with the Examiner 
of Trademarks a consent to register executed by the prior registrant, the 
Kleinhans Company. Use by the two parties of their respective marks 
during the past 17 or 18 years has been entirely harmonious and absolutely 
no evidence of confusion of the public has made itself known to either 
of the parties. It is believed that this actual practical experience should 
be regarded as more convincing than any mere speculation as to what 
might have taken place.’’ 

The probable reason why there has been no confusion, if such is a fact, 
is that the subject matter of both the registration and the application is in 
the nature of informational material appearing on a label rather than a 
trademark by which the men’s apparel of the parties would be ordered. 


Registrant’s trademark is the symbol K superimposed upon a shield 
and the name DONALD RICHARD, written in an upslanted script. Some of the 
effect of the name DONALD RICHARD is, however, diluted by the fact that it 


1. Application filed April 27, 1937, registration issued September 28, 1937. 















Vol. 46 T. M. R. SX PARTE M. WILE & CO., INC. 659 





appears as a part of the informational statement sTYLED BY DONALD RICHARD 
EXPRESSLY FOR KLEINHANS COLLEGE SHOP. 








Applicant’s trademark is SHORE BREEZE (with the sailboat, lake and 
palm tree design), and the name DON RICHARDS, written in an upslanted 
script, is a part of the informational statement sTYLED BY DON RICHARDS 
DRY CLEAN ONLY. 






































It is believed that under these circumstances the average purchaser, 
buying a man’s suit under ordinary conditions in registrant’s store and 
in a retail store selling applicant’s suits, would ask for and assume that 
he was buying a DONALD RICHARD or @ KLEINHANS suit and a SHORE BREEZE 
suit, respectively. If such purchaser noted the informational material on 
the labels, it is believed that he would assume that both suits were styled, 
or designed, or tailored by the same stylist. 


A trademark is a word, name, symbol or device or any combination 
thereof adopted and used by a manufacturer or merchant to identify his 
goods and distinguish them from those manufactured and sold by others. 
SHORE BREEZE is, under this definition, applicant’s trademark. The subject 
matter of the application, STYLED BY DON RICHARDS, does not, under the 
circumstances present here, identify the applicant’s goods, nor can it, 
standing alone, distinguish applicant’s goods from the identical goods of 
the prior user and registrant of STYLED BY DONALD RICHARD EXPRESSLY For 
KLEINHANS COLLEGE SHOP. Since it does not, and cannot under the circum- 
stances, distinguish, it is not registrable, and there is therefore no basis for 
instituting concurrent use proceedings. 


The proviso of Section 2(d) of the statute is applicable only to those 
situations where there has been concurrent lawful use of the same or 
similar marks under such conditions and over such a period of time that 
purchasers of the products of the users do in fact recognize the respective 
marks as identifying and distinguishing the respective products of the 
respective users. There is nothing in this record which indicates any such 
recognition, but, on the contrary, this record leads to a conclusion that 
purchasers would, as a result of the labels, rely upon SHORE BREEZE and 
DONALD RICHARD Or KLEINHANS to identify and distinguish the products. 

Although the verified and unverified statements appearing in the record 
raise substantial questions concerning the validity of registrant’s registra- 
tion, that question is not presented here. 


On this record, the subject matter of the application is not a trademark 
used in a manner to identify applicant’s goods, nor does it distinguish 
them from those of the prior registrant. 

The Examiner of Trademarks was correct in refusing to institute 
concurrent use proceedings, and his action is affirmed. 


LT 
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BATES MANUFACTURING COMPANY v. SPUNTEX MILLS, INC. 


Interf. No. 4864 Opp. No. 32064 — 
Commissioner of Patents — April 9, 1956 


TRADEMARK AcT orf 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
DYNELON and DYNALON are for practical purposes the same; they are pro- 
nounced the same, the substitution of vowel “a” for vowel “e” being a distinction 
without a real difference, and a line drawing of a swan appearing with DYNALON 
being insufficient to differentiate when marks are applied to fabrics in the piece, 
goods which are ordinarily purchased by word marks. 


TRADEMARK AcT or 1946—TiITLE—IN GENERAL 
Where dates of asserted first use are close together, it is necessary to consider 
practices in trade which ordinarily precede adoption and use of mark and filing of 
application to register, particularly when newly adopted mark of both parties is 
for use on newly developed product. Personal delivery of trademarked goods by 
applicant was factitious and created no rights, since there was no trade under mark 
and record shows that applicant was not yet ready to engage in trade under mark. 


REGISTRATION PROCEDURE—EX PARTE REJECTION 
Registration of trademark for garments must be denied on ex parte ground that 
mark has not been used to identify or distinguish garments, but such use as has been 
made of it is in connection with fabrics. 


Trademark interference No. 4,864 between Bates Manufacturing 
Company, application, Serial No. 621,938, filed Dec. 1, 1951, and Spwntezx . 
Mills, Inc., application, Serial No. 617,421, filed Aug. 7, 1951. 

Trademark opposition No. 32,064 by Bates Manufacturing Company 
v. Spuntex Mills, Inc., application, Serial No. 620,862, filed Nov. 3, 1951. 

Spuntex Mills, Inc. appeals from decision of Examiner of Interferences 
for Bates Manufacturing Company. Affirmed. 

Campbell, Brumbaugh, Free & Graves, of New York, N. Y., and Martin T. 

Fisher, of Washington, D. C., for Bates Manufacturing Company. 
Mock & Blum, of New York, N. Y., for Spuntex Mills, Ine. 


Leeps, Assistant Commissioner. 

On August 7, 1951 Spuntex Mills, Ine. (hereafter called Spuntex) 
filed an application to register DYNALON, with a line drawing of a swan 
disposed above it, for rayon piece goods, asserting use since July 12, 1951.’ 

On November 3, 1951 Spuntex filed an application to register DYNALON 
without the swan, for women’s hats, raincoats, gloves, boots, shoes, dresses, 
brassieres and girdles, men’s and women’s jackets, and children’s snowsuits, 
asserting use since October 3, 1951.” 

On December 1, 1951 Bates Manufacturing Company (hereafter called 
Bates) filed an application to register DYNELON for piece goods of cotton and 
synthetic fibers, asserting use since September 6, 1951.° Three months later, 
on February 2, 1952, the date of first use was amended to July 26, 1951. 


1. S.N. 617,421. 
2, S.N. 620,862. 
3. S.N. 621,938. 
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An interference was instituted between pyNaLon for fabrics and 
DYNELON for fabries;* and Bates filed an opposition against registration of 
DYNALON for garments.® Bates had the burden of proof in each of the cases. 
The Examiner of Interferences, in a single opinion, found in favor of 
Bates in the interference, and sustained Bates’ opposition, thus denying 
registration to Spuntex on both of its applications. 

Both proceedings will be treated in a single opinion, and the interfer- 
ence will be disposed of first. It should be pointed out that for all prac- 
tical purposes—and certainly for purposes of these proceedings—the 
involved marks are the same. They are pronounced the same, the substitu- 
tion of vowel “a” for the vowel “e” being a distinction without a real differ- 
ence, and the line drawing of the swan appearing with the DyYNALON mark 
being insufficient to differentiate when the marks are applied to fabries in 
the piece which are ordinary purchased by word marks. 

Where the dates of asserted first use are close together, it is necessary 
to consider the practices in the trade which ordinarily precede the adoption 
and use of a trademark and the filing of an application to register, parti- 
cularly when, as in the case of both parties to these proceedings, the newly 
adopted mark is for use on a newly developed product. 

Bates’ record shows the following pertinent facts: 

May 8, 1950. The Vice President of Bates’ subsidiary sales corpora- 
tion (hereafter called Lyall) advised Bates’ counsel that a range of fabrics 
using a new synthetic yarn or fiber called “dynel” was contemplated; that 
two “names” submitted for consideration were DYNELLA and DYNA-DRY; 
and that it might be five or six months before the fabrics were available. 

December 8, 1950. A list of suggested marks for the fabrics was sub- 
mitted to Lyall at his request by Chandler Robbins (unidentified except by 
name). None of the names submitted was similar to DYNELON, but it is 
obvious that they were mostly fabricated from syllables of dynel, nylon and 
cotton. 

February 20, 1951. Lyall sent a memorandum to three employees of 
the organization (unidentified except by name) asking what they thought 
of the “names” submitted by Mr. Robbins. In reply, one employee sugges- 
ted DYNALON, and the advertising manager of the subsidiary suggested 
DYNAMIC, adding “Otherwise DYNALON my choice.” 

February 20, 1951. Swatches of experimental fabrics, some of which 
were made of 15% dynel, 35% nylon and 50% cotton (identified as Exp. 
451 and Exp. 452 )and another of 25% nylon, 25% dynel and 50% cotton 
(identified as Exp. 453), were forwarded from the development laboratory 
of Bates to Lyall. 


March 6, 1951. Lyall wrote a memorandum to an employee of the 
development laboratory of Bates advising that sixty yards of Exp. 451 had 
been sent to American Fabrics with whom the subsidiary was “doing a 


4. Interference No. 4,864. 
5. Opposition No. 32,064. 
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job” and that American Faprics needed ten or fifteen yards more of any 
fabric containing dynel, nylon and cotton. The memorandum requested 
that Exp. 452 not be supplied, but stated that Exp. 453 might be suitable. 
It further stated that Bates expected to get a full page editorial on Exp. 
452 in Harper’s in the month of May. 

April 30, 1951. A conference between Lyall and counsel for Bates, 
confirmed by informal memo notes, resulted in an indication that Lyall 
preferred the mark DYNELLON. 

May 7, 1951. The publicity department of Bates’ subsidiary inquired 
of Lyall whether or not DYNELON had been cleared with Bates’ counsel, 
and Lyall replied that he expected to clear it that day. 

May 7, 1951. Lyall sent a swatch of fabric to a Mr. Bunn, Vice 
President of a division of Union Carbide & Carbon Corporation, developer 
of dynel. 

May 10, 1951. Mr. Bunn acknowledged receipt of the fabric and 
stated that “we are glad to cooperate with you in its promotion providing 
the wear tests on it are satisfactory.” 

May 22, 1951. Lyall sent to Bunn the proof sheet of an advertise- 
ment to be carried that week in “Women’s Wear” “announcing our new 
fabric DYNELON, and stated that his company expected to have the layout of 
the first fashion ad, to be carried in “Vogue” as a double truck, ready by . 
the end of the week, and that substantial editorial comment was expected 
from “Women’s Home Companion,” “Harper’s Bazaar,” “Harper’s Junior 
Bazaar” and “Vogue.” , 

May 23, 1951. A double page advertisement appeared in “Women’s 
Wear Daily” announcing “Bates New DYNELON,” and the advertisement 
contained the following, ““Vogue—September 1— Full-Color Double-Page 
Spread!” The cost of the advertising space was $1,461.60. 

May 24, 1951. Bate’s counsel confirmed a “conversation of last week” 
with regard to DYNELLON and DyNycoT (and another suggested mark not 
relevant here) and advised that “you are probably clear with respect to 
DYNELLON’’ and that DyNycotT would probably conflict with DYCONETT 
previously registered. 

May 25, 1951. Lyall wrote to Bates’ counsel stating, “we are interested 
in the name DYNELON (spelled with one ‘L’).” 

May 28, 1951. A sales order, No. 24034, for 1500 yards of fabric identi- 
fied as DYNALON was made out by Bates’ subsidiary to Owen Morgan, Inc., 
New York City, and accepted on the same date by Toni Owen, president 
of Owen Morgan, Ine. The order shows proposed delivery as “late June.” 

May 29, 1951. Bates’ counsel replied to Lyall’s letter stating that the 
change in spelling from DYNELLON to DYNELON did not alter the opinion 
expressed in his letter of May 24. He further stated that if it was 
decided to adopt the mark and application to register was to be filed, 
he would be glad to prepare the necessary documents upon receipt of 
instructions, pointing out that he would have to know the date the mark 
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is first used in interstate commerce and would need six copies of actual 
labels or tags used in connection with the sale of DYNELON piece goods. 

June 1, 1951. Suggested copy for tags was submitted on a letterhead 
of James P. Sawyer, Inc. (unidentified except by name). 

June 12, 1951. An order for 5,000 booklet tags showing DYNELON was 
placed by Bates’ subsidiary for delivery by July 10, 1951. Cost of the 
tags was $28.80 per thousand, or a total of $144.00. 

June 12, 1951. An order for 1,000 labels showing, 


TONI OWEN 
BATES 
DYNELON FABRIC 
BLEND OF DYNEL — NYLON — COTTON 


was placed by Bates’ subsidiary at a cost of $20.80 plus $1.25 for cut and 
fold; the charge was to be half to Toni Owen—half to Bates; and delivery 
was to be completed by July 5, 1951. The order was acknowledged on the 
same day. 

June 13, 1951. Specifications for a fabric identified on the organiza- 
tion sheet as FANCY DYNALON SUITING was made up by Bates, showing yarn 
numbers, colors, work, filling, etc., necessary for production of a fabric 
developed in the pilot plant. 

June 26, 1951. The TONI OWEN labels ordered on June 12 were 
delivered and invoiced. 

July 26, 1951. Bates shipped from Maine and invoiced on behalf 
of its sales subsidiary to Owen Morgan, Inc. one hundred sixteen and 
seven-eighths yards of pyNELON fabric in partial fulfillment of Order No. 
24034 dated May 28, 1951. The fabric was received on July 30, 1951. 
According to the testimony, all fabrics shipped bore the tags showing 
DYNELON, and was supplied from the order placed on June 12, 1951. 

July 26, 1951. A bulletin furnished to salesmen of Bates’ fabrics 
announced that beginning in August new DYNELON fabrics would be avail- 
able; that the small check DYNELON suiting had already been bought by 
Toni Owen whose suit would be featured in an advertisement in September 
“Vogue,” in an editorial in October “Harper’s { Bazaar],” and in “MeCall’s” 
and “Woman’s Home Companion” in November; and that the hounds 
tooth check DYNELON had already been editorialized in “Harper’s.” 

July 27, 1951. Experimental samples of five yards each of DYNELON 
challis were shipped from New York stock and invoiced to Adler & Adler, 
New York, and to Owen Morgan, Inc., New York. Owen Morgan, Inc. 
received the sample on July 30, 1951. 

August 2, 1951. A second order for 5,000 booklet tags showing 
DYNELON was placed at a cost of $18.80 per thousand, or a total of $94.00. 

August 3, 1951. Four hundred piece goods sample cards showing 
DYNELON and having samples of the fabric attached were ordered. 

August 8, 1951. A full page advertisement of DYNELON fabric ap- 
peared in “Women’s Wear Daily,” at a cost of $730.80. 
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August 21, 1951. An additional two hundred fourteen and three- 
eighths yards of DYNELON fabric were shipped by Bates from Maine and 
invoiced to Owen Morgan, Inc., New York, in partial fulfillment of Order 
No. 24034 dated May 28, 1951. The fabric was received on August 22, 
1951. 

August 22, 1951. An additional two hundred twenty-three and one- 
fourth yards were shipped and invoiced in partial fulfillment of Order 
No. 24034. The fabric was received on August 23, 1951. 

August 25, 1951. The September issue of “Vogue” magazine was 
distributed in which appeared a double-page advertisement of DYNELON 
featured in pictures of a skirt and cropped jacket and shorts designed by 
Toni Owen. According to the testimony of Miss Owen, she designed the 
garments featured and made them in June of 1951 from samples of 
DYNELON fabric received from Bates at the end of May or in early June. 
The cost of the advertising space was $5,040.00. 

August 30, 1951. Owen Morgan, Inc. shipped apparel bearing the TONI 
OWEN—BATES—DYNELON labels ordered on June 12, 1951 and received on 
June 26, 1951, to retail stores in Texas, South Carolina, Ohio, Missouri, 
Maine, Georgia, and New York. According to Miss Owen’s testimony, the 
apparel was made from the DYNELON fabric received by her on July 30, 
1951 in partial fulfillment of her order of May 28, 1951. 

September 6, 1951. Seventy-seven and three-eighths yards of DYNELON 
suiting were shipped and invoiced to Carson Pirie Seott & Co., Chicago. 

September 7, 1951. An additional three hundred seventy-five and 
seven-eighths yards of DYNELON fabric were shipped and invoiced to Owen 
Morgan, Ine. under Order No. 24034. 

September 10, 1951. Lyall sent to Bates’ counsel six copies of Voucher 
No. C-18304 (the Carson Pirie Scott & Co. order invoiced September 6, 
1951), together with twelve tags used in connection with the sale of DYNE- 
LON piece goods. 

September 25, 1951. A full-page advertisement featuring DYNELON 
fabrics as used by Toni Owen appeared in “American Fabrics” at a space 
eost of $1,250.00. 

October 16, 1951. One hundred piece goods sample cards were ordered. 

November 2, 1951. Two hundred piece goods sample cards were ordered. 

November 13, 1951. One hundred piece goods sample cards were or- 
dered. 

November 21, 1951. Bates’ counsel forwarded the application to reg- 
ister DYNELON to Lyall for execution by Mr. Ruhn, president of Bates. 

November 26, 1951. The trademark application, executed by Mr. Ruhm, 
was forwarded by Lyall to Bates’ counsel. The application was filed on 
December 1, 1951. 

November 28, 1951. Lyall wrote a letter to Bates’ counsel, attaching a 
clipping from a New York City newspaper advertising MIRACLE “DYNALON”’ 
ANTI-WEATHER SNUG-CUFF BOooTS by Franklin Simon, Inc., and requesting 
that counsel write a proper letter to Franklin Simon, Inc. 
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December 27, 1951. Counsel wrote a letter to Lyall, enclosing a copy of 
the letter from Franklin Simon, in reply to his letter, advising that “DyNa- 
LON is a product of Spuntex Mills, Inc.” 

Bates has continued to sell DYNELON and it has continued to advertise 
it. From March of 1952 to the date testimony was taken in August of 
1953, it had spent $42,606.25 in advertising space, and $26,500.00 in produe- 
tion costs—making a total of $69,106.25. 

Between May of 1952 and August of 1953, Bates ordered 100,000 gar- 
ment tags showing DYNELON and 30,000 piece tags showing the mark; be- 
tween December 7, 1951 and August of 1953, it ordered 18,900 piece goods 
sample cards showing DYNELON ; and between December 5, 1951 and August 
of 1953, it ordered 1,750 bedspread sample cards and 5,250 bedspread hang 
tags showing DYNELON. 

In 1951, from the first shipment in July to the end of the year, Bates 
shipped approximately 6,000 yards of DYNELON fabries; in 1952, approxi- 
mately 165,000 yards were sold; in the first seven months of 1953, ap- 
proximately 70,000 yards were sold with approximately 400,000 yards of 
finished goods and goods in the gray contracted for. In addition some 
2,668 bedspreads made of DYNELON were sold and approximately 1,000 
were in stock ready to ship. 

Spuntex’s record and Bates’ rebuttal show the following pertinent 
facts: 

February, 1951. The individual, Mervin M. Newell, who testified as 
president of Spuntex, was employed as a salesman by Fabrilon, Inc., a 
converter of synthetic fabrics—mostly water-repellent—sold to the outer- 
wear and specialty trades manufacturers. This employment continued 
until August 10, 1951. 

June 6, 1951. Spuntex was incorporated with Claire Fein as its presi- 
dent and Mervin M. Newell (hereafter called Newell) was its manager. 

June 23, 1951. Spuntex’s counsel reported to Arthur Rose, identified 
as Newell’s attorney, in a letter that DRYLON could not be registered for 
fabrics in view of a prior registration of DRYLAN for cotton piece goods, 
and counsel recommended that DRYLON not be used. 

June 29, 1951. Spuntex’s counsel reported to Arthur Rose that “sup- 
plementary to our telephone conversation with Mr. Newell,” sPuNTEX 
seemed to have been appropriated by Empire Silk Company for silk piece 
goods, and AQUALON was too close to AQUANON previously registered for 
topcoats. 

July 12, 1951. Spuntex’s counsel telephoned Newell a report on his 
search stating that EXCELLON could not be used, but DYNALON could prob- 
ably be registered. This conversation was confirmed by letter dated July 
13, 1951. 

July 12, 1951. Newell telephoned the president of Goodyear Rubber 
Company “and told him I must have an order from him for the material 
and that he should mark the order for DYNALON, and that I would have to 
send the material to him in response to an order that I would receive from 
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him.” Newell thereupon took a tag showing “Another Fabric by Spuntex 
Mills, Ine., 19 West 44th Street, New York, N. Y.” and at the top of the 
tag following the printed word “Quality,” Newell’s secretary typed the 
word DYNALON. Newell then took a yard of fabric with the tag and de- 
livered them to the President of Goodyear Rubber Company, in Middle- 
town, Connecticut. Later in testimony he stated that the tag which he 
used was identical with one previously identified except that the address 
was 303 Fifth Avenue, where Spuntex was located on July 12, 1951. It 
does not appear when labels bearing the Fifth Avenue address were printed. 

July 12, 1951. A purchase order for one yard of DYNALON FABRIC, 
signed by Philip E. Reilly, was mailed to Spuntex. No price appeared 
on the purchase order and it does not affirmatively appear that any money 
was paid for the yard of the fabric. 

July 24, 1951. The application to register DyNALON for fabrics was 
executed by Claire Fein as president of Spuntex, asserting use since July 
12, 1951. 

July 26,1951. <A printing company in New York City invoiced Spun- 
tex at 303 Fifth Avenue, New York City, for “Samples and plates DYNALON”’ 
at a cost of $15.45. 

July 26, 1951. Spuntex’s counsel ordered from Technical Lithograph- 
ers, Inc. “a trademark drawing of the attached label showing the mark 
DYNALON and design.” It is not clear from the record just what the “at- 
tached label” was, nor does it appear in the record that any labels, as 
distinguished from tags such as were submitted as specimens with the 
applications, were made. 

August 1, 1951. Stock in Spuntex was issued in Newell’s name and 
he “actively assumed the presidency of the corporation.” 

August 7, 1951. Newell executed a factor’s agreement, as president 
of Spuntex, with Shapiro Bros. Factors Corp. 

August 7, 1951. The trademark application was filed in the Patent 
Office. 

August 9, 1951. A purchase order from Goodyear Rubber Company 
was sent to Spuntex for 2,000 yards of BLACK DYNALON FABRIC. 

August 10, 1951. Newell left the employ of Fabrilon, Inc. 

August 15, 1951. Shapiro Bros. Factors Corp., of New York City, 
acknowledged receipt of five pieces of fabric, and the factor’s shipping 
ticket to Goodyear Rubber Company for three hundred fifty-five and five- 
eighths yards of BLACK DYNALON is dated on the same date. Spuntex’s 
invoice to Goodyear Rubber Company bears the same date. 

August 16, 1951. Newell was elected president of Spuntex. 

August 17, 1951. Spuntex was invoiced by a printer for one thousand 
tags—unidentified on the invoice, but identified in Newell’s testimony as 
DYNALON tags. It is not clear which tags are represented by this invoice. 

August 21, 1951. Fifteen hundred eighty-two and six-eighths yards of 
BLACK DYNALON were shipped in two shipments by the factor and invoiced 
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in two invoices by Spuntex to Goodyear Rubber Company, as partial fulfill- 
ment of the order of August 9, 1951. 

August 22, 1951. A purchase order was executed by Goodyear Rubber 
Company for thirty-four hundred yards of pyNALoNG, and the factor 
shipped partial fulfillments of the order on August 23, August 28, Septem- 
ber 5 and September 6, 1951. 

September 11, 1951. Shapiro Bros. Factors Corp. shipped seventy yards 
of MAIZE DYNALON to Yorkshire Knitting Co., New York City, and the ship- 
ment was invoiced by Spuntex on the same date. According to Newell’s 
testimony, Yorkshire Knitting Co. is a manufacturer of snowsuits. 

October 23, 1951. The application to register pyNALON for garments 
was executed by Newell as president of Spuntex. 

November 3, 1951. The trademark application was filed in the Patent 
Office. 

November 12, 1951. Shapiro Bros. Factors Corp. shipped ten yards 
of BLACK DYNALON to Cambridge Rubber Co. of Maryland. Cambridge is a 
footwear manufacturer. 

November 13, 1951. The first advertisement featuring DYNALON boots 
appeared in a Boston newspaper over the name of the retailer. DYNALON 
was identified in the advertisement as a waterproof product of Spuntex. 

According to the testimony of Newell, total yardage sold in 1951 was 
29,80254 yards; in 1952, 110,52014 yards and up to November of 1953, 
when testimony was taken, 29,385-6/8 yards—a total of 169,708% yards. 
The record does not show that Spuntex has advertised DYNALON in any 
dailies or periodicals, although some of the retailers of the apparel made 
from the fabric have advertised it cooperatively with the apparel manu- 
facturers. 

Thus, it appears from the record that Bates was working on its fabrie 
as early as May 8, 1950; suggestions for a trademark began in May of 1950 
and continued until May of 1951 when the mark DYNELON seems to have 
been selected; a double page advertisement announcing the new DYNELON 
fabric was published in the leading trade daily on May 23, 1951; a sales 
order for 1500 yards of the fabric, mistakenly spelled pDyNALON, was received 
on May 28, 1951; a double page advertisement featuring DYNELON in 
“Vogue” was in preparation in May of 1951; 5,000 booklet tags showing 
DYNELON were ordered on June 12, 1951, and 1,000 labels for Tton1 OWEN— 
BATES—DYNELON were ordered the same day; and the first shipment of 
DYNELON fabric in partial fulfillment of the order of May 28, 1951 was made 
from Maine to New York on July 26, 1951. In addition, on July 27, samples 
of five yards of DYNELON challis were invoiced to two purchasers; a second 
order for 5,000 booklet tags was placed on August 2, 1951; DyNELON fabric 
was editorialized in “Harper’s Bazaar,” July issue, and in “Woman’s Home 
Companion” in the August issue released on or about July 25, 1951; 400 
piece goods sample cards showing DYNELON with samples of the fabric 
attached were ordered; and on August 8, 1951 a full-page advertisement of 
DYNELON fabric appeared in “Women’s Wear Daily.” 
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All of the foregoing took place prior to the date of August 9, 1951 
when Spuntex received its first bona fide order for pDyNALON. It is true 
that the testimony shows that the president of Goodyear Rubber Company 
and Newell had been experimenting with a fabric for several months; that 
Newell delivered personally one yard of fabric to the president of Goodyear 
Rubber Company on July 12, 1951; and that Newell stated that he had 
the name typed on a tag which he stated was identical with the one in 
evidence (except for the address). Spuntex is a textile manufacturer, and 
the DYNALON mark was selected for use on a textile which has been processed 
to make it water-repellent. Spuntex does not process the textiles, but has 
them processed by another. The contract with the factor (processor) was 
not entered into by Spuntex until August 7, 1951; the first samples and 
plates for DYNALON were invoiced by the printer on July 26, 1951, and the 
first invoices for “Tags” was dated August 17, 1951. Spuntex was obviously 
not ready for marketing the fabric under the mark prior to that time. 
Under such circumstances, the July 12, 1951 personal delivery was factitious 
and created no rights, since there was no trade under the mark and, so far 
as the record shows, Spuntex was not ready to engage in trade under the 
mark until at least August 7, 1951. 

Meanwhile, Bates had followed the usual trade practices in selecting its 
mark, exercising all necessary precautions and announcing its new fabric; 
it had invested $2,192.40 in advertising in Women’s Wear Daily; it had 
eontracted for $5,040.00 in space in “Vogue,” and since the record indicates 
that the advertisement was in preparation in May and Toni Owen made 
the apparel shown in the advertisement in June, it had doubtless spent 
some $1700 in production costs for the color advertisement; and it had 
spent some $285.17 for tags, labels, and sample cards—a total of $9,217.57. 

The record amply supports a finding that Bates was the first to adopt 
and use DYNELON to identify and distinguish its fabrics, and since it has 
continued to invest in the mark and sell goods under it, it is entitled to 
registration sought. Spuntex is not entitled to the register DyNALON for 
fabrics. 

Turning now to the opposition, the record shows that Spuntex does 
not manufacture or sell apparel. It merely furnishes hang tags featuring 
DYNALON fabric to apparel manufacturers. Bates does the same thing. 
Since it has been held that Bates has prior rights in its mark, and since 
the marks are, for all practical purposes the same, confusion and mistake 
would be inevitable. The opposition is therefore sustained. 

Furthermore, registration of pyNALON for garments must be denied on 
the ex parte ground that the mark has not been used to identify or dis- 
tinguish garments, but such use as has been made of it is in connection 
with fabries. 

The decision of the Examiner of Interferences is affirmed. 
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